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501 Filing PapersWith the U.S. Patent and
Trademark Office [R-07.2015]

37 CFR 1.1 Addressesfor non-trademark correspondence
with the United States Patent and Trademark Office.

(@) Ingeneral. Except as provided in paragraphs (a)(3)(i),
(a)(3)(ii) and (d)(2) of thissection, all correspondence intended
for the United States Patent and Trademark Office must be
addressed to either “ Director of the United States Patent and
Trademark Office, PO. Box 1450, Alexandria, Virginia
22313-1450" or to specific areas within the Office as set out in
paragraphs (a)(1), and (a)(3)(iii) of this section. When
appropriate, correspondence should aso be marked for the
attention of a particular office or individual .

(1) Patent correspondence.

(i) Ingeneral. All correspondence concerning
patent matters processed by organizations reporting to the
Commissioner for Patents should be addressed to: Commissioner
for Patents, PO. Box 1450, Alexandria, Virginia 22313-1450.

(ii) Patent Trial and Appeal Board. See § 41.10
or § 42.6 of thistitle. Notices of appeal, appeal briefs, reply
briefs, requests for oral hearing, aswell as all other
correspondence in an application or a patent involved in an
appeal to the Board for which an address is not otherwise
specified, should be addressed as set out in paragraph (a)(1)(i)
of this section.

(2) [Reserved]
(3) Office of General Counsel correspondence—

(i) Litigation and service. Correspondence
relating to pending litigation or otherwise within the scope of
part 104 of thistitle shall be addressed as provided in § 104.2.

(i) Disciplinary proceedings. Correspondence
to counsel for the Director of the Office of Enrollment and
Discipline relating to disciplinary proceedings pending before
aHearing Officer or the Director shall be mailed to: Mail Stop
8, Office of the Solicitor, United States Patent and Trademark
Office, PO. Box 1450, Alexandria, Virginia 22313-1450.

(iii) Solicitor, in general. Correspondence to the
Office of the Salicitor not otherwise provided for shall be
addressed to: Mail Stop 8, Office of the Solicitor, United States
Patent and Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450.

(iv) General Counsel. Correspondence to the
Office of the General Counsel not otherwise provided for,
including correspondence to the General Counsel relating to
disciplinary proceedings, shall be addressed to: General Counsel,
United States Patent and Trademark Office, PO. Box 1450,
Alexandria, Virginia 22313-1450.
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§ 501 MANUAL OF PATENT EXAMINING PROCEDURE

(v) Improper correspondence. Correspondence
improperly addressed to a Post Office Box specified in
paragraphs (a)(3)(i) and (8)(3)(ii) of thissection will not befiled
elsewhere in the United States Patent and Trademark Office,
and may be returned.

(4) Office of Public Records correspondence.

(i) Assignments. All patent-related documents
submitted by mail to be recorded by Assignment Services
Division, except for documents filed together with a new
application, should be addressed to: Mail Stop Assignment
Recordation Services, Director of the United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, Virginia
22313-1450. See §3.27.

(ii) Documents. All requests for certified or
uncertified copies of patent documents should be addressed to:
Mail Stop Document Services, Director of the United States
Patent and Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450.

(5) Office of Enrollment and Discipline
correspondence. All correspondence directed to the Office of
Enrollment and Discipline concerning enrollment, registration,
and investigation matters should be addressed to Mail Stop
OED, Director of the United States Patent and Trademark Office,
P.O. Box 1450, Alexandria, Virginia 22313-1450.

(b) Patent Cooperation Treaty. Letters and other
communications relating to international applications during
theinternational stage and prior to the assignment of a national
serial number should be additionally marked “Mail Stop PCT.”

(c) For reexamination or supplemental examination
proceedings.

(1) All correspondence concerning ex parte
reexamination, other than correspondence to the Office of the
General Counsel pursuant to § 1.1(a)(3) and § 102.04 of this
chapter, should be additionally marked “Mail Stop Ex Parte
Reexam.”

(2) All correspondence concerning inter partes
reexamination, other than correspondence to the Office of the
Genera Counsel pursuant to § 1.1(a)(3) and § 102.4 of this
chapter, should be additionally marked *“ Mail Stop Inter Partes
Reexam.”

(3) Requestsfor supplemental examination (original
and corrected request papers) and any other paper filedin a
supplemental examination proceeding, should be additionally
marked ‘“Mail Stop Supplemental Examination.”

(4) All correspondence concerning areexamination
proceeding ordered as aresult of asupplemental reexamination
proceeding, other than correspondence to the Office of the
General Counsel pursuant to § 1.1(a)(3) and § 102.4 of this
chapter should be additionally marked “Mail Stop Ex Parte
Reexam.”

(d) Payments of maintenance feesin patents not submitted
electronically over the Internet, and correspondence related to
maintenance fees may be addressed to: Director of the United
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States Patent and Trademark Office, Attn: Maintenance Fee,
2051 Jamieson Avenue, Suite 300, Alexandria, Virginia 22314.

(e) Patent term extension. All applications for extension
of patent term under 35 U.S.C. 156 and any communications
relating thereto intended for the United States Patent and
Trademark Office should be additionally marked “Mail Stop
Hatch-Waxman PTE.” When appropriate, the communication
should also be marked to the attention of aparticular individual,
as where a decision has been rendered.

(f) [Reserved]

37 CFR 1.4 Nature of correspondence and signature
requirements.

(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and fecilities
of the Office, such asgeneral inquiries, requestsfor publications
supplied by the Office, orders for printed copies of patents,
orders for copies of records, transmission of assignments for
recording, and the like, and

(2) Correspondencein and relating to a particular
application or other proceeding in the Office. See particularly
the rulesrelating to the filing, processing, or other proceedings
of national applicationsin subpart B of this part; of international
applicationsin subpart C of thispart; of ex parte reexaminations
of patentsin subpart D of thispart; of supplemental examination
of patentsin subpart E of this part; of extension of patent term
in subpart F of this part; of inter partes reexaminations of
patents in subpart H of this part; of international design
applicationsin subpart | of this part; and of the Patent Trial and
Appeal Board in parts 41 and 42 of this chapter.

(b) Since each file must be completein itself, a separate
copy of every paper to be filed in a patent, patent file, or other
proceeding must be furnished for each file to which the paper
pertains, even though the contents of the papersfiled in two or
more files may be identical. The filing of duplicate copies of
correspondence in thefile of an application, patent, or other
proceeding should be avoided, except in situationsin which the
Office requires thefiling of duplicate copies. The Office may
dispose of duplicate copies of correspondencein thefile of an
application, patent, or other proceeding.

(c) Sincedifferent matters may be considered by different
branches or sections of the Office, each distinct subject, inquiry
or order must be contained in aseparate paper to avoid confusion
and delay in answering papers dealing with different subjects.
Subjects provided for on a single Office or World Intellectual
Property Organization form may be contained in asingle paper.

(d)(1) Handwritten signature. Each piece of
correspondence, except as provided in paragraphs (d)(2), (d)(3),
(d)(4), (e) and (f) of this section, filed in an application, patent
file, or other proceeding in the Office which requiresaperson’s
signature, must:

(i) Bean origind, thet is, have an origina
handwritten signature personally signed, in permanent dark ink
or its equivalent, by that person; or
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RECEIPT AND HANDLING OF MAIL AND PAPERS § 501

(ii) Beadirect or indirect copy, such asa
photocopy or facsimile transmission (8§ 1.6(d)), of an original.
In the event that a copy of the original isfiled, the original
should be retained as evidence of authenticity. If aquestion of
authenticity arises, the Office may require submission of the
original.

(2) Ssignature. An S-signatureisasignature inserted
between forward slash marks, but not a handwritten signature
as defined by paragraph (d)(1) of this section. An S-signature
includes any signature made by electronic or mechanical means,
and any other mode of making or applying a signature other
than ahandwritten signature as provided for in paragraph (d)(1)
of this section. Correspondence being filed in the Officein paper,
by facsimile transmission as provided in § 1.6(d), or viathe
Office electronic filing system as an attachment as provided in
8§ 1.6(a)(4), for a patent application, patent, or a reexamination
or supplemental examination proceeding may be S-signature
signed instead of being personally signed (i.e., with a
handwritten signature) as provided for in paragraph (d)(1) of
this section. The requirements for an S-signature under this
paragraph (d)(2) of this section are as follows.

(i) The S-signature must consist only of letters, or
Arabic numerals, or both, with appropriate spaces and commas,
periods, apostrophes, or hyphensfor punctuation, and the person
signing the correspondence must insert his or her own
S-signature with afirst single forward slash mark before, and a
second single forward slash mark after, the S-signature ( e.g.,
/Dr. James T. Jones, Jr./); and

(ii) A patent practitioner (8 1.32(a)(1)), signing
pursuant to 88 1.33(b)(1) or 1.33(b)(2), must supply his/her
registration number either as part of the S-signature, or
immediately below or adjacent to the S-signature. The number
(#) character may be used only as part of the S-signature when
appearing before apractitioner’ sregistration number; otherwise
the number character may not be used in an S-signature.

(iii) The signer's name must be:

(A) Presented in printed or typed form
preferably immediately below or adjacent the S-signature, and

(B) Reasonably specific enough so that the
identity of the signer can be readily recognized.

(3) Electronically submitted correspondence.
Correspondence permitted viathe Office e ectronic filing system
may be signed by a graphic representation of a handwritten
signature as provided for in paragraph (d)(1) of this section or
agraphic representation of an S-signature as provided for in
paragraph (d)(2) of this section when it is submitted via the
Office electronic filing system.

(4) Certifications—

(i) Certification as to the paper presented. The
presentation to the Office (whether by signing, filing, submitting,
or later advocating) of any paper by a party, whether a
practitioner or non-practitioner, constitutes a certification under
§11.18(b) of this subchapter. Violations of § 11.18(b)(2) of this
subchapter by aparty, whether apractitioner or non-practitioner,
may result in the imposition of sanctions under § 11.18(c) of
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this subchapter. Any practitioner violating § 11.18(b) of this
subchapter may also be subject to disciplinary action. See §
11.18(d) of this subchapter.

(i) Certifications asto the signature. The person
inserting a signature under paragraph (d)(2) or (d)(3) of this
section in a document submitted to the Office certifies that the
inserted signature appearing in the document is his or her own
signature. A person submitting a document signed by another
under paragraph (d)(2) or (d)(3) of this section is obligated to
have a reasonabl e basis to believe that the person whose
signature is present on the document was actually inserted by
that person, and should retain evidence of authenticity of the
signature. Violations of the certification as to the signature of
another or aperson’sown signature as set forth in this paragraph
may result in the imposition of sanctions under § 11.18(c) and
(d) of this chapter.

(5) Forms. The Office provides forms for the public
to usein certain situations to assist in the filing of
correspondence for a certain purpose and to meet certain
requirements for patent applications and proceedings. Use of
the forms for purposes for which they were not designed is
prohibited. No changesto certification statements on the Office
forms(e.g., oath or declaration forms, terminal disclaimer forms,
petition forms, and nonpublication request forms) may be made.
The existing text of aform, other than a certification statement,
may be modified, deleted, or added to, if al text identifying the
form as an Office form is removed. The presentation to the
Office (whether by signing, filing, submitting, or later
advocating) of any Office form with text identifying the form
as an Office form by a party, whether a practitioner or
non-practitioner, constitutes a certification under § 11.18(b) of
this chapter that the existing text and any certification statements
on the form have not been altered other than permitted by
EFS-Web customization.

(e) Thefollowing correspondence must be submitted with
an original handwritten signature personally signed in permanent
dark ink or its equivalent:

(1) Correspondence requiring a person's signature and
relating to registration to practice before the Patent and
Trademark Officein patent cases, enrollment and disciplinary
investigations, or disciplinary proceedings; and

(2) Payments by credit cards where the payment is not
being made via the Office's electronic filing systems.

(f) When adocument that is required by statute to be
certified must be filed, a copy, including a photocopy or
facsimile transmission, of the certification is not acceptable.

(g) An applicant who has not made of record aregistered
attorney or agent may be required to state whether assistance
was received in the preparation or prosecution of the patent
application, for which any compensation or consideration was
given or charged, and if so, to disclose the name or names of
the person or persons providing such assistance. Assistance
includes the preparation for the applicant of the specification
and amendments or other papersto be filed in the Patent and
Trademark Office, aswell as other assistance in such matters,
but does not include merely making drawings by draftsmen or
stenographic servicesin typing papers.
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(h) Ratification/confirmation/evidence of authenticity: The
Office may require ratification, confirmation (which includes
submission of aduplicate document but with aproper signature),
or evidence of authenticity of a signature, such as when the
Office has reasonable doubt as to the authenticity (veracity) of
thesignature, e.g., wherethere are variations of a signature, or
wherethe signature and the typed or printed name, do not clearly
identify the person signing.

I. GENERAL MAILING ADDRESSES

The U.S. Patent and Trademark Office (Office) has
three separate genera mailing addresses. The
addresses are as follows:

A. For Patent Applications and Patent-Related Papers

Correspondence in patent-related matters under the
direction of the Commissioner for Patents should be
addressed to:

Commissioner for Patents
PO. Box 1450
Alexandria, Virginia 22313-1450

Such correspondence includes: patent applications,
replies to notices of informality, requests for
extension of time, notices of appeal to the Patent
Trial and Appea Board (the Board), briefsin support
of an appeal to the Board, requests for oral hearing
before the Board, applicationsfor extensions of term
of patent, requests for reexamination, requests for
supplemental examination, statutory disclaimers,
certificates of correction, petitions to the
Commissioner for Patents, submission of information
disclosure statements, petitionsto revive abandoned
patent applications, and other correspondence related
to patent applications and patentswhich is processed
by organizations reporting to the Commissioner for
Patents.

Certain patent-related correspondence requires
immediate Office attention. Examples are:

(A) Petitions for express abandonment to avoid
publication under 37 CFR 1.138(c);

(B) Petitions to withdraw an application from
issue under 37 CFR 1.313(c);

(C) Request for expedited examination of a
design application (rocket docket); and
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(D) Papersrequired by the Office of Data
Management to be hand-carried or faxed to the
Office of Data Management.

Applicants are encouraged to transmit these types
of correspondence by facsimile transmission (see
MPEP § 502.01) or, where permitted (items B and
D only), hand-carry them to the appropriate area of
the Office for processing. (see MPEP § 502).

B. For Trademark Applications and
Trademark-Related Papers

Correspondence in trademark-rel ated matters under
the direction of the Commissioner for Trademarks
or the Trademark Trial and Appeal Board should be
addressed to:

Commissioner for Trademarks
PO. Box 1451
Alexandria, VA 22313-1451

Such correspondence includes al trademark
applicationsand other trademark-related mail, except
for trademark documents sent to the Assignment
Division for recordation, correspondence for the
Office’'s Madrid Processing Unit, requests for
certified and uncertified copies of trademark
documents, and filings submitted electronically. See
37 CFR 2.190.

Correspondenceto be delivered by the United States
Postal Service to the Office’'s Madrid Processing
Unit must be mailed to:

Commissioner for Trademarks
Madrid Processing Unit

600 Dulany St., MDE 7B87
Alexandria, VA 22314-5793

C. For Other Correspondence

Patent and trademark documents sent to the
Assignment Division for recordation (Mail Stop
Assignment Recordation Services), requests for
certified or uncertified copies of patent and
trademark documents (Mail Stop Document
Services), and for correspondence for which an
address is not otherwise specified in 37 CFR 1.1 or
2.190, should be addressed to:
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RECEIPT AND HANDLING OF MAIL AND PAPERS § 501

Director of the United States Patent and Trademark
Office

PO. Box 1450

Alexandria, VA 22313-1450

1. SEPARATE MAILING ADDRESSES FOR
CERTAIN CORRESPONDENCE

The Office has separate mailing addressesfor certain
correspondence:

(A) Certain court-related correspondence (e.g.,
summons and complaint) being delivered to the
Office viathe U.S. Postal Service (USPS) must be
addressed:

General Counsel

United States Patent and Trademark Office
PO. Box 1450

Alexandria, VA 22313-1450

(B) Correspondence directed to the Office of
Enrollment and Discipline (OED) Director relating
todisciplinary proceedings pending beforeaHearing
Officer or the Director must be addressed:

Mail Stop 8

Office of the Solicitor

United States Patent and Trademark Office
PO. Box 1450

Alexandria, Virginia 22313-1450

(C) Maintenancefeepaymentsnot eectronically
submitted over the Internet and correspondence
related to maintenance fees may be addressed to:
Director of the United States Patent and Trademark
Office
Attn: Maintenance Fees
2051 Jamieson Ave., Ste. 300
Alexandria, VA 22314

(D) A payment to replenish a deposit account
may be addressed to:
Director of the United States Patent and Trademark
Office
Attn: Deposit Accounts
2051 Jamieson Ave., Ste. 300
Alexandria, VA 22314

Personsfiling correspondence with the Office should
check the rules of practice, the Official Gazette, or
the USPTO website (www.uspto.gov) to determine
the appropriate mailing address for such
correspondence.
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I11. HAND-DELIVERY OF PAPERS

Patent-related papers may be hand-carried to the
Office. If the correspondence is hand-carried to the
Office, with limited exceptions (see subsection |.A.,
above) it must be delivered to:

Customer Service Window
Randolph Building

401 Dulany Street
Alexandria, VA 22314

See MPEP § 502.

Trademark-related papers may be filed at the
“walk-up” window located in the Trademark
Assistance Center, Madison East, Concourse Level,
Room C55, 600 Dulany Street, Alexandria, VA
22314.

Asprovided in 37 CFR 1.4(c), mattersthat areto be
considered by different branches or sections of the
USPTO must be contained in separate papers. The
following form paragraph may be used to notify the
applicant of thisrequirement when the applicant has
filed a single paper containing distinct subjects,
inquiries, or orders.

9 5.01.01 Separ ate Paper Required

The[1] submitted [2] should have been submitted as a separate
paper asrequired by 37 CFR 1.4(c). The paper has been entered.
However, all future correspondence must comply with 37 CFR
14.

Examiner Note:

1. Inbracket 1, indicate the item required to be separately
submitted, such as an affidavit, petition, or other appropriate
document.

2. If theapplicantisa pro seinventor, include a copy of the
rule.

Those who correspond with the USPTO are strongly
encouraged not to include correspondence which
will have to be directed to different areas (e.g.,
Patents and Trademarks) of the Office in a single
envelope. Including multiple papers in a single
envelope increases the likelihood that one or more
of the papers will be delayed before reaching the
appropriate area. Placing the papers in separately
addressed envelopes will reduce the number of
actions being performed by the USPTO
unnecessarily or inappropriately.
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Pursuant to 37 CFR 1.1, non-trademark
correspondence intended for the USPTO must be
mailed to PO. Box 1450, Alexandria, VA
22313-1450, except as otherwise provided. Except
for certain mail addressed incorrectly to the Office
of the General Counsel (see 37 CFR 1.1(a)(3)(v)),
there will be no penalty for addressing a document
to the wrong area within the Office, as long as one
of the approved addressesisused. Use of the specific
addresses listed within 37 CFR 1.1 is strongly
encouraged becauseit will facilitate the process both
for the Office and the filer. Accordingly, a new
application incorrectly addressed to the Director will
be treated the same as if the application was
addressed to the specific Commissioner.

All mailed communications are received by the
Incoming-Mail Section of the Office of Patent
Application Processing (OPAP), which opens and
processes all official mail.

Special mail stops have been established to allow
theforwarding of particular types of correspondence
to appropriate areas of the Office as quickly as
possible. A list of these mail stops is published
weekly in the Official Gazette. Only the specified
type of document for a particular mail stop should
be placed in an envel ope addressed to that mail stop.

If any documents other than the specified type
identified for each department are addressed to that
department, they will be significantly delayed in
reaching the appropriate area for which they were
intended.

502 Depositing Correspondence[R-07.2015]

37 CFR 1.5 Identification of patent, patent application, or
patent-related proceeding.

(8 No correspondence relating to an application should be
filed prior to receipt of the assigned application number (i.e.,
U.S. application number, international application number, or
international registration number as appropriate). When
correspondence directed to the Patent and Trademark Office
concerns a previoudly filed application for a patent, it must
identify on the top page in a conspicuous location, the
application number (consisting of the series code and the serial
number; e.g., 07/123,456), or the serial number and filing date
assigned to that application by the Patent and Trademark Office,
or the international application number of the international
application, or the international registration number of an
international design application. Any correspondence not
containing such identification will be returned to the sender
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whereareturn addressis available. The returned correspondence
will be accompanied with a cover letter which will indicate to
the sender that if the returned correspondence is resubmitted to
the Patent and Trademark Office within two weeks of the mail
date on the cover letter, the original date of receipt of the
correspondence will be considered by the Patent and Trademark
Office as the date of receipt of the correspondence. Applicants
may use either the Certificate of Mailing or Transmission

procedure under § 1.8 or the Priority Mail Expres%s® procedure
under § 1.10 for resubmissions of returned correspondence if
they desire to have the benefit of the date of deposit inthe United
States Postal Service. If the returned correspondence is not
resubmitted within the two-week period, the date of receipt of
the resubmission will be considered to be the date of receipt of
the correspondence. The two-week period to resubmit the
returned correspondence will not be extended. In additionto the
application number, all correspondence directed to the Patent
and Trademark Office concerning applicationsfor patent should
also state the name of the first listed inventor, the title of the
invention, the date of filing the same, and if known, the group
art unit or other unit within the Patent and Trademark Office
responsible for considering the correspondence and the name
of the examiner or other person to which it has been assigned.

(b) When the letter concerns a patent other than for
purposes of paying amaintenancefee, it should state the number
and date of issue of the patent, the name of the patentee, and
thetitle of the invention. For |etters concerning payment of a
maintenance fee in a patent, see the provisions of § 1.366(c).

(c) Correspondencerelating to atrial proceeding before
the Patent Trial and Appeal Board (part 42 of thistitle) are
governed by § 42.6 of thistitle.

(d) A letter relating to a reexamination or supplemental
examination proceeding should identify it as such by the number
of the patent undergoing reexamination or supplemental
examination, the request control number assigned to such
proceeding, and, if known, the group art unit and name of the
examiner to which it been assigned.

(e) [Reserved]

(f) When a paper concerns a provisional application, it
should identify the application as such and include the
application number.

37 CFR 1.6 Receipt of correspondence.

(@) Date of receipt and Priority Mail Express® date of
deposit. Correspondence received in the Patent and Trademark
Office is stamped with the date of receipt except as follows:

(1) The Patent and Trademark Officeis not open for
the filing of correspondence on any day that is a Saturday,
Sunday, or Federal holiday within the District of Columbia.
Except for correspondence transmitted by facsimile under
paragraph (a)(3) of this section, or filed electronically under
paragraph (a)(4) of this section, no correspondence is received
in the Office on Saturdays, Sundays, or Federal holidayswithin
the District of Columbia.

(2) Correspondence filed in accordance with § 1.10
will be stamped with the date of deposit as Priority Mail

Express® with the United States Postal Service.
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(3) Correspondence transmitted by facsimile to the
Patent and Trademark Office will be stamped with the date on
which the complete transmission is received in the Patent and
Trademark Office unless that date is a Saturday, Sunday, or
Federal holiday within the District of Columbia, in which case
the date stamped will be the next succeeding day which is not
a Saturday, Sunday, or Federal holiday within the District of
Columbia.

(4) Correspondence may be submitted using the Office
electronic filing system only in accordance with the Office
electronicfiling system requirements. Correspondence submitted
to the Office by way of the Office electronic filing system will
be accorded areceipt date, which isthe date the correspondence
isreceived at the correspondence address for the Office set forth
in § 1.1 when it was officially submitted.

(b) [Reserved]

(c) Correspondence delivered by hand. In addition to being
mailed, correspondence may be delivered by hand during hours
the Office is open to receive correspondence.

(d) Facsimiletransmission. Except in the casesenumerated
below, correspondence, including authorizations to charge a
deposit account, may be transmitted by facsimile. The receipt
date accorded to the correspondence will be the date on which
the completetransmission isreceived in the United States Patent
and Trademark Office, unless that date is a Saturday, Sunday,
or Federal holiday within the District of Columbia. See
paragraph (a)(3) of this section. To facilitate proper processing,
each transmission session should be limited to correspondence
to befiled in asingle application or other proceeding before the
United States Patent and Trademark Office. The application
number of a patent application, the control number of a
reexamination or supplemental examination proceeding, the
interference number of an interference proceeding, the trial
number of atrial proceeding before the Board, or the patent
number of a patent should be entered as a part of the sender's
identification on afacsimile cover sheet. Facsimile transmissions
are not permitted and, if submitted, will not be accorded a date
of receipt in the following situations:

(1) Correspondence as specified in § 1.4(e), requiring
an original signature;

(2) Certified documents as specified in § 1.4(f);

(3) Correspondence that cannot receive the benefit of
the certificate of mailing or transmission as specified in
§1.8(a)(2)(i)(A) through (D).(F). (1). and (K), and
8§ 1.8(a)(2)(iii)(A), except that a continued prosecution
application under § 1.53(d) may be transmitted to the Office by
facsimile;

(4) Color drawings submitted under §8§ 1.81, 1.83
through 1.85, 1.152, 1.165, 1.173, 1.437 , or 1.1026;

(5) A reguest for reexamination under 8§ 1.510 or §
1.913, or arequest for supplemental examination under § 1.610

(6) Correspondenceto befiledin an application subject
to a secrecy order under 88 5.1 through 5.5 of this chapter and
directly related to the secrecy order content of the application;
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(7) Incontested cases and trials before the Patent Trial
and Appeal Board, except asthe Board may expressly authorize.

(e) [Reserved]

(f) Facsimile transmission of a patent application under
§1.53(d). Intheevent that the Office hasno evidence of receipt
of an application under § 1.53(d) (a continued prosecution
application) transmitted to the Office by facsimile transmission,
the party who transmitted the application under § 1.53(d) may
petition the Director to accord the application under § 1.53(d)
afiling date as of the date the application under § 1.53(d) is
shown to have been transmitted to and received in the Office,

(1) Provided that the party who transmitted such
application under § 1.53(d):

(i) Informsthe Office of the previoustransmission
of the application under § 1.53(d) promptly after becoming
aware that the Office has no evidence of receipt of the

application under § 1.53(d);

(i) Supplies an additional copy of the previously
transmitted application under § 1.53(d); and

(iii) Includes a statement which attests on a
personal knowledge basis or to the satisfaction of the Director
to the previous transmission of the application under § 1.53(d)
and is accompanied by a copy of the sending unit’s report
confirming transmission of the application under § 1.53(d) or
evidence that came into being after the complete transmission
and within one business day of the compl ete transmission of the

application under § 1.53(d).

(2) The Office may require additional evidenceto
determineif the application under § 1.53(d) was transmitted to
and received in the Office on the date in question.

(g) Submission of the national stage correspondence
required by § 1.495 via the Office electronic filing system. In
the event that the Office has no evidence of receipt of the
national stage correspondence required by § 1.495, which was
submitted to the Office by the Office electronic filing system,
the party who submitted the correspondence may petition the
Director to accord the national stage correspondence a receipt
date as of the date the correspondence is shown to have been
officially submitted to the Office.

(1) The petition of this paragraph (g) requires that the
party who submitted such national stage correspondence:

(i) Informs the Office of the previous submission
of the correspondence promptly after becoming aware that the
Office has no evidence of receipt of the correspondence under
§1.495;

(ii) Supplies an additional copy of the previously
submitted correspondence;
(iii) Includes a statement that attests on a personal

knowledge basis, or to the satisfaction of the Director, that the
correspondence was previoudly officially submitted; and

(iv) Suppliesacopy of an acknowledgment receipt
generated by the Office electronic filing system, or equivalent
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evidence, confirming the submission to support the statement
of paragraph (g)(1)(iii) of this section.

(2) The Office may require additional evidenceto
determine if the national stage correspondence was submitted
to the Office on the date in question.

All applications (provisional and nonprovisional)
may be sent to the U.S. Patent and Trademark Office
by mail using the United States Postal Service (see
MPEP § 501), or they may be hand-carried to the
Customer Service Window. However, applicants
should consider filing new patent applications (as
well as patent-related correspondence) viathe Office
electronic filing system (EFS-Web) whenever
permitted. See the EFS-Web Guidance and
Resources page of the USPTO website
(www.uspto.gov/patents-application-process/
applying-online/efs-web-guidance-and-resour ces)
for additional information. See also MPEP § 502.05.
New applications cannot betransmitted by facsimile
and are not entitled to the benefit of a Certificate of
Transmission under 37 CFR 1.8. A request for a
continued prosecution application (CPA) filed under
37 CFR 1.53(d) (available only for design
applications) may be transmitted to the Office by
facsimile (37_CFR 1.6(d)(3)); however, it is not
entitted to the benefit of a Certificate of
Transmission (see 37 CFR 1.8(a)(2)(i)(A)). See 37
CFR 1.6(d) and MPEP § 502.01.

See 37 CFR 2.190 and MPEP § 501 for addresses
pertaining to trademark correspondence.

All correspondence related to a national patent
application aready filed with the U.S. Patent and
Trademark Office must include the identification of
the application number or the serial number and the
filing date assigned to the application by the Office.
Any correspondence not containing the proper
identification set forth in 37 CFR 1.5(a) will be
returned to the sender by the Office of Patent
Application Processing (OPAP). Each paper should
be inspected to assure that the papers being returned
contain either an “ Office Date” stamp indicating the
date of receipt. If there is a minor obvious error in
the identification of the application such that the
Office readily recognizes both the existence of the
error and the appropriate correction, the error can
be corrected by the Office. The Office often
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experiences difficulty in matching incoming papers
with the application file to which they pertain
because insufficient or erroneous information is
given. This applies especially to amendments,
powers of attorney, changes of address, status|etters,
petitions for extension of time, and other petitions.

It would be of great assistance to the Officeif all
incoming papers pertaining to a filed application
carried the following items:

(A) Application number (checked for accuracy,
including series code and seria no.).

(B) Art Unit number (copied from most recent
Office communication).

(C) Filing date.

(D) Name of the examiner who prepared the
most recent Office action.

(E) Titleof invention.

(F) Confirmation number (see MPEP § 503).

Applicants may be reminded of this by including
form paragraph 5.01.

9 5.01 Proper Heading for Incoming Papers

It would be of great assistance to the Office if al incoming
papers pertaining to a filed application carried the following
items:

1. Application number (checked for accuracy, including series
code and serial no.).

2. Art Unit number (copied from most recent Office
communication).

3. Filing date.

4. Name of the examiner who prepared the most recent Office
action.

5. Title of invention.

6. Confirmation number (seeM PEP § 503).

The Office prefersidentifying indiciato be provided
on the drawings. If such identifying indicia is
provided, it must be placed on the front of each sheet
of drawings within the top margin. See 37 CFR
1.84(c). The identifying indicia should include the
title of the invention, inventor’s name, application
number, and confirmation number (see MPEP §
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503). If the Office has not yet assigned an application
number and confirmation number to the application,
the docket number (if any) used by the applicant to
track the application should be provided.

When the Office receives replacement sheets of
drawingsfor patent applications after the application
has been filed, acover | etter identifying the drawings
by application number should accompany them. The
application number and other identifying indicia
should be placed on each sheet of drawings in
accordancewith 37 CFR 1.84(c). Each drawing sheet
submitted after thefiling date of the application must
beidentified aseither “ Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d).

It is requested that the submission of additional or
supplemental paperson anewly filed application be
deferred until an application number has been
received.

Documents which have no particular time or order
of submission requirements should be filed in the
Office with materials submitted in reply to the
statutory or regulatory regquirements. Examples are
certified copies of foreign documents to support
priority in patent applications, changes of power of
attorney, or changes in mailing address following
first action.

All letters relating to a reexamination proceeding
should identify the proceeding involved by patent
number and reexamination request control number.

All letters relating to a supplemental examination
proceeding should identify the proceeding involved
by patent number and supplemental examination
reguest control number.

I. PRIORITY MAIL EXPRESS® (FORMERLY
“EXPRESSMAIL") SERVICE

Effective July 28, 2013, the United States Postal
Service (USPS) changed the name of “ ExpressMail”

to Priority Mall Expre$®. All characteristics of the

Priority Mail Express® servicearethe same asthose

of the former “Express Mail” service (although the
mailing labels differ).
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The addresses that should be used for Priority Mail

Expr&ss® sent to the U.S. Patent and Trademark

Officeareset forthin 37 CFR 1.1 (see MPEP § 501).

The Office does not have resources for picking up
any mail. Therefore mail should NOT be sent using
the “Hold for Pickup” service option (whereby the
mail is retained at the destination postal facility for
retrieva by the addressee). Mail sent using the“Hold
for pickup” service will not reach the Office.

See MPEP § 513 for the use of the Priority Mail

Express® mailing procedures of 37 CFR 1.10.

Il. POST ALLOWANCE CORRESPONDENCE

All post allowance correspondence, except for
petitions under 37 CFR 1.313(c), should be
addressed “Mail Stop Issue Fee” Any petition filed
under 37 CFR 1.313(c) to withdraw an application
from issue after payment of the issue fee should be
clearly marked “Petition under 37 CFR 1.313(c)”
and be either filed as a Web-based ePetition (see
wWww.uspto.gov/patents-application-process/applying-
online/epetition-resour ce-page), hand-carried to
the Office of Petitions or submitted by facsimile to
the Office of Petitionsat (571) 273-0025. See M PEP
§ 1308, subsection |.B. All other types of petitions,
if transmitted by facsimile transmission to the Office,
must be directed to the central facsimile number
((571) 273-8300).

Any paper filed after receiving the I ssue notification
should include the indicated patent number.

Since an allowed application may be issued as a
patent within about four weeks of payment of the
issuefee, all post allowance correspondence should
be filed prior to the date of issue fee payment to
ensure the papers reach the appropriate USPTO
official for consideration before the date the
application issues as a patent. See M PEP § 2732 for
a discussion of the patent term adjustment impact
of submitting amendments or other papers after a
notice of allowance has been mailed.

If the above suggestions are adopted, the processing
of both new and allowed applications could proceed
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more efficiently and promptly through the U.S.
Patent and Trademark Office.

1. HAND-DELIVERY OF PAPERS

No officia paper which relates to a pending
application may be personally delivered to a TC
except papers that are directed to an application
subject to asecrecy order pursuant to 35 U.S.C. 181,
or are nationa security classified and that are
directed to Licensing and Review. All official patent
application related correspondence for organizations
reporting to the Commissioner for Patents (e.g., TCs,
the Office of Data Management, and the Office of
Petitions) that is hand-carried (or delivered by other
delivery services) must be delivered to the Customer
Service Window, with afew exceptions.

Correspondence for Which Centralized Déelivery of
Hand-Carried Papers Is Not Required

The following types of patent application related
correspondence may be delivered to the specific
location where they are processed instead of the
Customer Service Window. Before hand-carrying
papers to a specific location or a particular office
within the USPTO, the office should be called to
obtain its current location. Applicants should check
the USPTO website for the current telephone
number. Any such correspondence carried to the
Customer Service Window will be accepted and
routed to the appropriate office, thereby incurring a
delay before being processed. Correspondencewhich
is not related to a specific patent or patent
application, such as questions on policy, on
employment, or other general inquiry may be
hand-carried to the current designated locations
depending on the substance of the correspondence.

(A) Access Requests - Requests for access to
patent application files may be hand-carried to the

File Information Unit (FIU) on the 3rd floor of
Randolph Square, 2800 South Randolph Street,
Arlington, VA 22206. Requests for access to patent
application files that are maintained in the Image
File Wrapper system and that have not yet been
published may be hand-carried to the Public Search

Facility on the 1% floor of the Madison East
Building, 600 Dulany Street, Alexandria, VA 22314.
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(B) Patent Term Extensions under 35 U.SC.
156 - Applications for patent term extension under
35 U.S.C. 156 may be hand-carried to the Office of
Patent Legal Administration (OPLA) inthe Madison
West Building, 600 Dulany Street, Alexandria, VA
22314. At the guard station in Madison West, the
security guard should call OPLA at (571) 272-7701
or (571) 272-7746 for delivery assistance.

(C) Assignmentsto be Recorded - Assignments
may be hand-carried to the Office of Public Records

Customer Service Window Randolph Square, 3rd
floor, 2800 South Randolph Street, Arlington, VA
22206.

(D) Officeof General Counsel - Correspondence
for the Office of General Counsel may be
hand-carried to the Office of General Counsel in
Room 10C20 of the Madison East Building, 600
Dulany Street, Alexandria, VA 22314. At the guard
station in Madison East, the security guard should
call the Office of General Counsel at (571) 272-7000
for delivery assistance.

(E) Solicitor’s Office - Correspondence for the
Solicitor’s Office may be hand-carried to the
Solicitor’s Office in Room 8C43-A of the Madison
West Building, 600 Dulany Street, Alexandria, VA
22314. At the guard station in Madison West, the
security guard should call the Solicitor’s Office at
(571) 272-9035 for delivery assistance.

(F) Interference and Trial Related
Correspondence - Correspondence relating to

interferences may be hand-carried to the 1 floor
lobby of Madison East Building, 600 Dulany Street,
Alexandria, VA 22314, where a drop-off box for
hand-carried documents to be filed with the Patent
Tria and Appeal Board (Board) is located.
Customers need to pass through the magnetometer
and have the materials passed through the x-ray
sensor before placing them in the drop-off box. The
drop-off box isfor interference related
correspondence only. Boxes are not permitted in the
drop-off box. Box materials should be hand-carried
to Madison East, Room 9B55-A using thefollowing
procedures. At the guard station in Madison East,
the security guard should call the Board at (571)
272-9797 to obtain authorization to allow entry into
the building for delivery to Room 9B55-A. Access
to Room 9B55-A is available from 8:30 am to 4:45
pm only. Documents/boxes hand-carried to the
drop-off box or to Room 9B55-A after 4:45 pm will
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receive the next day’sfiling date. Customersdesiring
a stamped return receipt for their filing need to
personally bring their filing and postcard to Room
9B55-A during the hours stated above, or leave the
postcard with the filing (postcard must include
correct postage mail stamp and the address where
the postcard isto be mailed). The Board will stamp
thefiling date and mail the postcard to the customer.
Correspondence related to contested cases may only
be hand-carried as authorized by the Board.

(G) Secrecy Order - Applications subject to a
secrecy order pursuant to 35 U.S.C. 181, or that are
national security classified, and correspondence
related thereto, may be hand-carried to Licensing
and Review in Room 4B31 of the Knox Building,
501 Dulany Street, Alexandria, VA 22314. At the
guard station in Knox, the security guard should call
Licensing and Review at (571) 272-8203 for delivery
assistance.

(H) Expedited Foreign Filing License Petitions
- Petitions for foreign filing license pursuant to 37
CFR 5.12(b) for which expedited handling is
requested and petitions for retroactive license under
37 CFR 5.25 may be hand-carried to a drop-off box
located at the guard station at the lobby of the Knox
Building, 501 Dulany Street, Alexandria, VA 22314.
Upon approaching the guard station, the delivery
personnel should state their desire to drop off the
regquest. Correspondence packages will be
inspected/scanned before being placed in the
drop-off box. All requests should identify afax
number, telephone number and mailing address. All
responsesto the request will be sent by fax, followed
by amailed copy. If afax number is not available,
a hardcopy will be mailed to the mailing address
provided.

(I) Petitions to Withdraw from I ssue - Petitions
to withdraw from issue may be hand-carried to the

Office of Petitions on the 7ih oor of the Madison
West Building, 600 Dulany Street, Alexandria, VA
22314. At the guard station in Madison West, the
security guard should call the Office of Petitions at
(571) 272-3282 for delivery assistance. Hand-carried
papers will be accepted between the hours of 8:30
am to 3:45 pm.

(J) Documents Requested by the Office of Data
Management - Documents requested by the Office
of Data Management may be hand-carried to the

Office of Data Management, Randol ph Square, 9th
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floor, 2800 South Randolph Street, Arlington, VA
22206, during business hours.

(K) Office of Enrollment and Discipline (OED)
— Correspondence for the Office of Enrollment and
Discipline may be hand-carried to the receptionist
at Room 8C43-B of the Madison West Building, 600
Dulany Street, Alexandria, VA 22314. At the guard
station in Madison West, the security guard should
call the Office of Enrollment and Discipline at
571-272-4097 for delivery assistance.

(L) Officeof Finance— Refund requests, deposit
account replenishments, and maintenance fee
payments may be hand-carried to the Office of
Finance receptionist in Suite 300 of the Carlyle Place
Building, 2051 Jamieson Ave., Alexandria, VA
22314. Hand-carried correspondence will only be
accepted, and not processed. Although the
receptionist will not process any correspondence, if
the correspondence is delivered with an itemized
postcard, the receptionist will provide adelivery
receipt by date stamping the postcard. Depending
on whether the correspondence is arefund request,
deposit account related (e.g., a deposit account
replenishment), or maintenance feerelated (e.g., a
maintenance fee payment), the correspondence
should be placed in an envelope with REFUND,
DEPOSIT ACCOUNT, or MAINTENANCE FEE
written in dark ink across the envelope.

(M) Office of Public Records — Requests for
certified copies of Office records including patent
and trademark copies, applications-as-filed, file
wrappers and contents, and assignment records may
be hand-carried to the Office of Public Records

Customer Service Window on the 39 floor of
Randolph Square, 2800 South Randolph Street,
Arlington, VA 22206, during business hours.

502.01 Correspondence Transmitted by
Facsimile [R-07.2015]

37 CFR 1.6 Receipt of correspondence.

*kkk*k

(d) Facsimiletransmission. Except inthe cases enumerated
below, correspondence, including authorizations to charge a
deposit account, may be transmitted by facsimile. The receipt
date accorded to the correspondence will be the date on which
the completetransmission isreceived in the United States Patent
and Trademark Office, unless that date is a Saturday, Sunday,
or Federal holiday within the District of Columbia. See
paragraph (a)(3) of this section. To facilitate proper processing,
each transmission session should be limited to correspondence
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to befiled in asingle application or other proceeding before the
United States Patent and Trademark Office. The application
number of a patent application, the control number of a
reexamination or supplemental examination proceeding, the
interference number of an interference proceeding, the trial
number of atrial proceeding before the Board, or the patent
number of a patent should be entered as a part of the sender's
identification on afacsimile cover sheet. Facsimiletransmissions
are not permitted and, if submitted, will not be accorded a date
of receipt in the following situations:

(1) Correspondence as specified in § 1.4(e), requiring
an original signature;

(2) Certified documents as specified in § 1.4(f);

(3) Correspondence which cannot receive the benefit
of the certificate of mailing or transmission as specified in
§1.8(a)(2)(i)(A) through (D). (F). (1) and (K), § 1.8(a)(2)(iii)(A),
except that a continued prosecution application under § 1.53(d)
may be transmitted to the Office by facsimile;

(4) Color drawings submitted under §8§ 1.81, 1.83
through 1.85, 1.152, 1.165, 1.173, 1.437, or 1.1026;

(5) A request for reexamination under 8 1.510 or
§1.913 or arequest for supplemental examination under § 1.610;

(6) Correspondenceto befiledin an application subject
to a secrecy order under 88 5.1 through 5.5 of this chapter and
directly related to the secrecy order content of the application;

(7) Incontested cases and trials before the Patent Trial
and Appeal Board, except asthe Board may expressly authorize.

*hkkk*k

The date of receipt accorded to any correspondence
permitted to be sent by facsimile transmission,
including acontinued prosecution application (CPA)
filed under 37 CFR 1.53(d), (for design applications
only) is the date the complete transmission is
received by an Office facsimile unit, unless the
transmission is completed on a Saturday, Sunday,
or Federal holiday within the District of Columbia.
Correspondence for which transmission was
completed on a Saturday, Sunday, or Federal holiday
within the District of Columbia, will be accorded a
receipt date of the next succeeding day which isnot
a Saturday, Sunday, or Federa holiday within the
Didtrict of Columbia. For example, a facsimile
transmission to the Office from California starting
on aFriday at 8:45 p.m. Pacific time and taking 20
minutes, would be completed at 9:05 p.m. Pacific
time. The complete transmission would be received
in the Office around 12:05 am. Eastern time on
Saturday. The receipt date accorded to the
correspondenceisthe date of the following business
day, whichin this case, would be Monday (assuming
that Monday was not a Federal holiday within the
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District of Columbia). Note, however, that if the
Certificate of Transmission is available (for
documents not proscribed by 37 CFR 1.8(a)(2)), then
the above facsimile may be considered timely filed
on Friday if it containsa Certificate of Transmission
and is in compliance with 37 CFR 1.8(a)(1)(i)(B)

and (ii).

37 CFR 1.6(d) specifiesthetypesof correspondence
which may be transmitted by facsimile. Thesewould
include CPAsfiled under 37 CFR 1.53(d) (available
for design applications only), amendments,
declarations, petitions, information disclosure
statements (IDS), terminal disclaimers, notices of
appeal and appeal briefs, requests for continued
examination (RCEs) under 37 CFR 1.114,
assignment documents, issue fee transmittals and
authorizations to charge deposit accounts. The
situations where transmissions by facsimile are
prohibited are identified in 37 CFR 1.6(d)(1)-(7).
Prohibitions cover situations where originals are
required as specified in 37 CFR 1.4(e) and (f), and
situations where accepting a facsimile transmission
would be unduly burdensome on the Office. As a
courtesy, the Office will attempt to notify senders
whenever correspondence is sent to the Office by
facsimile transmission that falls within one of these
prohibitions. Senders are cautioned against
submitting correspondence by facsimiletransmission
which is not permitted under 37 CFR 1.6(d) since
such correspondence will not be accorded a receipt
date.

An applicant filing a CPA (for adesign application
only) by facsimile transmission must include an
authorization to charge the basic filing fee to a
deposit account or to acredit card, or the application
will betreated under 37 CFR 1.53(f) as having been
filed without the basic filing fee (as fees cannot
otherwise be transmitted by facsimile).

Thereisaspecial receipt procedurefor filing a CPA
by fax, whereby the Office will fax back a receipt
of the CPA filing if applicant submits the Office
receipt form along with the CPA filing.

37 CFR 1.6 Receipt of correspondence.

*kkk*k

(f) Facsimile transmission of a patent application under
§1.53(d). Intheevent that the Office hasno evidence of receipt
of an application under § 1.53(d) (a continued prosecution
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application) transmitted to the Office by facsimiletransmission,
the party who transmitted the application under § 1.53(d) may
petition the Director to accord the application under § 1.53(d)
afiling date as of the date the application under § 1.53(d) is
shown to have been transmitted to and received in the Office,

(1) Provided that the party who transmitted such
application under § 1.53(d):

(i) Informsthe Office of the previoustransmission
of the application under § 1.53(d) promptly after becoming
aware that the Office has no evidence of receipt of the
application under § 1.53(d);

(if) Suppliesan additional copy of the previously
transmitted application under § 1.53(d); and

(iif) Includes a statement which attestson a
personal knowledge basis or to the satisfaction of the Director
to the previous transmission of the application under § 1.53(d)
and is accompanied by a copy of the sending unit’s report
confirming transmission of the application under § 1.53(d) or
evidence that came into being after the complete transmission
and within one business day of the complete transmission of the

application under § 1.53(d).

(2) The Office may require additional evidenceto
determineif the application under § 1.53(d) was transmitted to
and received in the Office on the date in question.

37 CFR 1.6(f) provides for the situation in which
the Office has no evidence of receipt of a CPA
transmitted to the Office by facsimile transmission.
37 CFR 1.6(f) requires a petition befiled requesting
that the CPA be accorded afiling date as of the date
the CPA is shown to have been transmitted to and
received in the Office. The showing must include,

inter alia, a copy of the sending unit's report
confirming transmission of the application or
evidence that came into being after the complete
transmission of the application and within one
business day of the complete transmission of the
application.

. CENTRALIZED FACSIMILE NUMBER FOR
OFFICIAL PATENT APPLICATION RELATED
CORRESPONDENCE

A. Central Number

All patent application related correspondence
transmitted by facsimile must be directed to the
central facsimile number, with a few exceptions
below. The centra facsimile number is (571)
273-8300. Replies to Office actions including
after-final amendments that are transmitted by
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facsimile must be directed to the central facsimile
number. Correspondence such as draft proposed
amendments for interviews may continue to be
transmitted by facsimile to the Technology Centers
(TCs) and should be made of record as part of the
interview summary record. See MPEP § 713.04.
Office personnel should not use their personal
facsimile numbers for official application related
correspondence. Office personnel that inadvertently
receive official application related correspondence
on a personal facsimile number must either route
(do not forward) the correspondence to the official
central facsimile number or they may, with
applicant's  (or  applicant’'s  representative)
permission, make the facsimile amendment part of
an examiner’'s amendment.

B. Correspondence Which May Be Sent by Facsimile
to Other Than the Central Facsimile Number

For each Office location listed below, only the
particular type of correspondence indicated may be
transmitted to the specific facsimile number at that
Office location. All other types of facsmile
transmitted correspondence must be sent to the
central facsimile number ((571) 273-8300).

(1) PCT Operations and International Patent
Legal Administration. Correspondence subseguent
tofiling in an international application before the
U.S. Receiving Office, the U.S. International
Searching Authority, or the U.S. International
Preliminary Examining Authority:

-- Papersin international applications may
be submitted by facsimileto (571) 273-3201.

-- Responses to Decisions on Petition may
be submitted by facsimile to (571) 273-0459.

Note: An international application for patent or a copy of the
international application and the basic national fee necessary to
enter national stage, as specified in 37 CFR 1.495(b), may not
be submitted by facsimile. See 37 CFR 1.6(d)(3) (referencing
37 CFR 1.8(a)(2)(i)(D) and (F)). Subsequent correspondence
may be transmitted by facsimile in an application before the
U.S. Receiving Office, the U.S. International Searching
Authority, or the U.S. International Preliminary Examining
Authority, but it will not receive the benefit of any certificate
of transmission (or mailing). See 37 CFR 1.8(a)(2)(i)(E).
Correspondence filed during the national stage, subsequent to
entry, is handled in the same manner as a U.S. to national
application.

-- PCT Help Desk contact information:
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Telephone number: (571) 272-4300.
Facsimile number: (571) 273-0419.

(2) Office of Data Management. Payment of
an issue fee and any required publication fee by
authorization to charge a deposit account or credit
card, and drawings may be submitted to facsimile
number (571) 273-2885.

Note: Although submission of drawings by facsimile may
reduce the quality of the drawings, the Office will generaly
print the drawings as received.

Office of Data Management telephone numbers to
check on receipt of payment: (571) 272-4200 or
1-888-786-0101.

(3) Electronic Business Center (EBC).
Reguests for Customer Number Data Change
(PTO/SB/124), and Requestsfor a Customer Number
(PTO/SB/125) may be submitted viafacsimile to
(571) 273-0177.

Note: The EBC may aso be reached by email at:
ebc@uspto.gov. EBC telephone number for customer service
and assistance: 866-217-9197.

(4) Assignment Branch. Assignments or other
documents affecting title may be submitted via
facsimile to (571) 273-0140.

Note: Only documentswith an identified patent application
or patent number, asingle cover sheet to record asingle type of
transaction, and the fee paid by an authorization to charge a
USPTO deposit account or credit card may be submitted via
facsimile. Customers may submit documents directly into the
automated Patent and Trademark Assignment System and
receive the resulting recordation notice at their facsimile
machine. (Assignment documents submitted through the
Electronic Patent Assignment System also permit the recordation
notice to be faxed to customers.) Credit card paymentsto record
assignment documents are acceptable, and use of the Credit
Card form (PTO-2038) isrequired for the credit card information
to be separated from the assignment records.

Assignment Branch telephone number for assistance:
(571) 272-3350.

(5) Central Reexamination Unit (CRU). Ex
parte and I nter partes reexamination correspondence,
except for theinitial request: (571) 273-9900
facsimile number.

Note: Correspondence rel ated to reexamination proceedings
will be separately scanned in the CRU.

CRU telephone number for customer service and
inquiries; (571) 272-7705.
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(6) Patent Trial and Appeal Board.
Correspondencerelated to contested casesand trials
permitted to be transmitted by facsimile (only where
expressly authorized, see 37 CFR 1.6(d)(7)): (571)
273-0042 facsimile number.

(7) Office of the General Counsel.
Correspondence permitted to be transmitted by
facsimileto the Office of the General Counsel: (571)
273-0099 facsimile number.

(8) Office of the Solicitor. Correspondence
permitted to betransmitted by facsimileto the Office
of the Solicitor: (571) 273-0373 facsimile number.

(9) Licensing and Review. Petitionsfor a
foreign filing license pursuant to 37 CFR 5.12(b),
including apetition for aforeign filing license where
thereis no corresponding U.S. application (37 CFR
5.13): (571) 273-0185 facsimile number.

Note: Correspondence to be filed in a patent application
subject to a secrecy order under 37 CFR 5.1 to 5.5 and directly
related to the secrecy order content of the application may not
be transmitted via facsimile. See 37 CFR 1.6(d)(6).

(10) Office of Petitions. Petitions to withdraw
fromissue: (571) 273-0025 facsimile number

Note: All other types of petitions must be directed to the
central facsimile number (571) 273-8300. Petitions sent to the
central facsimile number should be marked " Special Processing
Submission.”

(11) Office of the Enrollment and Discipline
Correspondence permitted to be transmitted to the
Office of the Enrollment and Discipline: (571)
273-0074 facsimile number.

(12) Office of Finance. Refund reguests,
deposit account inquiries, and maintenance fee
payments: (571) 273-6500 facsimile number. Office
of Finance telephone number for customer service
and inquiries: (571) 272-6500.

(13) Office of Public Records. Requests for
certified copies of Officerecordsmay betransmitted
to: (571) 273-3250 facsimile number. The Office of
Public Records' Patent and Trademark Copy
Fulfillment Branch telephone number for customer
service and inquiries: (571) 272-3150.

Il. CORRESPONDENCE RELATIVETOPATENTS
AND PATENT APPLICATIONSWHERE FILING
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BY FACSIMILE TRANSMISSION ISNOT
PERMITTED

As set forth in 37 _CFR 1.6(d), facsimile
transmissions are not permitted and, if submitted,
will not be accorded adate of receipt in thefollowing
situations:

(A) A document that isrequired by statute to be
certified (see 37 CFER 1.4(f));

(B) A national patent application specification
and drawing (provisional or nonprovisional) or other
correspondence for the purpose of obtaining an

application filing date, other than a continued
prosecution application filed under 37 CFR 1.53(d);

(C) Aninternational application for patent;
(D) Aninternational design application;

(E) A copy of the international application and
the basi ¢ national fee necessary to enter the national
stage, as specified in 37 CFR 1.495(b);

(F) A third-party submission under 37 CFR
1.290;

(G) Correspondence relating to registration to
practice before the Patent and Trademark Officein
patent cases, enrollment and disciplinary
investigations, or disciplinary proceedings,

(H) Coalor drawings submitted under 37 CFR
1.81, 1.83-1.85, 1.152, 1.165, 1.173, 1.437 , or
1.1026;

() A request for reexamination under 37 CFR
1.510 or 37 CFR 1.913;

(J) A request for supplemental examination
under 37 CFR 1.610;

(K) Correspondence to befiled in a patent
application subject to asecrecy order under 37 CFR
5.1 - 5.5 and directly related to the secrecy order
content of the application; and

(L) Correspondence to befiled in a contested
case or trial before the Patent Trial and Appea
Board, except asthe Board may expressy authorize.

Applicants are reminded that the facsimile process
may reduce the quality of the drawings, and the
Officewill generally print the drawings as received.

500-15

§502.02

See MPEP § 1834.01 for a discussion concerning
facsimile transmissions in PCT applications.

502.02 Correspondence Signature
Requirements[R-07.2015]

37 CFR 1.4 Nature of correspondence and signature

requirements.
*kkkk

(d)(1) Handwritten signature. Each piece of
correspondence, except as provided in paragraphs (d)(2), (d)(3),
(d)(4), (e) and (f) of this section, filed in an application, patent
file, or other proceeding in the Office which requiresaperson’s
signature, must:

(i) Beanoriginal, that is, have an origina
handwritten signature personally signed, in permanent dark ink
or its equivalent, by that person; or

(if) Beadirect or indirect copy, such asa
photocopy or facsimile transmission (§ 1.6(d)), of an original.
In the event that a copy of the original isfiled, the original
should be retained as evidence of authenticity. If a question of
authenticity arises, the Office may require submission of the
original.

(2) Ssignature. An S-signatureisasignature inserted
between forward slash marks, but not a handwritten signature
as defined by paragraph (d)(1) of this section. An S-signature
includes any signature made by electronic or mechanical means,
and any other mode of making or applying a signature other
than ahandwritten signature as provided for in paragraph (d)(1)
of thissection. Correspondence being filed in the Officein paper,
by facsimile transmission as provided in § 1.6(d), or viathe
Office electronic filing system as an attachment as provided in
§1.6(a)(4), for a patent application, patent, or a reexamination
or supplemental examination proceeding may be S-signature
signed instead of being personally signed (i.e., with a
handwritten signature) as provided for in paragraph (d)(1) of
this section. The requirements for an S-signature under this
paragraph (d)(2) of this section are as follows.

(i) The S-signature must consist only of letters, or
Arabic numerals, or both, with appropriate spaces and commas,
periods, apostrophes, or hyphensfor punctuation, and the person
signing the correspondence must insert his or her own
S-signature with afirst single forward slash mark before, and a
second single forward slash mark after, the S-signature ( eg.,
/Dr. James T. Jones, Jr./); and

(ii) A patent practitioner (8 1.32(a)(1)), signing
pursuant to 88 1.33(b)(1) or 1.33(b)(2), must supply hisher
registration number either as part of the S-signature, or
immediately below or adjacent to the S-signature. The number
(#) character may be used only as part of the S-signature when
appearing before a practitioner’sregistration number; otherwise
the number character may not be used in an S-signature.

(iii) Thesigner’s name must be:
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(A) Presented in printed or typed form
preferably immediately below or adjacent the S-signature, and

(B) Reasonably specific enough so that the
identity of the signer can be readily recognized.

(3) Electronically submitted correspondence.
Correspondence permitted viathe Office e ectronic filing system
may be signed by a graphic representation of a handwritten
signature as provided for in paragraph (d)(1) of this section or
agraphic representation of an S-signature as provided for in
paragraph (d)(2) of this section when it is submitted via the
Office electronic filing system.

(4) Certifications—

(i) Certification asto the paper presented. The
presentation to the Office (whether by signing, filing, submitting,
or later advocating) of any paper by a party, whether a
practitioner or non-practitioner, constitutes a certification under
§11.18(b) of this subchapter. Violations of § 11.18(b)(2) of this
subchapter by aparty, whether apractitioner or non-practitioner,
may result in the imposition of sanctions under § 11.18(c) of
this subchapter. Any practitioner violating § 11.18(b) of this
subchapter may also be subject to disciplinary action. See §
11.18(d) of this subchapter.

(i) Certification as to the signature. The person
inserting a signature under paragraph (d)(2) or (d)(3) of this
section in a document submitted to the Office certifies that the
inserted signature appearing in the document is his or her own
signature. A person submitting a document signed by another
under paragraph (d)(2) or (d)(3) of this section is obligated to
have a reasonabl e basis to believe that the person whose
signature is present on the document was actually inserted by
that person, and should retain evidence of authenticity of the
signature. Violations of the certification as to the signature of
another or aperson’sown signature as set forth in this paragraph
may result in the imposition of sanctions under § 11.18(c) and
(d) of this chapter.

(5) Forms. The Office provides formsto the public to
usein certain situationsto assist in thefiling of correspondence
for acertain purpose and to meet certain requirementsfor patent
applications and proceedings. Use of theformsfor purposesfor
which they were not designed is prohibited. No changesto
certification statements on the Office forms (e.g., oath or
declaration forms, terminal disclaimer forms, petition forms,
and nonpublication request forms) may be made. The existing
text of aform, other than a certification statement, may be
modified, deleted, or added to, if all text identifying the form
as an Office form is removed. The presentation to the Office
(whether by signing, filing, submitting, or later advocating) of
any Officeform with text identifying the form asan Officeform
by aparty, whether apractitioner or non-practitioner, constitutes
a certification under § 11.18(b) of this chapter that the existing
text and any certification statements on the form have not been
altered other than permitted by EFS-Web customization.

(e) Thefollowing correspondence must be submitted with
anoriginal handwritten signature personally signed in permanent
dark ink or its equivalent:
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(1) Correspondence requiring a person's signature and
relating to registration to practice before the Patent and
Trademark Officein patent cases, enrollment and disciplinary
investigations, or disciplinary proceedings; and

(2) Payments by credit cards where the payment is not
being made via the Office's electronic filing systems.

(f) When adocument that is required by statute to be
certified must be filed, a copy, including a photocopy or
facsimile transmission, of the certification is not acceptable.

*kkkk

(h) Ratification/confirmation/evidence of authenticity: The
Office may require ratification, confirmation (which includes
submission of aduplicate document but with aproper signature),
or evidence of authenticity of asignature, such as when the
Office has reasonable doubt as to the authenticity (veracity) of
the signature, e.g., wherethere are variations of asignature, or
wherethe signature and the typed or printed name, do not clearly
identify the person signing.

Correspondence filed in the Office, which requires
a person’s signature, may be filed with one of two
types of signatures. (A) handwritten signature; and
(B) “S-signature.” See 37 CFR 1.4(d).

I. HANDWRITTEN SIGNATURE

A person’s handwritten signature may be an original
or a copy thereof, except where an original
handwritten signatureisrequired pursuant to 37 CFR
1.4(e). Theword original, as used herein, is defined
as correspondence which is personaly signed in
permanent dark ink or its equivalent by the person
whose signature appears thereon. Dark ink or
equivalent permits traditional ink and newer
non-liquid gel typeink technologies. Sinceincoming
correspondenceiselectronically stored and scanned
as ablack and whiteimage, adark color isrequired
so that the scanned image is legible. Where copies
of correspondence are acceptable, photocopies or
facsimile transmissions may be filed. For example,
aphotocopy or facsimiletransmission of an original
of an amendment, declaration (e.g., under 37 CFR
1.63 or 1.67), petition, issue fee transmittal form,
and authorization to charge a deposit account or a
credit card may be submitted in apatent application.
Where copies are permitted, second and further
generation copies (i.e, copy of a copy) are
acceptable. For example, a client may fax a paper
to an attorney and the attorney may then fax the
paper to the Office, provided the paper iseligibleto
be faxed (see MPEP § 502.01). The original, if not
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submitted to the Office, should be retained as
evidence of proper execution in the event that
guestionsarise asto the authenticity of the signature
reproduced on the photocopy or
facsimile-transmitted correspondence. If a question
of authenticity arises, the Office may require
submission of the original.

37 CFR 1.4(d)(1) coversall handwritten signatures,
except for the handwritten signatures on the types
of correspondence covered by 37 CFR 1.4(e). The
requirement in 37 CFR 1.4(d)(1) of permanent dark
ink or itsequivalent relates to whether ahandwritten
signatureis compliant and isnot limiting on the type
of handwritten signature that is covered by 37 CFR
1.4(d)(1). Thus, 37 CFR 1.4(d)(1) would cover
handwritten signatures in red ink or in pencil;
although, under 37 CFR 1.4(d)(1) neither would be
acceptable since red ink is not dark, and pencil is
not permanent. A scanned image of adocument that
contains a handwritten signature filed via the
Office's electronic filing system is permitted as a
copy under 37 CFR 1.4(d)(1)(ii). A signature applied
by an electric or mechanical typewriter directly to
paper isnot ahandwritten signature, which isapplied
by hand. Accordingly, if a typewriter applied
signature is used, it must meet the requirements of
37 CFR 1.4(d)(2). Adding forward slashes to a
handwritten (or hand-printed) ink signature that is
personally applied will not cause the signature to be
treated under 37 CFR 1.4(d)(2). Such a signature
will be treated under 37 CFR 1.4(d)(1) or (e) with
the slashes ignored. The end product from a
manually applied hand stamp or from a signature
replication or transfer means (such as by pen or by
screen) appearsto be a handwritten signature, but is
not actualy handwritten, and would be treated under
37 CFR 1.4(d)(2). An €electronic reproduction of a
handwritten signature, e.g., scanned, that is
electronically applied to a document is not a
personally signed original document under 37 CFR
1.4d)(2)(i)) and reproductions of  such
correspondence cannot be copies under 37 CFR
1.4(d)(1)(ii)). A graphic representation of a
handwritten signature as provided for in 37 CFR
1.4(d)(1) will be accepted when submitted via the
Office electronic filing system, pursuant to 37 CFR

1.4(d)(3).
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Il. SSIGNATURE

The second type of signature is an S-signature. See
37 CFR 1.4(d)(2). An S-signature is a signature
inserted between forward slash marks, but not a
handwritten signature as defined by 37 CFR
1.4(d)(1) or (e). An S-signature includes any
signature made by electronic or mechanical means,
and any other mode of making or applying a
signature not covered by either a handwritten
signature of 37 CFR 1.4(d)(1) or (€). The S-signature
can be used with correspondence e.g., oaths and
affidavits filed in the Office in paper, by facsmile
transmission as provided in 37 CFR 1.6(d), or via
the Office electronic filing system as an attachment
as provided in 37 CFR 1.6(a)(4), for a patent
application, a patent, or a reexamination or
supplemental examination proceeding. 37 CFR
1.4(d) does not authorize filing correspondence by
email. The S-signature cannot be used for
correspondence that requires a person’s signature
and relates to (1) registration to practice before the
USPTO, (2) payments by credit card where a paper
including the signature is submitted to the USPTO
by means other than the Office's electronic filing
systems, and (3) filing a document that is required
by statute to be certified. See 37 CFR 1.4(g). A
legible electronic image of a handwritten signature
inserted, or copied and pasted by the person signing
the correspondence into the correspondence may be
considered to be an acceptable signature under
1.4(d)(2) provided the signature is surrounded by a
first single forward slash mark before the electronic
image and a second single forward slash mark after
the electronic image and includes the signers name
below or adjacent to the signature as required.

An S-signature must consist only of letters, or Arabic
numerals, or both, with appropriate spaces and
punctuation (i.e., commas, periods, apostrophes, or
hyphens). “Letters’ include English and non- English
alphabet letters, and text characters (e.g., Kanji).
Non-text, graphic characters (e.g., a smiley face
created in the True Type Wing Dings font) are not
permitted. “Arabic numerals’ arethe numeraso, 1,
2,3, 4,5 6,7, 8, and 9, which are the standard
numeralsused in the United States. To accommodate
asmany varieties of names as possible, asigner may
select any combination of letters, Arabic numerals,
or both, for his or her S-signature under 37 CFR
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1.4(d)(2)(i). The person signing the correspondence
must insert his or her own S-signature with a first
singleforward dash mark before, and asecond single
forward slash mark after, the S-signature (e.g., /Dr.
James T. Jones, Jr./). Additional forward slashes are
not permitted as part of the S-signature. The
presentation of just letters and Arabic numerals as
an S-signature without the S-signature being placed
between two forward slashes will be treated as an
unsigned document.

Commas, periods, apostrophes, and hyphens are
often found in names and will therefore be found in
many S-signatures. These punctuation marks and
appropriate spaces may be used with letters and
Arabic numeras in an Ssignature. A sample
S-signatureincluding punctuation marks and spaces,
between two forward slashes, is: /John P. Doel.
Punctuation marks, per se, are not punctuation and
are not permitted without proper association with
letters and Arabic numerals. An S-signature of only
punctuation marks would be improper (e.g., /- - -/).
In addition, punctuation marks, such as question
marks (e.g., /?7??/), are often utilized to represent an
intent not to sign adocument and may beinterpreted
to be a non- bona fide attempt at a signature, in
addition to being improper.

Script fonts are not permitted for any portion of a
document except the S-signature. See 37 CFR
1.52(b)(2)(ii). Presentation of a typed name in a
script font without the typed name being placed
between the required slashes does not present the
proper indiciamanifesting an intent to sign and will
be treated as an unsigned document.

37 CFR 1.4(d)(2)(i) also defines who can insert an
S-signature into a document. 37 CFR 1.4(d)(2)(i)
reguiresthat aperson, which includesapractitioner,
must insert his or her own signature using letters
and/or Arabic numerals, with appropriate commas,
periods, apostrophes, or hyphens as punctuation and
gpaces. The “must insert his or her own signature”
requirement is met by the signer directly typing his
or her own signature using a keyboard. The
requirement does not permit one person (e.g., a
secretary) to typein the signature of asecond person
(e.g., apractitioner) even if the second person directs
the first person to do so. A person physically unable
to use a keyboard, however, may, while
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simultaneously reviewing the document for
signature, direct another person to press the
appropriate keysto form the S-signature.

For consistency purposes, and to avoid raising a
doubt as to who has signed, the same S-signature
should be utilized each time, with variations of the
signature being avoided. The signer should review
any indicia of identity of the signer in the body of
the document, including any printed or typed name
and registration number, to ensure that the indicia
of identity in the body of the document is consistent
with how the document is S-signed. Knowingly
adopting an S-signature of another is not permitted.

While an S-signature need not be the name of the
signer of the document, the Office strongly suggests
that each signer use an S-signature that has his or
her full name. The Office expectsthat where persons
do not sign with their name it will be because they
areusing an S-signaturethat isthe usual S-signature
for that person, which is his or her own signature,
and not something that is employed to obfuscate or
misidentify the signer. Titles may be used with the
signer’s S-signature and must be placed between the
dash marks(e.g., /Dr. John Doe/), or with the printed
or typed version of the name.

37 CFR 1.4(d)(2)(ii) requiresthat a practitioner (37
CFR _1.32(a)(1)) signing pursuant to 37 CFR
1.33(b)(1) or (b)(2) must place hisor her registration
number, either as part of, or adjacent, his or her
S-signature. A number character (#) may only be
used in an S-signatureif itisprior to apractitioner’s
registration number that is part of the S-signature.
For an application filed on or after September 16,
2012, when a practitioner is signing as an applicant
as defined in 37 CFR 1.42 (e.g., as an inventor), a
registration number is not required and should not
be supplied to avoid confusion asto which basisthe
practitioner is signing, e.g., as a practitioner or as
the applicant. A patent practitioner signing on behalf
of ajuristic entity applicant (see 37 CFR 1.33(b)(3))
IS signing as a patent practitioner and thus must
provide his or her registration number. For
applicationsfiled before September 16, 2012, when
a practitioner is signing as an applicant as defined
in preAIA 37 CFR 1.41 or as an assignee a
registration number is not required and should not
be supplied for the reasons noted above.
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The signer’s name must be (A) presented in printed
or typed form preferably immediately below or
adjacent the S-signature, and (B) reasonably specific
enough so that the identity of the signer can be
readily recognized. See 37 CFR 1.4(d)(2)(iii)(A).
The printed or typed name requirement is intended
to describe any manner of applying the signer’sname
to the document, including by a typewriter or
machine printer. It could include a printer
(mechanical, electrical, optical, etc.) associated with
a computer or a facsimile machine but would not
include manual or hand printing. See 37 _CFR
1.52(a)(1)(iv). The printed or typed name may be
inserted before or after the S-signature is applied,
and it does not have to be inserted by the S-signer.
A printed or typed name appearing in the |l etterhead
or body of a document is not acceptable as the
presentation of the name of the S-signer. A graphic
representation of an S-signature as provided for in
37 CFR 1.4(d)(2) with be accepted when submitted
via the Office electronic filing system, pursuant to
37 CFR 1.4(d)(3).

[1l. CERTIFICATIONS

37 CFR 1.4(d)(4)(i) establishesthat the presentation
to the Office (whether by signing, filing, submitting,
or later advocating) of any paper by aparty, whether
a practitioner or non- practitioner, constitutes a
certification under 37 CFR 11.18(b) of this chapter.

37 CFR 1.4(d)(4)(ii) establishes certifications as to
the signature of another for a person submitting a
document signed by another under 37 CFR 1.4(d)(2)
or 37 CFR 1.4(d)(3) . Thus, the submitting person
isobligated to have areasonable basisto believe that
the person whose signature is present on the
document actualy inserted the signature on the
document. Such reasonable basis does not require
an actual knowledge but does require some reason
to believe the signature is appropriate. For example,
where a practitioner emails a 37 CFR 1.63
declaration to an inventor for signature by the
inventor and receives an executed declaration by the
inventor in return from the inventor, reasonable basis
would exist. Evidence of authenticity should be
retained. This may involve retaining the emails sent
to the inventor and any cover letter or email (with
the signed document as an attachment) back to the
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practitioner from theinventor in the examplerelating
to execution of a 37 CFR 1.63 declaration.

37 CFR 1.4(d)(4)(ii) further establishesthat aperson
inserting a signature under 37 CFR 1.4(d)(2) or 37
CER 1.4(d)(3) in adocument submitted to the Office
certifies that the inserted signature appearing in the
document is hisor her own signature. Thisis meant
to prohibit afirst person from requesting a second
person to insert the first person’s signature in a
document. While the certification is directed at the
person inserting another S- signature, the person
requesting the inappropriate insertion may also be
subject to sanctions.

37 CFR 1.4(d)(4)(ii) additionally establishes that
violations of the certifications asto the signature of
another or a person’s own signature, set forthin 37
CFR 1.4(d)(4)(ii) , may result in the imposition of
sanctions under 37 CFR 11.18(c) and (d).

IV. RATIFICATION, CONFIRMATION, OR
EVIDENCE OF AUTHENTICITY

Pursuant to 37 CFR 1.4(h), the Office may
additionally inquirein regard to a signature so as to
identify the signer and clarify the record where the
identity of the signer isunclear. An example of when
ratification or confirmation of a signature may be
required is when there are variations in a signature
or whenever anamein an S-signature is not exactly
the same as the name indicated as an inventor, or a
practitioner of record. Hence, whatever signature is
adopted by a signer, that signature should be
consistently used on al documents. Also addressed
isthe treatment of variationsin asignature or where
aprinted or typed name accompaniesthe S-signature
but theidentity of the signer isunclear. In such cases,
the Office may require ratification or confirmation

of a signature. Ratification requires the person
ratifying to state he/she personally signed the
previoudly submitted document aswell as, if needed,
the submission of a compliant format of the
signature. Confirmation includes submitting a
duplicate document, which is compliantly signed if
the previous signature was noncompliant (as opposed
to unclear).

In lieu of ratification, the Office may require a
resubmission of a properly signed duplicate
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document. Resubmission of a document may be
required, for example, where ratification alone is
inappropriate, such as where the image of the
signatureis of such poor quality (e.g., illegible font)
that the Office is unable to store or reproduce the
document with the signature image.

Ratification or confirmation alone does not provide
a means for changing the name of a signer. For
example, when an inventor changes her/his name
and the inventor desires to change her/his name in
the nonprovisional application, such change must
be by way of arequest under 37 CFR 1.48(f). See

MPEP 88 602.01(c)(2) and 602.08(b).

In addition, the Office may require evidence
of authenticity where the Office has reasonable
doubt as to the authenticity (veracity) of the
signature. Evidence of authenticity may include
evidence establishing a chain of custody of a
document from the person signing the document to
the person filing the document. Proper evidence of
a chain of custody will aid in avoiding the impact
of repudiation of asignature.

Where there has been abona fide attempt to follow
the rule, but where there is some doubt as to the
identity of the signer of a signed document, the
Office may requireratification of the signature. Note,
ratification would only be an effective remedy if the
signer was a proper party to have executed the
document to be ratified. For example, a practitioner
of record may ratify his or her signature on an
amendment, but not the signature of a secretary who
is not a practitioner or inventor in the application.
A registered practitioner may, however, ratify the
amendment made by another registered practitioner
but may not ratify adocument required to be signed
by an inventor, such as a 37 CFR 1.63 declaration.
Similarly, an inadvertent typographical error or
simple misspelling of a name will be treated as a

bona fide attempt to follow the rule, which would
reguire ratification only where there is some doubt
asto the identity of the signer rather than be treated
asan unsigned paper requiring resubmission. Where
there is an obvious typographical error so that the
Office does not have some doubt as to the identity
of the signer (and therefore notification to applicant
isnot needed), further action by applicant would not
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be required and, where appropriate, the obviouserror
will be noted in the record.

The inadvertent failure to follow the format and
content of an S-signature will be treated as a bona
fide attempt at a signature but the paper will be
considered as being unsigned correspondence.
Examples of correspondence that will be treated as
unsigned are (A) the S-signature is not enclosed in
forward slashes, (B) the S-signatureis composed of
non-text graphic characters (e.g., asmiley face) and
not letters and numerals, and (C) the S-signatureis
not aname and thereisno other accompanying name
adjacent or below the S-signature so that theidentity
of the signer cannot be readily recognized.

If the signer, after being required to ratify or
resubmit a document with a compliant signature,
repeats the same S-signature in reply without
appropriate correction, the reply will not be
considered to be a bona fide attempt to reply, and
no additional time period will be given to submit a
properly signed document.

V. CERTIFICATION OF DOCUMENTSPROVIDED
FOR BY STATUTE

When a statute requires or permits the Director to
require a document to be certified (such as the
requirement in 37 CFR 1.55 for a certified copy of
a foreign patent application pursuant to 35 U.S.C.
119 or acertified copy of an international application
pursuant to 35 U.S.C. 365) a copy of the
certification, including a photocopy or facsimile
transmission, will not be acceptable. Note that for
applications filed under 35 U.S.C. 111(a), foreign
priority documents retrieved by the Office from a
foreign intellectual property office that participates
with the Office in a priority document exchange
(PDX) agreement can serve as the certified copy
provided the requirements of 37 CFR 1.55(h) are
met. The requirement for an original certification
does not apply to certifications such as required
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under 37 CFER 1.8 since these certifications are not
provided for by statute.

502.03 Communicationsvia I nternet
Electronic Mail (email) [R-07.2015]

The Office published aPatent | nternet Usage Policy
to:

(A) establish apolicy for use of the Internet by
the Patent Examining Corpsand other organizations
within the USPTO,

(B) address use of the Internet to conduct
interview-like communications and other forms of
formal and informa communications,

(C) publish guidelines for locating, retrieving,
citing, and properly documenting scientific and
technical information sources on the Internet,

(D) inform the public how the USPTO intends
to use the Internet, and

(E) establish aflexible Internet policy framework
which can be modified, enhanced, and corrected as
the USPTO, the public, and customerslearn to use,
and subsequently integrate, new and emerging
Internet technology into existing business
infrastructures and everyday activities to improve
the patent application, examining, and granting
functions.

See Internet Usage Policy, 64 FR 33056 (June 21,
1999). The Articles of the Patent Internet Usage
Policy pertinent to communications via electronic
mail are summarized bel ow. See MPEP § 904.02(c)
for information pertinent to Internet searching, and
MPEP § 707.05(e) for information pertaining to the
citation of electronic documents. See also MPEP
§ 713.04 for recordation of email interviews.

. CONFIDENTIALITY OF PROPRIETARY
INFORMATION (ARTICLE 4)

If security and confidentiality cannot be attained for
a specific use, transaction, or activity, then that
specific use, transaction, or activity shall NOT be
undertaken/conducted.

All use of the Internet by Patent Organization
employees, contractors, and consultants shall be
conducted in amanner that ensures compliance with
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confidentiality requirements in statutes, including
35 U.S.C. 122, and regulations. Where a written
authorization is given by the applicant for the
USPTO to communicate with the applicant via
Internet email, communications via Internet email
may be used.

Backup, archiving, and recovery of information sent
or received via the Internet is the responsibility of
individual users. The OCIO does not, and will not,
as anormal practice, provide backup and recovery
servicesfor information produced, retrieved, stored,
or transmitted to/from the Internet.

1. COMMUNICATIONSVIATHE INTERNET AND
AUTHORIZATION (ARTICLE 5)

Communications via Internet email are at the
discretion of the applicant. All Internet
communications between USPTO employees and
applicants must be made using USPTO tools.

Without awritten authorization by applicant in place,
the USPTO will not respond via Internet email to
any Internet correspondence which contains
information subject to the confidentiality requirement
asset forthin 35 U.S.C. 122. A paper copy of such
correspondence and response will be placed in the
appropriate patent application. Except for
correspondence that only sets up an interview time,
all correspondence between the Office and the
applicant including applicant's representative must
be placed in the appropriate patent application. If an
email contains any information beyond scheduling
an interview such as an interview agenda or
authorization, it must be placed in the application.

For those applications where applicant wishes to
communicate with the examiner via Internet
communications, e.g., email or video conferencing
tools, the following is a sample authorization form
which may be used by applicant:

“Recognizing that Internet communications are not
secure, | hereby authorize the USPTO to
communi cate with the undersigned and practitioners
in accordance with 37 CFR 1.33 and 37 CFR 1.34
concerning any subject matter of this application by
video conferencing, instant messaging, or electronic
mail. | understand that a copy of these
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communications will be made of record in the
application file”

A written authorization may be withdrawn by filing
a signed paper clearly identifying the origina
authorization. Thefollowing isasampleform which
may be used by applicant to withdraw the
authorization:

“The authorization given on , to the USPTO
to communicate with any practitioner of record or
acting in a representative capacity in accordance
with 37 CFR 1.33 and 37 CFR 1.34 concerning any
subject matter of this application via video
conferencing, instant messaging, or electronic mail
is hereby withdrawn”

Where a written authorization is given by the
applicant, communications vialnternet email, other
than those under 35 U.S.C. 132 or which otherwise
require a signature, may be used. In such case, a
printed copy of the Internet email communications
MUST be given a paper number, entered into the
Patent A pplication L ocating and Monitoring System
(PALM) and entered in the patent application file
(Doc Code is EMAIL). A reply to an Office action
may NOT be communicated by applicant to the
USPTO via Internet email. If such a reply is
submitted by applicant via Internet email, a copy
will be placed in the appropriate patent application
file with an indication that the reply is NOT
ENTERED.

USPTO employees are NOT permitted to initiate
communications with applicants via Internet email
unless there is a written authorization of record in
the patent application by the applicant.

If applicant has authorized | nternet communications,
USPTO employees may respond to Internet email
and initiate communications with applicants via
Internet email.

All reissue applications are open to public inspection
under 37 CFR 1.11(a) and all papers relating to a
reexamination proceeding which have been entered
of record in the patent or reexamination file are
open to public inspection under 37 CFR 1.11(d).
USPTO employees are NOT permitted to initiate
communications with applicant in a reissue
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application or a patentee of a reexamination
proceeding via Internet email unless written
authorization is given by the applicant or patentee.

I11. AUTHENTICATION OF SENDER BY A
PATENT ORGANIZATION RECIPIENT (ARTICLE
6)

The misrepresentation of a sender’s identity (i.e.,
spoofing) is a known risk when using electronic
communications. Therefore, Patent Organization
users have an obligation to be aware of thisrisk and
conduct their Internet activities in compliance with
established procedures.

Internet email must be initiated by a registered
practitioner, or an applicant in a pro se application,
and sufficient information must be provided to show
representative capacity in compliance with 37 CFR
1.34. Examples of such information include the
attorney registration number, attorney docket
number, and patent application number.

Similar to the policy set forth in MPEP 100 for
handling telephone calls, when responding to an
email, no information should be disclosed until the
identity of the requester can be adequately verified.
Examiners should verify the identity of the person
by checking PALM or the application file, such as
checking the email address previously provided in
PALM or the application.

IV. USE OF ELECTRONIC MAIL SERVICES
(ARTICLE 7)

Once email correspondence has been received from
the applicant, as set forth in Patent Internet Usage
Policy Article 4, such correspondence must be
responded to appropriately. The Patent Examiner
may respond to an applicant’s email correspondence
by telephone, fax, or other appropriate means.

V. INTERVIEWS (ARTICLE 8)

Internet email and instant messaging shall NOT be
used to conduct an exchange of communications
similar to those exchanged during telephone or
personal interviews unless a written authorization
has been given under Patent Internet Usage Policy
Article5to use Internet email. In such cases, a paper
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copy of the Internet email or instant messaging
contents MUST be made and placed in the patent
application file, as required by the Federal Records
Act, in the same manner as an Examiner Interview
Summary Form is entered.

USPTO video conferencing tools, such as WebEx ,
may be used to conduct examiner interviewsin both
published and unpublished applications under the
Patent Internet Usage Policy. Authorization by the
practitioner is required and must be obtained prior
to sending a meeting invite using Outlook/WebEX.
Authorization is required to confirm that the
practitioner is able to conduct a WebEXx interview
and to confirm the email address to which the
invitation must be sent. The practitioner's
participation in the interview is considered consent
to the use of the video conferencing tool for the
interview.

All Internet communications between USPTO
employees and applicants must be made using
USPTO tools. Video conferencing communications
must be hosted by USPTO personnel. No personal
phones, email, PDAS, etc. may be used by USPTO
employees for Official communications.

V1. POLICY GUIDANCE AND CLARIFICATIONS
(ARTICLE 13)

Within the Patent Organization, any questions
regarding Internet usage policy should be directed
to the user's immediate supervisor. Non-USPTO
personnel should direct their questionsto the Office
of the Deputy Commissioner for Patent Examination
Policy.

502.04 Duplicate Copiesof Correspondence
[R-08.2012]

37 CFR 1.4 Nature of correspondence and signature

requirements.
*kkkk

(b) Since each file must be completein itself, a separate
copy of every paper to befiled in a patent, patent file, or other
proceeding must be furnished for each file to which the paper
pertains, even though the contents of the papersfiled in two or
more files may be identical. The filing of duplicate copies of
correspondence in the file of an application, patent, or other
proceeding should be avoided, except in situationsin which the
Office requires the filing of duplicate copies. The Office may
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dispose of duplicate copies of correspondencein thefile of an
application, patent, or other proceeding.

*kkkk

When the Office does not require duplicate copies
of a paper, the filing of multiple copies may cause
a delay in processing by the Office. Accordingly,
the Office may discard duplicate copies of
correspondencefiled in an application or patent file.

502.05 Correspondence Transmitted by
EFS-Web [R-07.2015]

I. LEGAL FRAMEWORK FOR EFSWEB

TheApril 2011 version of the Legal Framework for
EFS-Web is posted on the USPTO website at
Www.uspto.gov/patents-application-process/applying-
online/legal-framewor k-efsweb-06april1l. The
information in this M PEP section isan update to the
April 2011 version of the Legal Framework, which
was based on thefollowing Federal Register notices
with minor editorial changes: Legal Framework for
Electronic Filing System - Web (EFS-Web), 74 FR
55200 (October 27, 2009); Revised Procedure for
Public Key Infrastructure Certificates, 74 FR 66955
(December 17, 2009); and Electronic Filing System
— Web (EFS-Web) Contingency Option, 75 FR
27986 (May 19, 2010)

A. General Information on EFS-Web

EFS-Webisthe United States Patent and Trademark
Office's (USPTO's) system for electronic filing of
patent correspondence. EFS-Web is accessible via
the Internet on the USPTO website. The system
utilizes standard Web-based screens and prompts to
enable usersto submit patent documentsin Portable
Document Format (PDF) directly to the USPTO.
Users may electronically submit most patent
applications, applications for international
registration of industrial designs, reexamination
requests, supplemental examination requests, and
other patent-related documents securely using
EFS-Web. Users may also use EFS-Web to submit
Web-based documents such as ePetitions and
eTerminal Disclamers that can be filled out
completely online through Web-based screens.
ePetitions and eTermina Disclaimers are
auto-processed and granted immediately upon
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submission if the petition or request meetsall of the
reguirements. An ePetition or eTerminal Disclaimer
document is generated by EFS-Web based on the
information entered into EFS-Web. This petition or
request and a decision granting the petition or request
will be loaded into the electronic application file
(i.e., IFW), if the ePetition or eTerminal Disclaimer
is approved. If the ePetition, eTerminal Disclaimer
or request does not meet all of the requirements, it
will not beloaded into the electronic application file
(i.e., IFW). Users may aso use EFS-Web to submit
payments of most patent fees including patent
application filing fees. Users need not provide a
duplicate copy of any document filed through
EFS-Web unless the USPTO specifically requires
the filing of a duplicate in a particular situation.
Users may review and check their electronic
submissions including their attached PDF files,
before submitting the documents to the USPTO.
After submitting the documents via EFS-Web, the
system will display a page that states the USPTO
has received the user’s submission and that generally
provides an application number. Users of EFS-Web
will receive an Electronic Acknowledgement Receipt
of asuccessful submission received by the USPTO,
usually within a few minutes. The processing of
fees may delay the issuance of the Electronic
Acknowledgement Receipt. The Electronic
Acknowledgement Receipt is the electronic
equivalent of a postcard receipt. See MPEP § 503.
Most documents submitted via EFS-Web will be
viewable by the user via the Private Patent
Application Information Retrieval (PAIR) system
within an hour after the USPTO receives the
documentsif the user has associated the application
with the user’s customer number. Therefore, users
will be able to immediately check the contents of
their applications for completeness and accuracy of
their electronic submissions. A user may become a
registered user by obtaining aPKI| digital certificate.
See subsection E, below, for more information on
PKI digital certificates. A registered user may file
most patent applications and follow-on documents
in a patent application; a non-registered user may
file most patent applications but is only permitted
to file limited types of follow-on documents in a
patent application. See subsection B, below, for more
information.
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EFSWeb is a PDF-based filing system.

Accordingly, all EFS-Web submissionsarerequired
to be in PDF format unless otherwise indicated in
the Legal Framework for EFS-Web. EFS-Web
permits submission of: (1) the American Standard
Code of Information Interchange (ASCII) text files
(.TXT) to submit bio-sequence listings, computer
program listings, mega tables, and Complex Work
Units; (2) PCT-EASY.zip compressed filesto submit
the Request form generated by PCT-SAFE (operated
in PCT-EASY mode) in Patent Cooperation Treaty
(PCT) international applicationsfiled with the United
States Receiving Office; and (3) JPEG reproductions
ininternational design applications. See subsections
L, M, and N below for more information on ASCI|
text files and electronic filing of PCT international
applications, respectively. In addition, the USPTO
provides users with PDF EFS-Web fillable forms,
such asthe Provisional Application for Patent Cover
Sheet, the Information Disclosure Statement, the
Application Data Sheet, Petition to Make Special
Under Accelerated Examination Program, Petition
to Accept Unintentionally Delayed Payment of
Maintenance Fee in an Expired Patent, Request for
Continued Examination (RCE) Transmittal, and
Petition to Make Special Based on Age; ePetitions
and eTerminal Disclaimers. When users submit
information using an EFS-Web fillable form (not a
scanned image (PDF) of a document) or the
web-based version of the ADS (AlA/14), the
information will directly load into the USPTO
databases which will increase accuracy and facilitate
faster processing. Users may use other
USPTO-created PDF fillable forms available on the
USPTO website, or user-created forms, and submit
the completed formsviaEFS-Web. Theinformation
entered on these forms, however, will not be
automatically loaded into the USPTO databases.

B. Legal and Document Policies

To the extent that any USPTO regulation is
inconsistent with the procedures for EFS-Web, the
regulation will beinterpreted in amanner to support
EFS-Web. USPTO's policies concerning documents
submitted electronically using EFS-Web, including
patent applications and requests for reexamination
or supplemental examination, as well as follow-on
documentsin patent applicationsand reexamination
proceedings are set forth below.
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1. Typesof Patent Applications and Documents
Per mitted to be Filed via EFS-Web

a. FilingsPer mitted by Registered and Non-registered
Users

EFS-Web permits registered users (who have a PK
digital certificate) and non-registered users to file
the following applications, requests for
reexamination, and documents:

(2) Provisional patent applications filed under
35 U.S.C. 111(b).

(2) Nonprovisional utility patent applications
filed under 35 U.S.C. 111(a).

(3) Nonprovisional design patent applications
(see 35 U.S.C. 171) filed under 35 U.S.C. 111(a).

(4) International applications filed under the
PCT in the United States Receiving Office (see 35
U.S.C. 361).

(5) Submissionsto enter the national stage under
35U.S.C. 371.

(6) International design applicationsfiled under
the GenevaAct of the Hague Agreement Concerning
the International Registration of Industrial Design
(see 35 U.S.C. 382).

(7) Reguestsfor ex parte reexamination under
35 U.S.C. 302 for utility or design patents.

(8) Requestsfor supplemental examination under
35 U.S.C. 257 for utility, design, or plant patents.

(9) Third-Party Preissuance Submissions under
35 U.S.C. 122(e) and 37 CFR 1.290 for utility,
design, or plant patent applications.

(10) Citation of prior art and written statements
in patent files under 37 CFR 1.501 for utility
applications

(11) Petitionsto make special based on age
under 37 CFR 1.102(c).

(12) Petitionsto accept an unintentionally
delayed payment of maintenance fee under 37 CFR
1.378, and payments of maintenance fees when
submitted with the petition.

(13) Petition to make special under accelerated
examination program (must be filed with a
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nonprovisiona utility patent application under 35
U.S.C. 111(a)).

(14) Reissue utility patent applications and
reissue design patent applications.

b. Filing of Follow-on Documents

Registered users are permitted to file follow-on
documents in their applications, reexamination
proceedings and supplemental examination
proceedings aslisted above via EFS-Web. Registered
users are not permitted to file follow-on documents
in applications, reexamination proceedings and
supplemental examination proceedings where they
are not of record or acting in a representative
capacity under 37 CFR 1.34 unless specifically
authorized under the EFS-Web Lega Framework.

Follow-on documents are any documents filed after
theinitial submission of the application, request for
reexamination, or request for supplemental
examination. Follow-on documentsinclude, but are
not limited to, the following: amendments,
information disclosure statements (IDS), replies to
Office actions and notices, requests for continued
examination (RCEs), continued prosecution
applicationsin design applications (CPAS), evidence,
petitions, and terminal disclamers. In addition,
registered users may file a copy of a patent
application (e.g., acopy of the amended specification
including the claims, and drawings) for the purposes
of publication of the application when filed with any
of the following pre-grant (eighteen-month)
publication requests via EFS-Web: amended
publication under 37 CFR 1.215(c), redacted
publication under 37 CFR 1.217, early publication
under 37 CFR 1.219, and voluntary publication or
republication under 37 CFR 1.221(a). See subsection
G below for more information on filing these
publication requests via EFS-Web. Follow-on
documents also include any documents submitted
on the same day as the application, but after the
initial submission. In reexamination proceedings,
both the reexamination requester and the patent
owner may file documentsvia EFS-Web, if they are
registered users. Registered users may aso file a
second or subsequent submission for patent term
extension under 35 U.S.C. 156 in a patent file via
EFS-Web.
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Non-registered users are not permitted to file
follow-on documents via EFS-Web, except those
listedinitems 9-12 above. Non-registered users may
filefollow-on documents by mail (with a certificate
of mailing in accordance with 37 CFR 1.8), Priority

Mail Expr%s® from USPS in accordance with 37

CFR 1.10, or hand delivery.

Any follow-on document must be signed in
accordancewith 37 CFR 1.33(b) and it must identify
on the top page in a conspicuous location, the
application number (consisting of the series code
and the serial number; e.g., 07/123,456), or the seria
number and filing date assigned to that application
by the Office, or theinternational application number
of the international application, or the international
registration number of the international design
registration. See 37 CFR 1.4, 37 CFR 1.33(b) and
37 CFR 1.5.

2. Typesof Patent Applications and Documents Not
Per mitted to be Filed via EFS-Web

The following is alist of submission types that are
not permitted to be filed using EFS-Web:

(1) Plant patent applications (see35U.S.C. 161)
filed under 35 U.S.C. 111(a) and follow-on
documents associated with plant patent applications,
other than third party preissuance submissions under
37 CFR 1.290.

(2) Requestsfor Reexamination under 35 U.S.C.
302 for plant patents and documents associated with
reexamination proceedings for plant patents.

(3) Requestsfor inter partes review under 35
U.S.C. 311.

(4) Any third party inquiries, petitions or papers
unless specifically authorized by the EFS-Web L egal
Framework (e.g., citation of prior art and written
statementsin patent filesunder 37 CFR 1.501) and/or
provided for via dedicated EFS-Web interface
(e.g., Third Party Preissuance Submissions under 37
CFR 1.290) isimproper. See subsection B.1., above.
The Office considers inappropriate any third-party
inquiry or submission in an application that is not
provided for in 37 CFR 1.290 or 37 CFR 1.292.
Some examples of third party papersinclude
inquiriesinto the timing of future actions on an
application, disputes over inventorship in an
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application, and demands that the Office withdraw
an application from issue under 37 CFR 1.313 on
the basis of unpatentability of aclaim.

(5) Color drawings and color photographs for
international applications that have not entered the
national stage.

(6) Initial submissionsfor patent term extension
under 35 U.S.C. 156.

(7) Correspondence concerning registration
practice as specified in 37 CFR 1.4(e). See also 37

CFR 1.6(d)(1).

(8) Certified documents as specified in 37 CFR
1.4(f). See dlso 37 CFR 1.6(d)(2).

(9) Correspondenceto befiledinan application
subject to asecrecy order under 37 CFR 5.1 through
37 CFR 5.5. See also 37 CFR 1.6(d)(6).

(10) Documentsfiled in contested cases and
trials before the Patent Trial and Appeal Board
(PTAB), except asthe PTAB may expressly
authorize. See also 37 CFR 1.6(d)(7).

(11) Documentsfiled in contested cases and
trials before the PTAB, which are governed by 37
CFR Part 41, Subpart D and Part 42, respectively.
See dso 37 CFR 1.6(d)(3) and 1.8(a)(2)(i)(B) and

(©).

(12) Correspondence filed in connection with a
disciplinary proceeding under 37 CFR part 11. See
also 37 CFR 1.6(d)(3).

(13) Maintenance fees submitted under 37 CFR
1.366 that are not submitted with a petition under
37 CFR 1.378(c) (seeitem 12 in subsection B.1.
above). Patent owners may pay electronically using
the Office of Finance On-Line Shopping Page at
https.//ramps.uspto.gov/eram/. See MPEP § 2510
for information regarding the proper methods for
submitting maintenance fees.

(14) Assignment documents under 35 U.S.C.
261, which may be electronically filed using the
Electronic Assignment System (EPAS) or the
Electronic Trademark Assignment System (ETAS).
Information regarding EPAS is available at:
http://epas.uspto.gov. Information regarding ETAS
isavailable at: http://etas.uspto.gov.

(15) Submissionsthat are not associated with a
patent application, international design application,
reexamination proceeding, or supplemental
examination proceeding.
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If any of the documents listed above is submitted
via EFS-Web, the document will not be accorded a
date of receipt and it will not be considered officially
filed in the USPTO. Furthermore, no benefit will be
given to acertificate of transmission under 37 CFR
1.8 on the document.

3. PapersThat May Be Filed and Processed
Electronically

Registered users may use EFS-Web to submit
Web-based documents such as ePetitions and
eTerminal Disclaimers. ePetitions and eTerminal
Disclaimers are auto-processed and granted
immediately upon submission if the petition or
request meets al of the requirements. See the
ePetition Resource Page at www.uspto.gov/
patents-application-processyapplying-online/epetition-
resour ce-page for a list of ePetitions. Registered
users sign into EFS-Web and fill out Web-based
screens. An ePetition or eTermina Disclaimer
document (PDF) is generated by EFS-Web based
on the information entered into EFS-Web. This
document and a decision granting the petition or
request will be loaded into the electronic application
file (i.e, IFW), if the ePetition or eTermina
Disclaimer is approved. If the ePetition, eTerminal
Disclaimer or reguest does not meet al of the
requirements, it will not beloaded into the electronic
applicationfile (i.e., IFW).

EFS-Web permits registered users (who have a PK
digital certificate) to file the following
auto-processed ePetitions and eTerminal disclaimers:

=

Request for withdrawal as attorney or agent;
2.  ePetition for Revival of an Application for
Patent Abandoned Unintentionally Under

37 CFR 1.137(a);

3. Petition to withdraw an application from
issue under 37 CFR 1.313;

4.  Petition for revival of an application under
37 CFR 1.137;

5. eTermina Disclaimers for nonprovisional
utility applicationsunder 37 CFR 1.321; and

6. Petitionto correct assignee after payment of
Issue Fee under 37 CFR 3.81(b).

500-27

§502.05

4. The Official Record of Documents Submitted via
EFS-Web

When the USPTO successfully receives PDF
documents filed in accordance with the EFS-Web
requirements, the USPTO will convert the PDF files
submitted by users into Tagged Image File Format
(TIFF) image files and then store the TIFF image
filesin the Image File Wrapper (IFW) as part of the
official record, except for those drawings which are
stored in the Supplemental Complex Repository for
Examiners (SCORE) as part of the officia record
(i.e., color and grayscale drawings and drawings
submitted in design applications). The USPTO also
will store JPEG drawing files successfully received
in international design applications in accordance
with the EFS-Web requirements in SCORE as part
of theofficial record. In addition, certain submissions
filed as ASCII text files (e.g., sequence listings or
computer program listings), are stored in SCORE
as part of the official record. Accordingly, the
official record for the patent application,
international design application, reexamination
proceeding, or supplemental examination proceeding
comprises:

(1) ASCII text documents and drawings stored
in SCORE as set forth above; and

(2) TIFFimagesof al other original documents
as stored in IFW as well as the Electronic
Acknowledgement Recel pt and the Electronic Patent
Application Fee Transmittal, both of which contain
information entered viathe EFS-Web graphical user
interface (GUI) data collection screens and TIFF
images stored in IFW in international design
applications generated from XML datareceived from
the International Bureau.

The original documents submitted via EFS-Web
(e.g., applications and reexamination and
supplemental examination proceeding documents)
are stored exactly asfiled in an independent location.
See subsection L. below for more information on
ASCII text documents and subsections K. and M.2.
below for information on color and grayscae
drawings and subsection N for information on
international design applications. Submissions for
pre-grant (eighteen-month) publication areforwarded
to the Pre-Grant Publication Division and are not
stored in IFW or SCORE as part of the officia
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record of the patent application. See subsection G.
below for more information on publication requests.

5. How isinternally inconsistent infor mation
submitted via EFS-Web treated?

When filing a new application via EFS-Web,
EFS-Web requires the input of certain application
data. Thisincludesthetype of application being filed
(e.g., 35 U.S.C. 111(a), national stage application
under 35 U.S.C. 371, international application), the
title of the application (unless the application is an
international design application), the first named
inventor or applicant, and a correspondence address.
In addition, other application data, such as a docket
number, may be provided.

Routing of the submission to the appropriate area of
the Office for processing is based on the application
type indicted in EFS-Web, and such indication will
be treated as an instruction to treat the submission
as the selected application type. Where the
submission includes conflicting indications asto the
type of application being filed, and there is no
provision to resolve such conflict (see, e.g., 37 CFR
1.495(g)), the submission may be treated in
accordance with the indication provided in
EFS-Web, and a petition under 37 CFR 1.182 may
be required to correct the error. In the case of other
conflicting information in the submission, the
conflict will be resolved in accordance with the
applicable regulations. For example, inventorship
will be determined in accordance with the provisions
of 37 CFR 141 Where no corresponding
information is included in the submission, or the
corresponding information was not made in
accordance with the applicable regulations, the
Office may use the application data furnished
through EFS-Web for purposes of correspondence
until corrected by the applicant. For example, the
Office may use the correspondence address
associated with a customer number entered through
EFS-Web rather than an address furnished in an
unsigned paper in the new application submission.

6. Application Size Feefor Applications Submitted
via EFS-Web

For patent applications filed under 35 U.S.C. 111
(including provisiona applications, utility and design
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nonprovisional  applications, and  reissue
applications), the paper size equivalent of the
specification (including claims) and drawings of an
application submitted via EFS-Web will be
considered to be seventy-five percent (75%) of the
number of sheets of paper present in the specification
(including claims) and drawings of the application
when entered into IFW after being rendered by
EFS-Web for purposes of determining the
application sizefeerequired by 37 CFR 1.16(s). See
37 CFR 1.53(f)(2) and MPEP § 607. The paper size
equivalency under 37 CFR 1.52(f)(2) for EFS-Web
filings does not apply to national stage submissions.
See MPEP § 1893.01(c).

Any sequencelisting submitted in ASCI| text as part
of an associated file of the applicationin compliance
with 37 CFR 1.821(c) or (e), and any computer
program listing in compliance with 37 CFR 1.96,
submitted via EFS-Web will be excluded when
determining the application size fee required by 37
CFR 1.16(s). See 37 CFR 1.52(f)(2) and subsections
K.2.and M.3., below. Sequencelistings or computer
program listings submitted as PDF files will not be
excluded when determining the application sizefee.

7. Fee Payments Submitted via EFS-Web

Non-registered and registered users may submit the
filing fees (e.g., the basic filing fee, search and
examination fee, and excess claims fee) using the
onlinefee payment in EFS-Web at the time of filing
a patent application, request for reexamination, or
request for supplemental examination, and may
submit fees for third party preissuance submissions
under 37 CFR 1.290. Only registered users may
submit payment of fees in a previously filed
application, reexamination  proceeding, or
supplemental examination proceeding. EFS-Web
permits users to electronically submit the payment
of fees with a credit/debit card, USPTO deposit
account, or electronic fund transfer. Users may also
provide authorizations to charge fees to a deposit
account with the documents being submitted
eectronicaly via EFS-Web (e.g., a fee transmittal
letter or form). However, users should not submit a
credit/debit card charge authorization including the
Credit Card Payment Form (PTO-2038)
electronically via EFS-Web, because the electronic
submission automatically will be loaded into the
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application file in IFW, and the credit/debit card
information may become part of the record of an
application file that is open to public inspection.

When the online fee payment in EFS-Web is
unavailable, a deposit account authorization
transmittal (e.g., PTO/SB/17) may beincluded with
the documents being submitted via EFS-Web. A
credit card authorization transmittal (e.g., PTO-2038)
may also be submitted by facsimile transmission to
the USPTO centra facsimile number (571)

273-8300, or sent via Priority Mail Expr%s® from

the United States Posta Service (USPS) in
accordance with 37 CFR 1.10. Applicants must
include the application number from the Electronic
Acknowledgement Receipt to ensure that the fees
are paid in the correct application. Facsimile
submission of the basic national fee for national
stage under 35 U.S.C. 371 is not accepted. Failure
to timely pay the basic national fee prior to the
expiration of 30 months from the priority date will
result in abandonment of the international
application.

If applicant wishes to submit the application filing
feeson thefiling date of apatent application to avoid
the surcharge, the payment of the filing fees must
be submitted and received by the USPTO before
midnight ET on the filing date of the application.
Failure to pay the fees on the filing date of the
application will result in a surcharge.

When the online fee payment in EFS-Web is
unavailable, the following types of submissions
cannot be filed via EFS-Web, since online fee
payment must accompany the submission:

(1) Petitionsthat require afeefor
auto-processing by EFS-Web;

(2) Pre-grant publication submissions under 37
CFR 1.211 to 1.221 that require afee; and

(3) Third-party preissuance submissions under
37 CFR 1.290 that require afee.

C. Electronic Acknowledgement Receipt and Date Of
Receipt

The Electronic  Acknowledgement  Receipt
establishes the date of receipt by the USPTO of
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documents submitted via EFS-Web. The electronic
documents are itemized in the Electronic
Acknowledgement Receipt, which will contain afull
listing of the documents submitted to the USPTO as
described by the user during the submission process,
including the count of pages and/or byte sizes for
each  document. Thus, the Electronic
Acknowledgement Receipt is the electronic
equivalent of the postcard receipt describedin MPEP
§503.

The officia application filing date will be noted on
theFiling Receipt (37 CFR 1.54) after the submitted
application parts are reviewed for compliance with
35 U.S.C. 111 (or for compliance with 35 U.S.C.
371 for entry into the U.S. national stage of an
international application). The filing date of an
application filed under 35 U.S.C. 111 viaEFS-Web
is based on the dates indicated on the Electronic
Acknowledgement Receipt assuming that, after
review, the documents submitted are found to be
entitled to an application filing date. Likewise, the
official reexamination filing date will be noted on
the “Notice of Ex Parte Reexamination Request
Filing Date” and the official supplemental
examination filing date will be noted on the “Notice
of Supplemental Examination Request Filing Date”
after Central Reexamination Unit (CRU) review for
filing date compliance, and is based on the dates
indicated on the Electronic Acknowledgement
Receipt.

If the official version of any document received by
EFS-Web is lost, damaged or rendered unreadable
and if it cannot be recovered from the stored files
received by e ectronic submission, then the user will
be promptly notified. Such events are expected to
be rare. In that situation, the user may have to
resubmit any lost document and petition for the
origina filing date. The user would be required to
present: (1) the Electronic Acknowledgement
Receipt; (2) acopy of the missing files as submitted;
and (3) asigned petition accompanied by a statement
stating that the attached files are the same as those
originally submitted and mentioned in the Electronic
Acknowledgement Receipt for that application
number (e.g., apetition under 37 CFR 1.53(e) or 37
CFER 1.182 with the appropriate petition fee under

37 CFR 1.17(f)).
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The Electronic Acknowledgement Receipt and
statement will serve as primafacie evidence that the
resubmitted documents are the same as those
submitted on the date of receipt, except when the
document description used by the user does not
match the document. For example, if an applicant
originaly filed a specification and a set of claims
and used the correct document descriptions for a
specification and aset of claims, then the Electronic
Acknowledgement Receipt will serveasprimafacie
evidence that the applicant filed the specification
and set of clams on the origina filing date.
However, if the applicant actually filed two sets of
claims, the Electronic Acknowledgement Receipt
will not serve as prima facie evidence that the
applicant filed a specification and a set of claims
(even though the applicant used the document
descriptions for a specification and a set of claims).
Note the Electronic Acknowledgement Receipt only
indicatesthat the USPTO received what was actually
sent, as opposed to what may have been intended to
be transmitted. Users should exercise the same care
in preparing and preserving a copy of a submission
in electronic form asin paper.

1. The Date of Receipt of a Follow-on Document
Submitted via EFS-Web

Follow-on documents filed in an application or
reexamination proceeding after the initial filing of
the application or request for reexamination will be
accorded a receipt date, which is the date the
follow-on document is received at the USPTO. See
37 CFR 1.6(a)(4).

A follow-on document required to be filed in the
USPTO within a set period of time (e.g., areply to
an Office action) will be considered as being timely
filed if the follow-on document is submitted in
compliance with the procedure set forth in 37 CFR

1.8(a):

(1) Thefollow-on document is submitted via
EFS-Web prior to expiration of the set period of time
in accordance with the requirements for EFS-Web;
and

(2) The document includes a certificate of
transmission stating the date of transmission and
signed by a person that has reasonable basisto expect
that the document would be transmitted on or before
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the date of transmission. See 37 CFR 1.8(a)(1)(i)(C)
and (ii).

However, the certificate of transmission practice
under 37 CFR 1.8 does not apply to the documents

listedin 37 CFR 1.8(a)(2) (e.g., adocument filed for
the purpose of obtaining an application filing date).

2. The Date of Receipt of an Application Submitted
via EFS-Web

The time and date of receipt of an application filed
viaEFS-Web isthelocal time and date of receipt of
the application in the USPTO headquarters in
Alexandria, Virginia, which is in the Eastern Time
zone. Accordingly, the date of receipt of an
application officially submitted through EFS-Web
will be the date in the Eastern Time zone when the
USPTO received the submission. As such, the
submission’s “date of receipt,” as shown on the
Electronic Acknowledgement Receipt, isthe Eastern
Time zone date that the documents are fully,
successfully, and officially received at the USPTO,
after the user clicks the SUBMIT button on the
Confirm and Submit screen. See 37 CFR 1.6(a)(4).
Thisdateis controlling for filing date purposes of a
newly filed application. There is no “certificate of
transmission” practice for new application filings
(37 CFR 1.8).

To be very specific, the EFS-Web system records
asthetime and date of receipt of documentsthelocal
time and date in Alexandria, Virginia. on which the
USPTO receivesthe documents, after the user clicks
the SUBMIT button on the Confirm and Submit
screen for those documents.

For example, if an applicant in California officially
files a patent application with the USPTO through
EFS-Web by clicking on the SUBMIT button at 10
p.m. Pacific Time in California on May 1, that
application would be officially received by the
USPTO a 1 am., local time (i.e., Eastern Daylight
Time) on May 2. Accordingly, the application would
receive a filing date of May 2. However, the
applicant could alternatively file the application

using Priority Mail Expr&ss® from the USPS in
accordance with 37 CFR 1.10 in which case the
applicant would have until midnight on May 1inhis
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or her local time zone to file the application and
obtain afiling date of May 1.

3. EFS-Web Availability

Hours of operation of EFS-Web will be clearly
provided in the EFS-Web instructions when users
log on to the system. The USPTO will post
information on any scheduled down time due to
system maintenance in advance. Users may file
patent documents electronically during the hours of
operation of EFS-Web every day of the week,
including weekends and holidays. If the submission
issuccessfully received (even on a Saturday, Sunday
or Federal holiday within the District of Columbia),
the USPTO will assign that receipt date to the
submission.

If atransmission is attempted during a down time,
the USPTO cannot accept it and will, if possible,
transmit back a notice that the USPTO is not
accepting submissions. No Electronic
Acknowledgement Receipt will be sent. Instead a
notice will advise the user to use aternative filing

methods, such as Priority Mall Expre£s® from the

USPS in accordance with 37 CFR 1.10 or hand
delivery of paper to the USPTO, to establish the
filing date. Notethat applicationsfiled under 37 CFR
1.53, PCT international applications, international
design applications, and reexamination reguests,
cannot be submitted by facsimile transmission (37
CFR 1.6(d)(3) and (5)), and that certificate of
mailing procedures do not apply to new applications
and reexamination requests (37 CFR 1.8(a)(2)(1)(A)
and (D)). Usersare strongly advised to transmit their
electronic filings sufficiently early in the day to
dlow time for aternative paper filing when
transmission cannot be initiated or correctly
completed.

4. EFS'Web Contingency Option

The USPTO will provide EFS-Web Contingency
Option to users to file new applications, national
stage submissionsunder 35 U.S.C. 371, requestsfor
reexamination, requests for  supplemental
examination, and certain petitionswhen the primary
porta to EFS-Web is unavailable during an
unscheduled outage. The USPTO will post a
notification of any unscheduled outage of the
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primary portal to EFS-Web and provide the link to
EFS-Web Contingency Option on the EFS-Web
Internet page www.uspto.gov/patents-
application-processapplying-online/about-efs-web.
The EFS-Web Contingency Option has the same
functionality as EFS-Web for unregistered e-filers
(www.uspto.gov/patents-application-process/
applying-online/efs-web-contingency.html). It
permits users to sign on as unregistered EFS-Web
users to file new applications, national stage
submissionsunder 35 U.S.C. 371 submitted with the
basic national fee necessary to enter the nationa
stage, requests for reexamination, requests for
supplemental examination and certain petitions.
However, other follow-on documents and fee
payments filed after the initial submission of the
application, reexamination request, or supplemental
examination request (e.g., anendments and replies
to Office actions) cannot be filed using EFS-Web
Contingency Option.

a. Proper Submissions Under EFS-Web Contingency
Option

Specifically, EFS-Web Contingency Option only
permits users to electronically file the following
items as unregistered EFS-Web users:

(1) Provisiona patent applications filed under
35U.S.C. 111(b);

(2) Nonprovisiona utility patent applications
filed under 35 U.S.C. 111(a)

(3) Nonprovisional design patent applications
(see35U.S.C. 171) filed under 35 U.S.C. 111(a)

(4) International applications filed under the

Patent Cooperation Treaty (PCT) in the United States
Receiving Office (see 35 U.S.C. 361);

(5) Submissionsto enter the national stage under
35U.S.C. 371,

(6) International design applicationsfiled under
the GenevaAct of the Hague Agreement Concerning
the International Registration of Industrial Designs
(see 35 U.S.C. 382);

(7) Reguestsfor ex parte reexamination under
35 U.S.C. 302 for utility or design patents;

(8) Requestsfor supplemental examination under
35 U.S.C. 257 for utility, design, or plant patents;
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(9) Petitionsto make specia based on age under
37 CFR 1.102(c) when filed as an e-petition using
—the EFS-Web SB130 form, for the automatic
processing of the e-petition (for more information
see www.uspto.gov/sites/default/files/ebc/
portal/efs/sh130 instructions.doc);

(10) Petitionsto accept an unintentionally
delayed payment of maintenance fee under 37 CFR
1.378(b) when filed as an e-petition using the
EFS-Web SB66 form, for the automatic processing
of the e-petition (for more information see
www.uspto.gov/sites/default/filesebc/portal/efs/
sb0066e fill.doc);

(11) Petition to make special under the
acce erated examination program (must befiled with
anonprovisional utility patent application under 35

U.S.C. 111(a)); and

(12) Reissue utility patent applications and
reissue design patent applications.

Documentsfiled via EFS-Web Contingency Option
as part of the submissions listed above must meet
the same file format requirements established for
EFS-Web, eg., file size and PDF embedded-font
requirements. The same file validation performed
in EFSWeb will be performed in EFS-Web
Contingency Option. Similar to EFS-Web, EFS-Web
Contingency Option will provide an Electronic
Acknowledgement Receipt that establishesthe date
of receipt by the USPTO of an application or
document submitted via EFS-Web Contingency
Option. Applicant isnot required to, and should not,
resubmit the application or document when the
primary portal to EFS-Web is once again available.
Any resubmission of an application will result in
filing a duplicate application and, if applicant pays
the filing fees again when submitting the duplicate
application, no refund will be provided.

Applicationsfiled viaEFS-Web Contingency Option
are protected with the same level of security as
EFS-Web for unregistered e-filers by using Transport
Layer Security (TLS) to encrypt transmission over
the Internet. Registered e-filers who have uploaded
documents to a Saved Submission package in
EFS-Web will not be able to access those Saved
Submission documents in EFS-Web Contingency
Option. Applicants can submit on-line fee payments
by selecting fees on the fee calculation screen and
completing their payment at time of submission (i.e.,
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chose the “Yes! | want to pay now” button rather
than “No - | will pay later” button).

When the primary portal to EFS-Web isunavailable
during an unscheduled outage, applicants may also
file new applications, national stage submissions
under 35 U.S.C. 371 submitted with the basic
national fee necessary to enter the national stage,
reexamination requests, and requests for
supplemental examination, by hand-delivery to the

USPTO, or Priority Mail Expr&es® from the United
States Postal Service (USPS) in accordance with 37
CFR 1.10, to establish the filing date or national
stage submission date. New applications, national
stage submissions under 35 U.S.C. 371 submitted
with the basic national fee necessary to enter the
national stage, reexamination requests, and requests
for supplemental examination cannot be submitted
by facsimile transmission and certificate of mailing
procedures under 37 CFR 1.8 do not apply to these
items.

The EFS-Web Contingency Option does not permit
follow-on fee payments and follow-on documents
other than those listed above. Applicants may file
the documents or fee payments by: (1) facsimile
transmission in accordance with 37 CFR 1.6(d) and
1.8, (2) first class mail with a certificate of mailing
in accordance with 37 CFR 1.8, (3) hand-delivery

to the USPTO, or (4) Priority Mail Express® from

USPS in accordance with 37 CFR 1.10. Documents
that are required to establish the filing date of an
application (e.g., amissing drawing figure or page
of the specification) cannot be submitted by facsimile
transmission, and certificate of mailing procedures
under 37 CFR 1.8 do not apply to these documents.

b. Improperly Filed Follow-on Documents

Asprevioudy stated, EFS-Web Contingency Option
and EFS-Web for unregistered e-filers permit users
to sign on asunregistered EFS-Web usersto filenew
applications, national stage submissions under 35
U.S.C. 371 submitted with the basic national fee
necessary to enter the national stage, requests for
reexamination, requests for  supplementa
examination, and certain petitions. EFS-Web
Contingency and EFS-Web for unregistered e-filers
have limited functionality, and do not permit users
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to file other foll ow-on documents and follow-on fee
payments after the initial submission of the
application, reexamination request, or supplemental
examination request (e.g., anendments and replies
to Office actions). Note that it isimproper for users
to file follow-on documents as new applications.
The USPTO provides answers to frequently asked
guestions, and other helpful information on the
USPTO website. Users are encouraged to check the
USPTO website for more information and contact
the Patent Electronic Business Center for questions
related to the usage of USPTO electronic systems.

c. Additional Information Regarding National Stage
Submissions

The basic national fee is required in order for an
international application to enter the national stage
under 35 U.S.C. 371. See 37 CFR 1.495. Users are
permitted to submit the basic national fee with the
national stage submission under 35 U.S.C. 371 via
EFS-Web and EFS-Web Contingency Option using
on-line payment screens that interface with the
Revenue Accounting and Management (RAM)
system. If the RAM system is unavailable, neither
EFS-Web nor EFS-Web Contingency Option will
permit users to make payment using the interactive
payment screens. Applicant may pay the necessary
national stage entry fees by including a written
authorization to charge the desired feestogether with
the national stage submission under 35 U.S.C. 371,

or sending the payment via Priority Mail Expr&ss®

from the USPS in accordance with 37 CFR 1.10 on
the same date that the national stage submission is
electronically filed.

For any national stage submissions under 35 U.S.C.
371 filed viathe EFS-Web or EFS-Web Contingency
Option, the system automatically checks the Patent
Application Locating and Monitoring (PALM)
system to verify that no previous national stage
submission has been made for the particular PCT
international application referenced in the initial
national stage submission. If the PALM system is
unavailable, neither EFS-Web nor EFS-Web
Contingency Option can complete the PALM
verification, and thus EFS-Web and EFS-Web
Contingency Option will not permit any national
stage submissions under 35 U.S.C. 371 to befiled.
Therefore, if PALM is unavailable, applicants may
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use hand-delivery or Priority Mail Express® from

the USPSin accordance with 37 CFR 1.10 to timely
submit documents and fees for national stage entry.
However, applicants may not file national stage
submissions under 35 U.S.C. 371 and the basic
national fee necessary to enter the national stagevia
facsimile transmission. See 37 CFR 1.6(d)(3) and

1.8(a)(2)(i)(F).

See subsection M below for additional information
pertaining to the filing of international applications
and entry into the national stage.

5. Document I nadvertently Omitted from Application

One advantage of filing a patent application via
EFS-Web is that a registered user may view his or
her submission in Private PAIR and file a document
directly into the application on the same day as the
filing date of the application. In certain situations,
applicant may correct an error by filing a missing
item(s) on the same day as the filing date of the
application. Applicant, however, may wish to file
another new application in other certain situations.

Thefollowing examples describeimplicationsraised
when applicant inadvertently omits an item when
filing an application under 35 U.S.C. 111
electronicaly via EFS-Web:

(1) Oath or Declaration - Applicant may filean
executed oath or declaration on the same day asthe
filing date asthe application via EFS-Web. The oath
or declaration will not be considered late and thus a
surcharge for filing alate oath or declaration will
not be required.

(2) Filing Fees- Applicant may file thefiling
fees (e.g., the basic filing fee, search and
examination fees, application size fee, or excess
claimsfee) on the same day asthefiling date of the
application via EFS-Web. The fees will not be
considered late and thus a surcharge for filing the
filing fees will not be required.

(3) Nonpublication reguest - Because 37 CFR
1.213(a)(1) requires any nonpublication request to
be filed with the application, applicant cannot
simply file the nonpublication request to correct the
error. If applicant does not wish to have the
application publish, applicant must file: (a) a new
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application with a nonpublication request; and (b)
in the initial application, a petition for express
abandonment to avoid publication under 37 CFR
1.138(c) and fee under 37 CFR 1.17(h) in sufficient
time to permit the appropriate officialsin the
Pre-Grant Publication Division to recognize the
abandonment and remove the application from the
publication process.

(4) Drawings - Applicant may file missing
drawings as a preliminary amendment on the same
day asthefiling date of the application. The
drawings will be considered as part of the original
disclosure of the application. See 37 CFR
1.115(a)(1). If the application was filed with the
“wrong drawings,” a preliminary amendment could
be filed on the same day as the filing date of the
application adding the correct drawings and deleting
the “wrong drawings.” An amendment adding new
drawings and deleting the “wrong drawings,” filed
on aday after the filing date of the application may
raise new matter issues.

(5) Claims- Applicant may fileclamsasa
preliminary amendment on the same day that
applicant filed the application papersand such claims
will be considered as part of the original disclosure
of the application.

(6) Part of the specification - Applicant may file
any missing portion of the written description as a
preliminary amendment on the filing date of the
application. Such amendment will be considered as
part of the original disclosure.

If applicant files a second application to correct an
error inthefirst application, applicant will havefiled
two applications. Applicant may continue to
prosecute the first application that has the error or
abandon the first application by filing a petition for
express abandonment. Please notethat any feespaid
inthefirst application will not be refunded or applied
to the second application. Applicant may request
refund of the search fee and any excess claims fees
(but not the basic filing fee, examination fee, and
application size fee) paid in the first application if
the application was filed under 35 U.S.C. 111(a),
and the applicant files a petition for express
abandonment in accordance with 37 CFR 1.138(d).
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6. Legal Consequences of the USPTO’sAccepting
Electronic Patent Applications on Saturday and
Sunday

Applicants may file patent applications electronically
during the hours of operation of EFS-Web every day
of the week, including weekends and holidays.
EFS-Web will provide applicants with the
opportunity to receive afiling date on any day of the
week, including Saturday, Sunday, and Federal
holidays. In addition, 35 U.S.C. 21(b) states:

When the day, or the last day, for taking any action
or paying any fee in the United States Patent and
Trademark Office falls on Saturday, Sunday, or a
Federal holiday within the District of Columbia, the
action may be taken, or fee paid, on the next
succeeding secular or business day.

Further, 35 U.S.C. 119(e)(3) states, in pertinent part:

If the day that is 12 months after the filing date of a
provisiona application falls on a Saturday, Sunday,
or Federal holiday within the District of Columbia,
the period of pendency of the provisional application
shall be extended to the next succeeding secular or
business day.

Thus, under United States law, applicants will be
permitted to take action on the next business day
when the last day for taking action falls on a
weekend or Federal holiday, regardless of the mode
or form of filing.

However, Article 4 of the Paris Convention
addresses the priority period and in Article 4(C)(3)
it states:

If the last day of the period isan official holiday, or
a day when the Office is not open for the filing of
applications in the country where protection is
claimed, the period shall be extended until the first
following working day.

As stated above, the USPTO is capabl e of accepting
electronic patent application filings every day of the
week, including weekends and holidays, through
EFS-Web. Thus, applicants filing international
applicationswith the United States Receiving Office
or international design applicationswith the USPTO
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as an office of indirect filing are cautioned to
consider possible adverse conseguences regarding
the determination in other countries of priority
periods under Article 4(C)(3) of the Paris
Convention. Specifically, the ability to file
applications electronically on weekends and holidays
inthe USPTO may result in loss of priority rightsin
foreign jurisdictions designated in international
applications filed with the United States Receiving
Office or international design applications with the
USPTO as an office of indirect filing, if applicants
elect, in accordance with 35 U.S.C. 21(b) or
119(e)(3), to file an international application or
international design application on the next
succeeding business day in the event that the
twelve-month Paris Convention priority period (or
six-month period in the case of international design)
setoutin Article 4(C)(1) fallson a Saturday, Sunday,
or Federal Holiday. In such circumstances, other
patent offices may deny the priority claim on the
basis that the international application or
international design application wasnot timely filed
if their national law strictly incorporates the
provision of Paris Convention Article 4(C)(3) and
considers the USPTO to be open for the filing of
applications on weekends and holidays. For this
reason, applicants may prefer not to rely upon the
“next business day” provisions of 35 U.S.C. 21(b)
and 119(e)(3) when filing international applications
or international design applicationswiththe USPTO,
and instead file the international application or
international design application before the Paris
Convention priority period has expired.

D. Proper usage of EFS-Web

Users should follow the instructions and guidelines
for EFS-Web provided on the USPTO website.

Before clicking the SUBMIT button, the user should
check whether the correct documents have been
attached to the submission, and whether the
information related to the submission has been
entered correctly. Oncetheuser clicksthe SUBMIT
button on the Confirm and Submit screen, the
submission will beeectronically sent tothe USPTO.
A submissionisofficialy filed at the USPTO when
the documentsarereceived by the USPTO (thelocal
time and date in Alexandria, VA, which is located
in the Eastern Time zone). Use of EFS-Web in a
manner significantly in violation of the instructions

500-35

§502.05

and guiddinesfor EFS-Web provided onthe USPTO
website may result in non-entry of the submission
or failureto accord a filing date in the event the
USPTO does not fully, successfully, and officially
receive all of the elements necessary to obtain a
filing date for an intended submission. Furthermore,
electronic files submitted via EFS-Web must be free
of executables, worms, viruses, or any other type of
potentially malicious content. Please note that 18
U.S.C. 1030 imposes a duty on users not to
intentionally cause damage to federal government
computers.

1. Filing Documents as PDF Filesvia EFS-Web

EFS-Web accepts standard PDF documents up to
25 megabytes for each file, and 60 electronic files
per submission. For international design applications,
EFS-Web can accept more than 60 electronic files
inasingle submission, subject to certain conditions.
See subsection L.4. below for more information.
PDF files created from scanned documents and
submitted via EFS-Web must be created using a
scanning resolution no lower than 300 dpi. Lower
resolution scans have significantly delayed
processing and publication of applications, e.g.,
resubmission has been required for documentsfailing
to comply with the legibility requirements. See 37
CFR 1.52(a)(1)(v) and (a)(5) regarding document
legibility requirements.

In addition, because the PDF format is so
feature-rich, certain PDF features are currently not
supported by the USPTO systems. For example,
PDF documents with multiple layers must be
flattened prior to submission to ensure that the
complete document is received by the USPTO and
readabl e to the examiner or other deciding officials.
If a document contains layers that are marked as
“invisible”, theinvisiblelayerswill belost when the
document is processed by the USPTO, and thus the
official records in IFW will not contain the
information on theinvisible layers. Furthermore, if
a user enters information on a form using the PDF
comments or annotations features, only the blank
form without the PDF comments and annotations
will beprocessed. Therefore, the complete document
will not be officially filed at the USPTO and the user
cannot rely on the Electronic Acknowledgement
Receipt as evidence that the completed form was
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filed at the USPTO. Usersare encouraged to check
the contents of their submissions for completeness
and accuracy viaPAIR.

Usersmust follow the PDF Guidedlinesfor EFS-Web
and PDF Creation for EFS-Web (available on the
USPTO website) to create and submit PDF filesvia
EFS-Web to ensure that all of theinformation in the
PDF filesis successfully received and processed by
the USPTO.

2. Entering Information on EFS-Web Screens

EFS-Web callectsinformation from on-screen entries
made by the user through the EFS-Web graphical
user interface (GUI) data collection screens.
Through these data collection screens, the user
providesthe USPTO with information regarding the
electronic submission, such asthetype of application
being filed, the application number of the application
in which afollow-on document is being submitted,
or the type of document being submitted. The
USPTO systems (e.g., EFS-Web, IFW, etc.) will use
theinformation entered by the user on the EFS-Web
screens to automatically: (1) assign the application
number, create the application, and process the
application, if a new application is being filed; (2)
upload the follow-on document into the application
file specified by the user; or (3) messagethe deciding
official based on the document description selected
by the user. Providing incorrect information
regarding the submission could lead to, for example:
(1) anincorrect type of application file being created;
(2) adelay in processing the document; (3) filing a
document in an incorrect application; or (4) the
deciding official not recognizing the document in
sufficient timeto avoid publication, to withdraw the
application from issue, or to avoid the abandonment
of the application.

a. Follow-on Documents

When a user submits afollow-on document (e.g., a
reply to an Office action or notice) via EFS-Web,
the user is required to enter the correct application
number and confirmation number of the application
in which the follow-on document is being filed.

Providing the incorrect application number and
confirmation number pair will result in filing the
follow-on document in the wrong application.
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Therefore, it is important for the user to enter the
correct application number and confirmation number
on the EFS-Web screen when filing the follow-on
document. Furthermore, userscannot fileafollow-on
document as a new application.

After the submission of the follow-on document is
completed, the user should log onto PAIR to review
the application file and check whether the follow-on
document has been filed in the correct application.
Checking the application file via PAIR would also
help the user to discover other filing errors, such as
filing awrong document or omitting aportion of the
document.

b. Filing a New Application

When a user is submitting a new application via
EFS-Web, the user is required to select the
application type (e.g., design, utility, provisional or
nonprovisional) being filed on the EFS-Web screen.

Only document descriptions and fee codes pertinent
to the selected application type will be available for
the submission. The system will also automatically
generate the application number based on the user’s
selection. For example, if the user indicatesthat the
submission isaprovisional application by selecting
the EFS-Web radio button for a provisiona
application, the application will be assigned a
provisiona  application number, provisiona
application fees will be collected or required, and
the application will be further processed as a
provisional application. Furthermore, the application
will not be assigned to an examiner for examination
and will not be published because the submissionis
processed as a provisional application. Therefore,
it is important for the user to select the correct
application type on the EFS-Web screen, and review
the Electronic Acknowledgement Receipt and the
application file using PAIR after the submission is
completed.

¢. Document Indexing

When a user submits an application or a follow-on
document in an application using EFS-Web, the user
must select from the list of document descriptions
to specify the files being submitted via EFS-Web.

For instance, when the user is filing a patent
application, the submission must be separated into
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appropriate sections. specification, claims, abstract,
and drawing; and when the user is filing an
amendment, the user must select the appropriate type
of amendment:  amendment after non-final,
amendment after allowance, preliminary amendment,
and amendment after final. Based on the document
description selected by the user, adocument codeis
assigned and a message regarding the document
submitted to the USPTO will be forwarded to the
appropriate organization for processing, and to the
appropriate official for consideration. Furthermore,
the IFW and PAIR systems use the document code
for identifying the document maintained in the
application file. Therefore, accurate document
indexing isimportant to facilitate efficient processing
and proper consideration of the document by the
USPTO. For example: (@) if the user indicated an
after-final amendment as a non-fina amendment,
the processing of such amendment may be delayed
and the examiner may not have sufficient time to
consider the amendment before the time period for
reply expires; (b) if the user selects the “Pre-Grant
Publication” radio button on the EFS-Web data
collection screen for submitting a substitute
specification filed in response to a non-final Office
action, the submission will be forwarded to the
publication branch rather than processed into IFW
and forwarded to the examiner for consideration;
and (c) if the user selects” drawings- only black and
white line drawings" for submitting color drawings
in a utility application rather than “drawing - other
than black and white line drawings’, the color
drawingswould not be processed as color drawings,
and would be maintained as black and white
drawingsin IFW.

Moreinformation on document indexing isavailable
on the USPTO website. It isimportant for usersto
select the correct document description, and check
the application filevia PAIR after the submissionis
completed.

3. Refunds

The USPTO will grant refunds to users when, due
to a malfunction with the EFS-Web system, the
EFS-Web system hasmisled auser into paying afee
inerror. If it cannot be determined that amalfunction
occurred, but rather it seems to be a user error, no
refund will be given. Users should contact the Patent
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Electronic Business Center (Patent EBC) if thereare
any issues associated with their submissions.

E. Security and Authentication

The USPTO requires PKI certificatesto meet federal
government computer system authentication
guidelines as defined by the National Institute of
Standards and Technology (NIST) and the Office of
Management and Budget (OMB). The required
evaluation of EFS-Web and PAIR determined that
level three authentication was needed; thisis met by
the USPTO's PKI.

Only a PKI certificate holder (or the designated
employee under the certificate holder’sdirection and
control) can submit follow-on documents. This
preserves confidentiality, and is consistent with
power of attorney and correspondence regulations.
In order to obtain a PK1 certificate, the user must be
a registered practitioner (i.e., an attorney or agent)
or an inventor, and complete the appropriate
paperwork (e.g., review the PKI Subscriber
Agreement and compl ete the certificate action form,
available on the USPTO website). Once the user
has a PKI certificate, the user can authenticate
himself or herself to the USPTO through the
EFS-Web sign-on. This will generate a secure,
encrypted connection with the USPTO.

For users that do not have, or do not wish to use, a
PKI certificate to authenticate to the USPTO, they
may still submit new application filings only viaa
non-authenticated workflow. The user would go to
the EFS-Web page and choose to submit without a
PK certificate asanon-registered user, which would
generate a Transport Layer Security (TLS)
connection for the session, thus allowing secure data
transmission to the USPTO. Non-registered users
have the same level of protection for filing as a
registered user, but are limited to submission of
initial filings (except as noted in subsection B.1.,
above). This practice minimizes the risk of
improperly-filed third party submissions and other
documents. Non-registered users may filefollow-on
documents by mail (with a certificate of mailing in
accordance with 37 CFR 1.8), Priority Mail

Expr&ss® from USPS in accordance with 37 CFR

1.10, or hand delivery.
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Note: Users are advised that the USPTO may
revoke a user’sdigital PKI certificateif the user
makes an improper submission through
EFS-Web. See subsection B., above, and section 4
of the United States Patent and Trademark Office
Public Key Infrastructure Subscriber Agreement
("PKI Subscriber Agreement") (available at
www.uspto.gov/patents-application-processapplying-
online/efs-web-guidance-and-r esour ces), listed as
"PKI Subscriber Agreement™).

1. PKI Subscriber Agreement

The PKI Subscriber Agreement (April 2013)
explains that a holder of a PKI certificate must
update changesin theinformation in their Certificate
of Action Form within thirty (30) calendar days of
the change. Information may be updated by
submitting anew certificate of action form or aletter
to the Electronic Business Center (EBC). A holder's
registered email address and password may be
updated on the Digital Certificate Management
webpage.

The PKI Subscriber Agreement has been revised to
clarify that a PKI certificate holder will only usethe
certificate for applications for which the certificate
holder isauthorized to access and that unauthorized
use such as attempting or gaining accessto nonpublic
information or inadvertently disclosed nonpublic
information may lead to immediate revocation of
the PKI certificate.

A PKI certificate holder is permitted to designate
more than one employee to use the PKI certificate
under the direction and control of the holder in
accordance with the PK| Subscriber Agreement and
the rules and policies of the USPTO including the
Lega Framework for EFS-Web. The designated
employees should be paralegals or support staff of
the certificate holder. Each designated employee
must be either an employee of the holder's
organization or an employee of a contractor of the
holder. ThePKI certificate holder and the designated
employees may use the holder’s PKI certificate
concurrently. For example, a registered patent
practitioner may file a patent application
electronically via EFS-Web using his or her PKI
certificate at the same time as one of the
practitioner’s paralegals files a follow-on document
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in another application electronically via EFS-Web,
and a second paralegal of the practitioner retrieves
an e-Office action via Private PAIR, using the
practitioner’s PK1 certificate under the direction and
control of the practitioner.

The PKI1 Subscriber Agreement permits a holder of
a PKI certificate to designate more than one
employee to use the PKI certificate under the
direction and control of the holder in accordance
with the PKI Subscriber Agreement and the rules
and policies of the USPTO including the Lega
Framework for EFS-Web. Any revised PKI
Subscriber Agreement will apply to new PKI
certificate holdersand current PKI certificate holders
that continue to use their PK1 certificates (includes
any PKI certificate usage by their designated
employees).

A practitioner who isaPKI certificate holder, or the
designated empl oyee acting under the direction and
control of the practitioner, may file documents
signed by either the practitioner or another
practitioner via EFS-Web, in compliance with the
PKI1 Subscriber Agreement. Filing of a document
that is unauthorized to be filed via EFS-Web (e.g.,
a protest under 37 CFR 1.291) is inconsistent with
the Subscriber Agreement and the rulesand policies
of the USPTO. Thus, the certificate holder, and
designated empl oyee acting under the direction and
control of the certificate holder, must make sure that
the document being submitted is authorized to be
filed via EFS-Web, regardless of whether the
document is signed by the practitioner exercising
the direction and control or by another practitioner.

EFS-Web also permits alega assistant or paralega
to submit an application or a request for
reexamination previously reviewed by a registered
practitioner without the registered practitioner being
present. See subsection E.2., below, for more
information.

The following are Frequently Asked Questions
(FAQs) regarding PKI1 certificates:

1. Can current PKI certificate holders designate
more than one empl oyee without applying for anew
PKI certificate or filing a newly signed certificate
action form (PTO-2042)?
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Yes, anew request for a PKI certificateis
not needed. Continued use of a PK1 certificate after
the publication of the Subscriber Agreement and any
modifications thereto will constitute agreement to
the most current PKI Subscriber Agreement by the
current PK1 certificate holder. See section 9 of the
PK I Subscriber Agreement. Therefore, acurrent PKI
certificate holder may designate more than one
employee to use the holder’s PK1 certificate under
the direction and control of the holder in accordance
with the PKI| Subscriber Agreement and the rules
and policies of the USPTO including the Lega
Framework for EFS-Web.

2. What is the maximum number of employees
that a PKI certificate holder may designate?

A PKI certificate holder may only designate
areasonable number of employees for which he or
she can maintain proper control. The PKI certificate
holder isresponsiblefor the usage by the designated
employees who can only use the PKI certificate
under the direction and control of the holder in
accordance with the PK| Subscriber Agreement and
the rules and policies of the USPTO including the
Legal Framework for EFS-Web. The holder must
take reasonabl e steps to ensure compliance with the
regquirements in the PKI Subscriber Agreement and
the rules and policies of the USPTO. When a PKI
certificate holder or one of the holder’s designated
employees electronically transmits a submission to
the USPTO via EFS Web using the holder’s PKI
certificate, the PK| certificate holder ispresenting
theinformation in the submission to the USPTO and
making the certification under 37 CFR 11.18(b).
Furthermore, the PK1 certificate holder is not
permitted to designate a person who is not an
employee as defined above, and designated
employees are not permitted to share the certificate
with anyone el se (e.g., adesignated employee cannot
designate another employee).

3. Can aPKI certificate holder designate
employees of more than one contractor?

Yes, a PKI certificate holder may designate
employees of more than one contractor aslong as
the PKI1 certificate holder maintains control of the
PKI certificate usage and can ensure that the
employees of the contractors are using the PKI
certificate in accordance with the PK1 Subscriber
Agreement and the rules and policies of the USPTO
including the Legal Framework for EFS-Web.
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4. Canmultiple PKI certificate holders designate
the same employee to use their certificates?

Yes, multiple PKI certificate holders may
designate the same employee if the PKI certificate
holders and the designated empl oyee take reasonable
steps to ensure that the designated employee uses
the proper PK1 certificate for each task in accordance
with the PK1 Subscriber Agreement and the rules
and policies of the USPTO including the Legal
Framework for EFS-Web. For example, if Holder
Smith asked the designated employee to
electronically submit a patent application via
EFS-Web, the designated employee must use the
PK1 certificate of Holder Smith to submit the patent
application, rather than a certificate of another holder
who did not give the designated employee the
direction to file the patent application.

5. Can aPKI certificate holder designate an
employee that is not located in the same location?

Yes, a PKI certificate holder may designate
an employee that is not located in the same location
as long as the designated employee uses the PK
certificate under the direction and control of the
holder in accordance with the PK1 Subscriber
Agreement and the rules and policies of the USPTO
including the Legal Framework for EFS-Web

6. What should aPKI certificate holder doiif one
of hisor her designated employeesisleaving the
holder’s organization or the contractor’s
organization?

The PKI certificate holder must take
reasonabl e steps to ensure that the employee does
not continue to use the PK1 certificate when the
employee leaves the holder’s organization or the
contractor’s organization or when the contractor is
no longer a contractor to the holder.

7. Can aninventor use hisor her PKI certificate
to file an application or document for another person
or retrieve information regarding another person’s
application?

No, an inventor cannot use (or permit
someone elseto use) hisor her PK1 certificatetofile
an application or document for another person, or
retrieve information (e.g., an e-Office action or the
status) regarding another person’s application. An
inventor may use his or her PK1 certificate to file
hisor her application, or follow-on documentsin his
or her application.
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8. Can aPKI certificate holder designate a
company that offers paralegal servicesto usethe
PKI certificate?

No, aPKI certificate holder cannot designate
acompany. A PKI certificate holder may only
designate more than one employee of a contractor
(or the organization of the holder) to use his or her
certificate under the holder’s direction and control
in accordance with the PK1 Subscriber Agreement
and the rules and policies of the USPTO including
the Legal Framework for EFS-Web.

9. Can aPKI certificate holder designate an
invention promotion company or an invention
promoter to use the PKI certificate?

No, aPKI certificate holder is not permitted
to designate an invention promotion company or an
invention promoter to use the PK1 certificate. A PKI
certificate holder may only designate more than one
employee of acontractor (or the organization of the
holder) to use hisor her certificate under the holder’s
direction and control in accordance with the PKI
Subscriber Agreement and the rules and policies of
the USPTO including the Legal Framework for
EFS-Web. The designated employees should be
paralegals or support staff of the holder’s
organization (or acontractor’s organization). A PKI
certificate holder must take reasonable stepsto
ensure that the PKI certificate is not being used in
connection with the unauthorized practice before the
USPTO in patent matters. See section 3 of the PKI
Subscriber Agreement.

10. Can aregistered patent practitioner who is
a PKI certificate holder designate his or her client
or a“foreign associate” (e.g., an attorney in another
law firm) to use the PKI certificate?

No, aPKI certificate holder cannot designate
his or her client, and cannot designate a“foreign
associate” (e.g., an attorney in another law firm) who
is not an employee of the certificate holder’s
organization and is not an employee of acontractor.
A PKI certificate holder may only designate more
than one employee of a contractor (or the
organization of the holder) to use his or her
certificate under the holder’s direction and control
in accordance with the PKI Subscriber Agreement
and the rules and policies of the USPTO including
the Legal Framework for EFS-Web. The designated
employees should be paralegals or support staff of
the certificate holder. Furthermore, if the “foreign
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associate” islocated outside of the United States, it
would be difficult for the holder to maintain control
of the PKI certificate usage and ensure compliance
with therulesand policies of the USPTO by aperson
|ocated outside of the United States. In addition,
accessing an application before the applicant has
received aforeign filing license by a person located
outside of the United States, or by aforeign national
inside the United States, constitutes an export. The
holder cannot permit the use of the PK1 certificate
in amanner that would violate or circumvent the
Export Administration Regulations. See section 6
of the PKI Subscriber Agreement for more
information.

11. CanaPKI certificate holder or adesignated
employee file third party papers such as a protest
via EFS-Web using the PKI certificate?

The EFS-Web Legal Framework specifically
prohibitsfiling via EFS-Web most third party papers
aswell as protests in patent applications. See
subsection B.2., above. Circumventing established
rules and procedures would be a violation of the
Lega Framework for EFS-Web and the PKI
Subscriber Agreement. Such violation may cause
the USPTO to revoke the PKI certificate and/or refer
the PKI certificate holder to the Office of Enrollment
and Discipline for appropriate action. Therefore,
PK certificate holders should take reasonabl e steps
to ensure that their designated employees do not
improperly file third party papers and protests via
EFS-Web.

Any third party papers such as protests under
37 CFR 1.291, citation of prior art in patent files
under 37 CFR 1.501 or any petition, cannot be filed
via EFS-Web unless specifically authorized by the
EFS Lega Framework and/or provided for via
dedicated EFS-Web interface (e.g., Third Party
Preissuance Submissions under 37 CFR 1.290). See
subsection B.1., above.

12. Can adesignated employee continue to use
the PKI certificate of a deceased holder?

No, al of the designated employees must
stop using the PK1 certificate upon the death of the
holder because designated employees only have the
authority to use the PKI certificate under the
direction and control of the holder. The USPTO will
revokethe PKI certificate once the USPTO becomes
aware that the holder is deceased.
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13. Can aPKI certificate holder or hisor her
designated employees continue to use the PKI
certificate after the holder issuspended from practice
before the USPTO?

No, the PKI certificate holder and all of his
or her designated employees must stop using the
PKI certificate once the holder is suspended from
practice beforethe USPTO. The USPTO will revoke
the PKI certificate once the appropriate official in
the USPTO becomes aware of the suspension.

2. Authorized Assistants of the Digital Certificate
Holder

A PKI digita certificate holder is permitted to
designate more than one employee of the holder’'s
organization (or a contractor’s organization), under
the PK1 Subscriber Agreement and certificate action
form. The designated employee under the direction
and control of the digital certificate holder may use
the certificate holder's certificate to submit
documents through EFS-Web in compliance with
the PKI Subscriber Agreement and the rules and
policies of the USPTO.

The documents submitted through EFS-Web must
be signed in accordance with 37 CFR 1.4, 1.33(b),
and 11.18. If the designated employee is an assistant
who ishot an authorized party to sign the documents,
the designated employee is not responsible for the
contents of the documents submitted. Instead, the
person who signs the documents (e.g., the inventor
or aregistered practitioner who is representing the
inventor) is responsible for the contents. For
exampl e, the documents may be e ectronically signed
or ink signed by the applicant or attorney of record.
Theassistant (i.e., designated employee) who serves
the ministerial function of pickup and delivery of
documents may submit the signed documents
electronically via EFS-Web under the direction and
control of the certificate holder. (Ink signed
documents can be electronicaly scanned and then
e-filed.) This employee may aso view and retrieve
documents from Private PAIR under the direction
and control of the certificate holder in compliance
with the PK1 Subscriber Agreement.

It also should be noted that the assistant could pay
the fees associated with the submission in the
EFS-Web process. This is comparable to the paper
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practice in which law firms designate individuals to
pay fees.

F. Signature Policy

Signaturesincluded in image attachments submitted
via EFS-Web are governed by the requirements of
37 CFR 1.4(d)(3).

If the signer is submitting an application through
EFS-Web as PDF files, he or she may apply either
ahandwritten signature in compliance with 37 CFR
1.4(d)(1) or an S-signature in compliance with 37
CFR 1.4(d)(2) before scanning the document or
converting it to a PDF file  Alternatively,
correspondence submitted through EFS-Web may
be signed by a graphic representation of a
handwritten signature as provided for in 37 CFR
1.4(d)(1) or a graphic representation of an
S-signature as provided for 37 CFR 1.4(d)(2). See
37 CFR 1.4(d)(3). Any follow-on documents, such
as responding to a Notice to File Missing Parts of
Nonprovisional Application or an amendment filed
in an application, must aso be signed in accordance
with applicable requirements. See 37 CFR 1.33(b).
Even though a new patent application is entitled to
a filing date if it complies with all the statutory
requirements set forth in 35 U.S.C. 111(a) or (b), it
is noted that when filing a new application by
EFS-Web, a signed transmittal form or a signed
application data sheet (ADS) is recommended for
identification purposes, and any nonpublication
request and certification that accompany the
application must be signed.. The correspondence
address must be set forth in either an application
data sheet or clearly set forth in another paper
submitted with the application, which must be

signed. See 37 CFR 1.33(a).

The presentation to the USPTO (whether by signing,
filing, submitting, or later advocating) of any
document constitutes a certification under 37 CFR
11.18(b). See 37 CFR 1.4(d)(4).

G. Submission of Pre-Grant (Eighteen-Month)
Publication RequestsVia EFS-Web

EFS-Web enables users to eectronically submit

pre-grant publication requests for amended
publication, redacted publication, early publication,
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voluntary publication, or republication under 37 CFR
1.215, 1.217, 1.219, and 1.221(a) via EFS-Web.

When filing pre-grant publication requests via
EFS-Web, the appropriate form-fillable application
data sheet (PTO/AIA/14 or PTO/SB/14) isrequired
to be used for fulfilling the bibliographic data
requirements.  An electronic submission for
voluntary  publication, amended publication,
republication (37 _CFR 1.221(a)) or redacted
publication must be submitted as a “Pre-Grant
Publication” by selecting the“ Pre-Grant Publication”
radio button on the EFS-Web data collection screen.
It is not sufficient for a user to submit a document
via EFS'Web requesting amended publication,
redacted publication, early publication, voluntary
publication, or republication without also selecting
the “Pre-Grant Publication” radio button on the
EFS-Web data collection screen.

While the Office may publish certain amendments
in the Pre-Grant Publication, to be entitled to have
the patent application publication be based upon a
copy of the application (specification, drawings, and
the application data sheet and/or the inventor’s oath
or declaration) as amended, applicant must supply
such acopy viaEFS-Web as set forth above. See 37

CFR 1.215(c).

H. Submission of Supplemental Examination Requests
via EFS-Web

Patent owners may submit arequest for supplemental
examination via the electronic filing system
(EFS-Web). When filing a new request for
supplemental examination, the patent owner should
select the filing option “New
application/proceeding”, and  then  select
“Supplemental Examination.” Any paper(s) that are
to befiled in an existing supplemental examination
proceeding, and any paper(s) that are to be filed in
areexamination proceeding ordered as aresult of a
supplemental examination proceeding, may befiled
by selecting “ Existing application/patent/proceeding”
(e.g., aproceeding that has already been assigned a
control number), “Documents/Fees for an existing
application/proceeding”, and then entering the
assigned control number and confirmation number
for the proceeding.
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I. Filing of Third-party Preissuance Submissionsand
Citation of Prior Art and Written Statementsin Patent
Files Filed via EFS-Web

Registered and unregistered eFilers may submit a
third-party preissuance submission in any
non-provisional utility, design, or plant application,
including any continuing application. The application
may be pending or abandoned and need not be
published. To submit a third-party preissuance
submission, the radio button “Third-Party
Preissuance Submission under 37 CFR 1.290" must
be selected. To submit a Third-Party Preissuance
Submission, sign on to EFS-Web, select the
“Existing application/patent” radio button. The Web
screen will expand to display additional options.
Select the radio button located next to “ Third-Party
Preissuance Submission under 37 CFR 1.290" and
enter the Application Number and Confirmation
Number. The Confirmation Number can be obtained
by viewing the application in the Public Patent
Application Information Retrieval (PAIR) System.

Registered and unregistered eFilers may submit a
prior art and/or written statement submission into a
patent file under 37 CFR 1.501, at any time during
the period of enforceability of the patent. A
submission into a patent file under 37 CFR 1.501
cannot be filed via EFS-Web in design or plant
patents. To submit a 37 CFR 1.501 submission,
select the radio button “Prior Art Submission into
Patent File under 37 CFR 1.501" and enter the
Application Number and Patent Number.

J.  Submission of Interim Copies of Foreign Priority
Documents via EFS-Web

Interim copies of foreign priority documents as
provided for in 37 CFR 1.55(j) may be submitted
via EFS'Web in (i) applications filed under 35
U.S.C. 111(a), except for plant patent applications
and design applications, and (ii) national stage
applicationsunder 35 U.S.C. 371. See 37 CFR 1.55
for details regarding claims for foreign priority,
including the timing for submitting interim copies.
See MPEP § 215 et seq.

The following are Frequently Asked Questions
(FAQs) regarding interim copies of foreign priority
applications:
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1. If an applicant submits an interim copy of a
foreign priority application, will the applicant still
need to provide a certified copy of the foreign
priority document? How will an interim copy
submission be reflected in the USPTO’s records?

Yes. If an applicant files an interim copy of
aforeign priority application, the applicant must
provide a certified copy of the foreign priority
document before patent grant in order to perfect the
priority claim. Aninterim copy of aforeign priority
application will be entered into the file wrapper of
the application in which it was filed and labeled as
“Interim copy of Foreign Priority Document.”

2. Arethere any specia instructions for filing
an interim copy of the foreign priority application?

Yes. Main parts of the interim copy of the
foreign priority application, i.e., Abstract, Drawings,
Specification, Claims, and where applicable,
Sequence Listing or Computer Program Listings,
along with the separate cover sheet required by 37
CFR 1.55()), may befiled asasingle PDF file via
EFS-Web (or asasingle paper document). The PDF
filewill be stored in the Image File Wrapper of the
application, and applicants must select the document
description “Interim copy of Foreign Priority
Application” to index this document when filing
online.

Application partsthat werefiled in aforeign
patent office only as plain text computer files (e.g.
TXT file), such as a Sequence Listing, lengthy
Tables(s), or Computer Program Listing appendix,
may befiled asa TXT file viaEFS-Web (or on
compact disc). When filing online via EFS-Web,
applicants must select the document description
“Interim copy of Foreign Priority (text file)” toindex
aplain text file part of the application. Please note
that EFS-Web will not perform preliminary
validation on an interim sequence listing text file,
and that a sequence listing in an interim copy of a
foreign priority document over 25 MB must be split
into multiplefiles under the 25 MB upload limit . If
aTXT fileisfiled on compact disc, the compact disc
must be labeled as “ Text File of Interim Copy of
Foreign Priority Application” along with (1) the
country code and application number of the foreign
priority document, (2) at least two pieces of
identifying information for the application (e.g.,
application number, docket number, title, etc.) in
which the interim copy of the foreign application
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was filed, and (3) if multiple compact discs are
submitted, alabel indicating their order (e.g. “1 of
X").

Thefile name of each TXT file must begin
with the country code and application number of the
foreign priority application of whichitisapart (any
punctuation or spacein the application number must
either be omitted or replaced with adash “-* or
underscore” " character); e.g.
“EP111838637_SequencelListing.txt” or
“EP_11183863 7 Table2’.Whereanorigina TXT
file must be split into multiple parts, the file name
for each part should indicate the order; for example,
EP111838637_SeqgList_partlof2.txt and
EP111838637_SeqList_part20of2.txt.

K. Submission of Photographs and Drawings via
EFS-Web

The USPTO prefers black and white line drawings
asprescribed in 37 CFR 1.84(a)(1) when applicants
are required to submit drawings in patent
applications. Pursuant to 37 CFR 1.84(a)(2), color
drawings are permitted in design applications filed
under 35 U.S.C. chapter 16. As stated in 37 CFR
1.84(a)(2) color drawings are not ordinarily
permitted in utility patent applications, and as stated
in 37 CFR 1.84(b), photographs are not ordinarily
permitted in utility or design patent applications, but
the USPTO will accept photographs in utility or
design patent applications, or color drawings in
utility patent applications, if they are the only
practicable medium for illustrating the claimed
subject matter. The photographsand color drawings
submitted in utility or design patent applications
must be of sufficient quality such that all detailsin
the photographs and drawings are reproducible in
black and white in the printed patent.

Drawings submitted in PCT internationa
applications are required to comply with PCT Rule
11.13, which does not permit color drawings.
Furthermore, there is no provision for photographs
in PCT international applications. Nevertheless,
black and white photographswill be accepted where
itisimpossibleto present in adrawing what isto be
shown (e.g., crystaline structures). Color
photographs are not permitted in PCT international
applications.
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Color drawings and photographs (in black and white
or in color) may be submitted in international design
applications as provided under Section 401 of the
Administrative Instructions for the Application of
the Hague Agreement. See subsection N for
additional information concerning international
design applications.

The USPTO may object to the drawings and
photographs, and require corrections or deletions if
they do not comply with 37 CFR 1.84 or PCT Rule
11.13. Additionally, since color drawings are not
permitted in PCT international applications, color
drawings and color photographs filed in a national
stage application under 35 U.S.C. 371 will betreated
as an amendment and will be objected to if they
introduce new matter.

1. Typesof Photographsand Drawings Permitted to
beFiled via EFS-Web

Black and whiteline drawings may be submitted via
EFS-Web in the types of patent applications and
proceedings listed in subsection B.1., above.
However, photographs, color drawings, grayscae
drawings, and other drawings that are not black and
whiteline drawings may be submitted via EFS-Web
in only the following types of applications and
proceedings:

(1) Nonprovisional design patent applications,
including reissue design patent applications;

(2) Provisional applications under 35 U.S.C.
111(b);

(3) Nonprovisional utility patent applications
under 35 U.S.C. 111(a), including reissue utility
patent applications;

(4) U.S. national stage applications under 35
U.S.C. 371, including reissue utility patent
applications;

(5) International design applications;

(6) Reexamination proceedings for utility or
design patents; and

(7) Supplemental examination proceedingsunder
35U.S.C. 257.

Rev. 07.2015, October 2015
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Only black and white photographs, and black and
white line drawings, may be submitted viaEFS-Web
in PCT international applications.

2. Document Description for Photograph and
Drawings

Users must select the correct document description
when submitting photographs and drawings via
EFS-Web.  Selecting an incorrect document
description may cause the photographs and drawings
to be processed in aquality that is not sufficient for
examination and publication. Applicant must select:

(1) “Drawings—only black and whiteline
drawings’ (document code “DRW”) for the
following:

(@) Black and whiteline drawingsin:

(i) provisional applications under 35
U.S.C. 111(b);
(if) nonprovisional utility patent

applications under 35 U.S.C. 111(a), including
reissue utility patent applications;

(iii) PCT international applications and
national stage applicationsunder 35 U.S.C. 371; and

(iv) reexamination proceedingsfor utility
patents.

These drawings will be converted into TIFF
images and stored in IFW.

(b) Black and white line drawingsin design
applications, including reissue design patent
applications, international design applications, and
reexamination proceedingsfor design patents. These
drawings will be stored in SCORE, and ablack and
white copy will be stored in IFW along with a
SCORE placeholder sheet.

(2) “Drawings—other than black and white
linedrawings’ (document code “DRW.NONBW")
for the following:

() Photographs, color drawings, grayscale
drawings, and other drawings that are not black and
white line drawingsin:

(i) provisional applications under 35
U.S.C. 111(b);

(if) nonprovisional utility and design
patent applicationsunder 35 U.S.C. 111(a), including
reissue utility and design patent applications;
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(iii) national stage applications under 35
U.S.C. 371;

(iv) international design applications;

(v) reexamination proceedingsfor utility
patents and design patents; and

(vi) supplemental examination
proceedings.

These drawings will be stored in SCORE,
and a black and white copy will be stored in IFW
along with a SCORE placeholder sheet.

(b) Black and white photographs, and
grayscale drawings, in PCT international
applications. These drawingswill be stored in
SCORE, and a black and white copy will be stored
in IFW aong with a SCORE placeholder sheet.

3. Additional Requirements

For color drawings in utility patent applications, a
petition filed under 37 CFR 1.84(a)(2) explaining
why the color drawings are necessary is required.

See MPEP 8§ 608.02. Pursuant to 37 CFR
1.84(a)(2)(ii), only one set of color drawings is
necessary when filing via EFS-Web.

EFS-Web supportsthe use of black and white, color,
or grayscale images within the PDF document.
However, grayscale or color images filed as
“drawings - other than black and white line
drawings’ in a utility patent application will be
converted to black and white images when stored
into IFW. The quality of black and white images
may be degraded. To obtain sufficient quality so
that al detailsintheimagesarereproduciblein black
and white in the eighteen-month publication and the
printed patent, images should be scanned at a
minimum resolution of 300 DPI. Furthermore, PAIR
is only capable of displaying portrait orientation.
Users should not submit landscape oriented drawings
via EFS-Web because PAIR will automatically
convert the image to portrait, which may cause the
images to be distorted during viewing.

For international design applications, EFS-Web
supports the use of black and white, color, or
grayscaleimageswithin aJPEG document. To obtain
sufficient image quality for purposes of WIPO
publication of the international application and any
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subsequent U.S. patent that may issue thereon, image
resolution should be between 250x250 DPI to
300x300 DPI. In addition, the images should have
at least a one pixel border, and preferably between
1-20 pixel. See subsection N for further information
concerning reproductions in international design
applications.

L. TextFilesand FileLimits

1. Biotechnology SequenceListings, LargeTables, or
Computer Program Listing Appendices Submitted as
Text Filesvia EFS-Web

Biotechnology sequence listings, large tables, and
computer program listing appendices may be
submitted asASCI|I text fileswith a“.txt” extension
(e.g., “seglist.txt”) for applications filed under 35
U.S.C. 111, national stage applications under 35
U.S.C. 371, reexamination proceedings, and
supplemental examination proceedings. The compact
disc practice of 37 CFR 1.52(e) and 1.821 et seq.
remainsasafiling option. Thefiling of international
applicationsviaEFS-Web is discussed in subsection
M., below.

Users may submit the following document types, as
specified in 37 CFR 1.52(€), as ASCI| text filesvia
EFS-Web instead of on compact disc, provided the
specification contains a statement in a separate
paragraph that incorporates by reference the material
in the ASCII text file identifying the name of the
ASCII text file, the date of creation, and the size of
the ASCII text filein bytes:

(1) A computer program listing (see 37 CFR
1.96);

(2) A sequencelisting (submitted under 37 CFR
1.821); or

(3) Any individual table (see 37 CFR 1.58) if
the table is more than 50 pagesin length, or if the
total number of pages of al of the tablesin an
application exceeds 100 pagesin length, wherein a
table pageisapage printed on paper in conformance
with 37 CFR 1.52(b) and 1.58(c).

The requirements of 37 CFR 1.52(e)(3)-(6) for
documents submitted on compact disc are not
applicable to computer program listings, sequence
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listings, and tables submitted asASCI | text filesvia
EFS-Web. However, each text file must be in
compliance with ASCII and have a file name with
a“.txt” extension. Further, the specification must
contain an incorporation-by-reference of the material
in the ASCII text file in a separate paragraph
identifying the name of the ASCI| text file, the date
of creation, and the size of the ASCII text file in
bytes similar to the requirements of 37 CFR
1.52(e)(5) for compact discs. See 37 CFR 1.77(b)(5).

It is recommended that a sequence listing be
submitted in an ASCI| text file via EFS-Web rather
than in aPDF file. If asequence listing ASCII text
file submitted via EFS-Web on the application filing
date complies with the requirements of 37 CFR
1.824(a)(2)-(6) and (b), and applicant has not filed
a sequence listing in a PDF file, the text file will
serve as both the paper copy required by 37 CFR
1.821(c) and the computer readable form (CRF)
required by 37 CFR 1.821(e). Thus, the following
are not required and should not be submitted: (1) a
second copy of the sequence listing in a PDF file;
(2) a statement under 37 CFR 1.821(f) (indicating
that the paper copy and CRF copy of the sequence
listing are identical); and (3) a request to use a
compliant computer readable “ Sequence Listing”
that is already on file for another application
pursuant to 37 CFR 1.821(e). If such a request is
filed, the USPTO will not carry out the request but
will use the sequence listing submitted in an ASCI|
text filewith the application via EFS-Web. Checker
software that may be used to check aseguencelisting
for compliance with the requirements of 37 CFR
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of, a sequence listing (under 37 CFR 1.821(c) and
(e)) asan ASCI| text fileviaEFS-Web, the sequence
listing text file must be accompanied by: (1) a
statement that the submission does not include any
new matter, and (2) astatement that indicates support
for the amendment in the application, as filed. See
37 CFR 1.825.

Submission of the sequence listing in a PDF file on
the application filing date is not recommended.
Applicant must still provide the CRF required by 37
CFR 1.821(e), and the sequence listing in the PDF
file will not be excluded when determining the
application size fee. The USPTO prefers the
submission of a sequence listing in an ASCII text
file via EFS-Web on the application filing date
because as stated above, if applicant has not filed a
second copy of the sequencelisting inaPDF file (or
on paper) on the same day, the text filewill serve as
both the paper copy required by 37 CFR 1.821(c)
and the CRF required by 37 CFR 1.821(e). Any
sequence listing submitted in PDF format (or on
paper) on the application filing date is treated asthe
paper copy required by 37 CFR 1.821(c). If
applicant submits a sequence listing in both a PDF
file and an ASCII text file via EFS-Web on the
application filing date, a statement that the sequence
listing content of the PDF copy and the ASCII text
file copy are identical is required. In situations
where applicant files the sequence listing in PDF
format and requests the use of the CRF of another
application under 37 CFR 1.821(€), applicant must
submit a letter and request in compliance with 37
CFR 1.821(e) and a statement that the PDF copy

1.824 is available on the USPTO website at
WwWw.uspto.gov/patents-getting-star ted/patent-basics/
types-patent-applications/utility-patent/checker-
ver sion-446. The User Notes on the Checker website
should be consulted for an explanation of errorsthat
arenot indicated, and content that is not verified, by
the Checker software.

If auser submits a sequence listing (under 37 CFR
1.821(c) and (e)) asan ASCI| text file via EFS-Web
inresponseto arequirement under 37 CFR 1.821(q)
or_(h), the sequence listing text file must be
accompanied by a statement that the submission does
not include any new matter which goes beyond the
disclosure of the application asfiled. Inaddition, if
a user submits an amendment to, or a replacement
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filed in the new application is identical to the CRF
filed in the other application.

2. Application Size Fee

Any sequencelisting submitted asan ASCI| text file
via EFS-Web that is otherwise in compliance with
37 CFR 1.52(e) and 1.824(a)(2)-(6) and (b), and any
computer program listing submitted as an ASCII
text fileviaEFS-Web that is otherwisein compliance
with 37 CFR 1.52(e) and 1.96, will be excluded
when determining the application size fee required
by 37 CFR 1.16(s) or 1.492(j) as per 37 CFR

1.52(f)(12).

500-46


http://www.uspto.gov/patents-getting-started/patent-basics/types-patent-applications/utility-patent/checker-version-446
http://www.uspto.gov/patents-getting-started/patent-basics/types-patent-applications/utility-patent/checker-version-446
http://www.uspto.gov/patents-getting-started/patent-basics/types-patent-applications/utility-patent/checker-version-446

RECEIPT AND HANDLING OF MAIL AND PAPERS

Regarding a table submitted as an ASCII text file
via EFS-Web that is part of the specification or
drawings, each three kilobytes of content submitted
will be counted as a sheet of paper for purposes of
determining the application size fee required by 37
CFR 1.16(s) or 1.492(j). Each table should be
submitted as a separate text file. Further, the file
name for each table should indicate which table is
contained therein.

3. SizeLimit for Text Files

One hundred (100) megabytes is the size limit for
seguence listing text files submitted via EFS-Web.

If a user wishes to submit an electronic copy of a
sequencelisting text file that exceeds 100 megabytes,
it is recommended that the user file the application
without the sequence listing using EFS-Web to
obtain the application number and confirmation
number, and then file the sequence listing on
compact disc in accordance with 37 CFR 1.52(€) on

the same day by using Priority Mail Expr&es® from

the USPS in accordance with 37 CFR 1.10, or hand
delivery, in order to secure the same filing date for
al partsof the application. Alternatively, auser may
submit the application on paper and include the
electronic copy of the sequence listing text file on
compact disc in accordance with 37 CFR 1.52(e).
Sequence listing text files may not be partitioned
into multiple files for filing via EFS-Web as the
EFS-Web systemisnot currently capable of handling
such submissions.  If the sequence listing is filed
on a compact disc, the sequence listing must be a
single document, but the document may be split
using software designed to divide afile, that is too
large to fit on a single compact disc, into multiple
concatenated files. If the user breaks up a sequence
listing so that it may be submitted on multiple
compact discs, the compact discs must be labeled to
indicate their order (e.g., “1 of X", “2 of X”).

JPEG image files submitted via EFS-Web in
international design applications, and PDF image
files submitted in international design applications
using the “Attach Reproductions’ section of the
“Attach Documents’ EFS-Web screen, are limited
to afile size of two megabytes. See subsection N for
additional information concerning international
design applications.
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For all other file types, 25 megabytes is the size
limit. If auser wishesto submit an electronic copy
of acomputer program listing or table that is larger
than 25 megabytes, it is recommended that the
electronic copy be submitted on compact disc via

Priority Mall Express® fromthe USPSin accordance
with 37 CFR 1.10 on the date of the corresponding
EFS-Web filing in accordance with 37 CFR 1.52(e)
if the user wishes the electronic copy to be
considered to be part of the application as filed.
Alternatively, the user may submit the application
in paper and include the electronic copies on
compact disc in accordance with 37 CFR 1.52(€).
Another alternative would be for the user to break
up a computer program listing or table file that is
larger than 25 megabytes into multiple filesthat are
no larger than 25 megabytes each and submit those
smaller files via EFS-Web. If the user chooses to
break up alarge computer program listing or table
file so that it may be submitted electronically, the
file names must indicate their order ( e.g., “1 of X",
“2 of X”).

4. Limit on the Number of Electronicfilesin a Single
EFS-Web Submission

Sixty (60) electronic files is the file number limit
per submission, as EFS-Web isnot currently capable
of accepting morethan 60 electronic filesin any one
submission (subject to certain exceptions for
international design applications set forth below).
Accordingly, if an application file is comprised of
morethan 60 electronicfiles, it isrecommended that
the user submit 60 or fewer filesin an initial filing
via EFS-Web at which time the application will be
assigned an application number. Notethat regarding
the 60 electronic file limit per submission, an
applicant may upload and validate in sets of up to
20 files each, with a limit of three sets of 20 files.
If applicant chooses to divide a file into multiple
parts using the multi-doc feature, each part is counted
asonefile. Thenthe user may submit any additional
electronic files as follow-on documents later on the
same day astheinitial filing. Thiswill alow al of
the electronic files making up the application to
receive the same filing date.

For international design applications, the 60
electronic files limit per submission excludes
electronic files of reproductionsthat are attached via
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the “Attach Reproductions’ section of the “Attach
Documents’ screen in EFS-Web (available for
submissions through the USPTO as an office of
indirect filing prior to transmittal of the application
to the International Bureau) or attached via the
“Attach JPEG Reproductions’ section of the “Attach
Documents’ screen in EFS-Web (available after
transmittal of an international design application to
the International Bureau or, where the USPTO was
not an office of indirect filing, after receipt of the
WIPO publication of an international design
application designating the United States). The
“Attach Reproductions” section alows up to 5000
(up to 100 designs with 50 views per design)
additional single-page PDF and JPEG image files
to be uploaded in one submission. The“Attach JPEG
Reproductions” section allows up to 50 additional
JPEG imagefilesto be uploaded in one submission.
See subsection N for further information concerning
international design applications.

5. Complex Work Units

Under the Complex Work Unit Pilot Program,
complex work units (such as chemica structure
drawings, mathematical formulae, three-dimensional
protein crystalline structure data and table data) may
be submitted as ASCII text files via EFS-Web for
applicationsfiled under 35 U.S.C. 111, national stage
submissions under 35 U.S.C. 371, reexamination
proceedings, and supplemental examination
proceedings. Complex work units cannot be
submitted as ASCII text files in PCT international
applications. More information is available on the
USPTO website a  www.uspto.gov/patent/
initiatives/complex-wor k-unit-pilot-program.

M. New PCT International Applications, New National
Stage Submissions, and Associated Documents

Theterm “PCT international application” asusedin
this subsection refersto an international application
filed under the PCT. The term “national stage
submission” as used in this subsection refers to an
international application where a submission has
been made to enter the U.S. national stage under 35
U.S.C. 371.
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1. New PCT International Applications Filed under
the PCT with the United States Receiving Office

EFS-Web enables users to electronicaly file PCT
international applications with the United States
Receiving Office (RO/US). The required page size
for PCT international applicationsfiled viaEFS-Web
in PDF format isA4 (29.7 cm x 21 cm). See PCT
Rule 11.5. See subsection M.7., below, for more
information about follow-on submissions during the
international phase.

a. The Request

EFS-Web permits users to submit PCT-EASY.zip
files created by PCT-SAFE when operated in the
PCT-EASY mode. On the Contents screen in
PCT-SAFE, both PCT-EASY and EFS-Web should
be marked. A PCT-EASY.zip file will contain the
PCT Request and a fee calculation sheet in PDF
format, which are converted to TIFF images and
loaded into the image file wrapper by the USPTO.

PCT-SAFE permitsusersto create and electronically
sign using an S-signature the PCT Request, including
the Declaration of Inventorship, for the purposes of
filing via EFS-Web with the United States Receiving
Office. PCT-SAFE when operated in the
PCT-EASY mode creates a .zip file containing a
validated PCT Reguest which will entitle the
applicant to a reduction of the international filing
fee when included in a new PCT international
application filed with the RO/US. Alternatively, if
the applicant chooses not to use PCT-SAFE to create
the PCT Request and fee calculation sheet, the
applicant may use Form PCT/RO/101 (or equivalent)
for the Request and attach it to the EFS-Web
submission as a PDF document.

b. Other Documents

All other documentsincluding application parts(e.g.,
description, claims, drawings and abstract) and
accompanying items MUST be separately prepared
as PDF documents and attached to the EFS-Web
submission. See subsection M.3., below, for more
information on sequence listings.

Moreinformation regarding filing PCT international
applications is available on the USPTO website
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(www.uspto.gov/sites/default/files/patents/pr ocess
filelefs/guidance/indexing-pct-new-appl.pdf).

2. Specific Requirementsfor Drawingsor Photographs

a. PCT International Application

Drawings submitted in PCT international
applications are required to comply with PCT Rule
11.13, which does not permit color drawings.
Furthermore, there is no provision for photographs.
Nevertheless, black and white photographs will be
accepted where it is impossible to represent in a
drawing what is to be shown (eg., crystalline
structures). Color photographs are not permitted in
PCT international applications. Also see subsections
B.2 and K.1, above.

The USPTO may object to the drawings and
photographs, and require corrections or deletionsiif
they do not comply with PCT Rule 11.13.

b. National Stage Submission:

Since color drawings and color photographs are not
permitted in PCT international applications, color
drawings and color photographs filed in a national
stage application will be treated as an amendment
and will be objected toif they introduce new matter.
See subsection K.1., above, regarding a petition to
accept color drawings.

3. Specific Requirements Pertaining to New National
Stage Submissions, I ncluding the Payment of Filing
Fee

a. Online Payment Option

The basic national fee is required in order for an
international application to enter the national stage
under 35 U.S.C. 371. See 37 CFR 1.495. Users are
permitted to submit the basic national fee with the
national stage submission under 35 U.S.C. 371 via
EFS'Web using online payment screens that
interface with the Revenue Accounting and
Management (RAM) system.
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b. Alternative Payment Methods

If the RAM system is unavailable, EFS-Web will
not permit users to make payment using the
interactive payment screens. The applicant may pay
the necessary national stage entry fee by either
including a written authorization to charge the
desired fee(s) together with the national stage
submission under 35 U.S.C. 371, or sending the

payment viaPriority Mail Express® fromthe USPS
in accordance with 37 CFR 1.10 on the same date
that the national stage submission is electronically
filed. However, applicants may not file the basic
national fee necessary to enter the national stagevia
facsimile transmission. See 37 CFR 1.6(d)(3) and

1.8(a)(2)(i)(F).

For more information on fees associated with
national stage submissionsunder 35U.S.C. 371, see
MPEP § 1893.01(c).

4. New National Stage Submissionsto Enter the U.S.
National Stage Under 35 U.S.C. 371

a. Validation by PALM

New National Stage Submission: For any new
national stage submissionsunder 35 U.S.C. 371 filed
via EFS-Web, the system automatically checks the
Patent Application Locating and Monitoring (PALM)
system to verify that no previous nationa stage
submission has been made for the particular PCT
international application referenced in the new
national stage submission. Filersshould confirm that
the correct PCT international application number is
entered on the EFS-Web screen to insure that the
correct PCT international application is initialized
asanational stage submission. If the PALM system
finds a previous national stage submission has been
made, the user will be given awarning message and
an opportunity to verify, and correct if necessary,
thereferenced PCT international application number
and filing date. If the PALM system is unavailable,
EFS Web cannot complete the PALM verification,
and thus EFS-Web will not permit a new national
stage submission under 35 U.S.C. 371 to be filed.
Therefore, if PALM is unavailable, applicants may
send a new national stage submission by hand
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delivery, or Priority Mail Expr&ss® from the USPS
in accordance with 37 CFR 1.10, to timely submit
documents and fee(s) for national stage entry.
However, applicants may not file national stage
submissions under 35 U.S.C. 371 and the basic
national fee necessary to enter the national stagevia
facsimile transmission. See 37 CFR 1.6(d)(3) and

1.8(a)(2)(1)(F).

b. Transmittal L etter

It is recommended that applicants continue to use
the Transmittal Letter to the United States
Designated/Elected Office (DO/EO/US) Concerning
a Submission Under 35 U.S.C. 371 (Form
PTO-1390) when electronicaly filing documents
for entry into the U.S. national stage under 35 U.S.C.
371. The PTO-1390 Form includes useful
information that is not otherwise collected by
EFS-Web at thistime. Filers should confirm that the
correct PCT international application number is
entered on the EFS-Web screen to insure that the
correct PCT international application is initialized
as anational stage submission.

c. Application Data Sheet

An application data sheet is recommended for new
national stage submissions.

d. Initial Processing

If atimely submission to enter the national stage of
an international application is compliant with the
conditions of 35 U.S.C. 371 and other applicable
requirements, Form PCT/DO/EO/903 indicating
acceptance of the application as a national stage
submission under 35 U.S.C. 371 will be issued in
addition to the Filing Receipt.

5. Specific Requirementsfor Nucleotide or Amino
Acid SequencelListingsin PCT International
Applications

a SequencelListing
Under PCT Rule 5.2(a), the sequence listing must

aways be presented as a separate part of the
description.  When filing a PCT internationa
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application using EFS-Web, the sequence listing
part of the description may be submitted either asa
single ASCII text file with a “.txt” extension (e.g.,
“seglist.txt”) or as a PDF file. Note that 100
megabytesisthe sizelimit for submitting asequence
listing text file viaEFS-Web. If the sequencelisting
is submitted as an ASCII text file, applicant need
not and should not submit any additional copies.
The single ASCI| text file is preferred because the
ASCII text filewill serve both asthe sequencelisting
part of the description under PCT Rule 5.2 and the
electronic form under PCT Rule 13 ter.1(a) in the
absence of a PDF sequence listing file. The check
list of the PCT Request provided via EFS-Web
together with the PCT international application must
indicate that the sequence listing forms part of the
international application. Furthermore, the statement
as set forth in paragraph 4(v) of the Al Annex C
(Administrative Instructions under the PCT, Annex
C), that “theinformation recorded in el ectronic form
furnished under Rule 13 ter is identical to the
sequence listing as contained in the international
application,” is not required. Also the sequence
listing in an ASCII text file will not be taken into
account when cal cul ating the application sheet count,
i.e,, no excess sheet fees will be required for the
sequence listing text file.

Submission of the sequence listing part of the
description in a PDF file is not recommended
because the applicant would aso be required to
supply a copy of the sequence listing in an ASCII
text file for purposes of international search and/or
international preliminary examination in accordance
with paragraph 40 of Al Annex C. When asequence
listing is filed via EFSWeb in a new PCT
international application in both a PDF file and an
ASCII text file, the PDF copy of the sequencelisting
will be considered to form part of the application and
the ASCII text file will be used for search purposes
and will be transmitted to the International Bureau
with therecord copy. The pages of the PDF file that
contain the sequence listing will be taken into
account when cal cul ating the application sheet count,
i.e., excess sheet fee may be required for the PDF
file.
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b. File Size and Quantity Limits

One hundred (100) megabytes is the size limit for
seguence listing text files submitted via EFS-Web.

Sequence listing text files must not be partitioned
into multiple files for filing via EFS-Web as the
EFS-Web dectronic filing system is not currently
capable of handling such submissions. For al other
file types EFS-Web is currently not capable of
accepting files that are larger than 25 megabytes.

Additionally, a single EFS-Web submission may
include no more than 60 electronic files. Note that
regarding the 60 electronic file limit, an applicant
may upload and validate in sets of up to 20 files
each, with a limit of three sets of 20. If applicant
chooses to divide afile into multiple parts using the
multi-doc feature, each part is counted as onefile.

The need to submit unusually large sequencelistings
and/or numerous electronic files may prevent
applicant from making acomplete PCT international
application filing in asingle EFS-Web submission.

Applicant may use EFS-Web to file part of the PCT
international application and to obtain the PCT
international  application number and the
confirmation number, and then file the remainder of
the PCT international application on the same day
as one or more follow-on submissions using
EFS-Web, in order to secure the samefiling date for
al parts of the PCT international application.

However, applicant is not permitted to file part of
the PCT international application electronically via
EFS-Web, and then file the remainder of the PCT
international application on paper to secure afiling
date of all partsof the PCT international application.

In the situation where applicant needs to file a
sequence listing that is over one hundred (100)
megabytes, applicant may use EFS-Web to file the
PCT international application without the sequence
listing to abtain the PCT international application
number and the confirmation number, and then file
the sequence listing on compact discs on the same

day by using Priority Mail Expr%s® fromthe USPS
in accordance with 37 CFR 1.10, or hand delivery,
in order to secure the same filing date for al parts
of the PCT international application. However,

Priority Mail Express® from the USPS and
hand-carried submissions may not contain PDF files
and must fully comply with the guidelinesfor filing
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a sequence listing on electronic media. The check
list of the PCT Request provided via EFS-Web
together with the PCT international application must
indicate that the sequence listing part of the
description will befiled separately on physical data
carrier(s), on the same day and in the form of an
Annex C/ST.25 text file. The sequence listing must
be asingle document, but the document may be split
using software designed to divide afile, that is too
large to fit on a single compact disc, into multiple
concatenated files. If the user breaks up a sequence
listing into multiple concatenated files so that it may
be submitted on multiple compact discs, the compact
discsmust be labeled to indicate their order (e.g., “1
of X", “2 of X").

c. Fee Determination for PCT International
Applications Containing a Sequence Listing

The caculation of the international filing fee for a
PCT international application, including asequence
listing, filed via EFS-Web is determined based on
the type of sequencelisting file. A sequencelisting
filedinan ASCII text filewill not beincluded in the
sheet count of the PCT international application. A
sequence listing filed in a PDF file will be included
in the sheet count of the PCT international
application. Therefore, the sheet count for an
EFS-Web filed PCT International application
containing both a PDF file and a text file sequence
listing will be calculated to include the number of
sheets of the PDF sequence listing.

6. Limitationsconcerning computer program listings
and tablesrelated to a sequencelisting in PCT
international applications

a. Computer Program Listings

Thereisno provision for computer program listings
inASCII text filein PCT international applications.

b. TablesRelated to a Sequence Listing

Tables related to a sequence listing must be an
integral part of the description of the PCT
international application, and must not be included
in the sequence listing part or the drawing part. Such
tables will be taken into account when calculating
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the application sheet count, and excess sheet fees
may be required. When applicant submits tables
related to a sequence listing in a PCT international
application via EFS-Web, the tables must be in a
PDF file. If applicant submits tables related to a
sequencelisting in atext file, such tableswill not be
accepted aspart of the PCT international application.
For more information, see Sequence Listings and
Tables Related Thereto in I nternational Applications
Filed in the United States Receiving Office, 1344
Off. Gaz. Pat. Office 50 (July 7, 2009).

7. Follow-on Submissionsfor PCT International
Applications

As noted above, a sequence listing in an ASCI| text
file, as well as additiona PDF files, may be
submitted in one or more follow-on submissions,
via EFS-Web. Such follow-on submissions will
form part of the PCT international application if filed
on the same date on which the PCT international
application was filed.  Note that follow-on
submissions of PDF files (including, but not limited
to, PDF sequence listings) may change the number
of pages in the PCT international application and
therefore may affect the internationa filing
fee. EFS-Web may also be used to submit a sequence
listing in an ASCII text file after the international
filing date in response to a requirement under 37
CFR 1.821(h) and PCT Rule 13 ter. Such sequence
listing will not form part of the PCT international
application as set forth in PCT Rule 13 ter.1(e).

8. Policy of Annex F of the PCT Administrative
Instructions (Al Annex F)

EFSWeb employs a Web-based approach to
document submission whichisdifferent from theAl
Annex F “wrapped, bundled and signed package’
approach. Thus EFS-Web does not meet the Al
Annex F requirements. See Annex F of the PCT
Administrative Instructions located at
Www.wipo.int/pct/en/texts.

N. International Design Applications and Associated
Documents

Theterm “international design application” as used

in this subsection refers to an application for
international registration of anindustrial design filed
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under the Geneva Act of the Hague Agreement
Concerning the International Registration of
Industrial Designs (“Hague Agreement”). The term
“Rule’” as used in this subsection refers to the
“Common Regulations Under the 1999 and the 1960
Act of the Hague Agreement”.

1. New inter national design applicationsfiled through
the USPTO as an office of indirect filing

EFS-Web enablesregistered and unregistered eFilers
to electronically file new international design
applications through the USPTO as an office of
indirect filing. To submit an international design
application through EFS-Web, users must select the
radio button “International Design Application
(Hague) for filing through the USPTO as an office
of indirect filing” after selecting the radio button
“New application/proceeding” on the main EFS-Web
screen. The documents listed below should be
included in new international design application
submissions.

a. Official form (Form DM/1):

Applicants filing international design applications
through the USPTO are required to present the
international design application on the official form
established by the International Bureau (i.e., Form
DM/1, entitled “Application for International
Registration™) or on any form having the sameform
and content as the official form. Form DM/1 is
available on the website of the International Bureau
at www.wipo.int/hague/en/forms/. The DM/1form
includes boxesfor providing information concerning
the applicant, applicant’s entitlement to file an
international design application, the creator, product
identification, designations of Contracting Parties,
priority claim, description, and other relevant
information.

eFilers should use the document description “App
for Intl Registration (DM/1 or equiv)” for a DM/1
form (or equivalent) submitted via EFS-Web. For
new international design application submissions,
EFS-Web will check for the presence of the
document description for the DM/1 form when
upload and validation functions are performed and,
if not present, will alert the user that the DM/1 form
isnot indicated as being attached. EFS-Web will not
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block submission of a new international design
application based on the missing document
description. If the DM/1 form document description
is present, EFS-Web will prompt the user to verify
that the DM/1 form indicates applicant’s entitlement
to file the international design application through
the USPTO as an office of indirect filing. The
USPTO will not transmit an international design
application to the International Bureau if applicant’s
entittement to file the application through the
USPTO is not indicated in the submission.

b. Reproductions:

Reproductions of industrial designs are required in
international design applications and may be
submitted as drawings, photographs, or a
combination thereof, and may bein black and white
or in color. See Rule 9 and Part Four of the
Administrative Instructions for the Application of
the Hague Agreement. Reproductions may be
submitted through EFS-Web as PDF or JPEG files
as set forth below. Technical requirementsregarding
image files, such as resolution, minimum and
maximum image size, border width, etc., are also
set forth on the website of the International Bureau
at www.wipo.int/hague/en/how_to/
file/prepare.html.

Reproductions may be submitted as single page PDF
or JPEG files by attaching the file(s) using the
“Attach Reproductions’ section of the “Attach
Documents’ screen. Alternatively, applicants may
attach reproductions as PDFs (including multi-page
PDFs) using the “Attach Documents other than
Reproductions” section of the “Attach Documents”
screen. Attaching compliant reproductions via the
“Attach Reproductions’ section, rather than the
“Attach Documents other than Reproductions’
section, may help to avoid incurring additional per
page publication fees that might otherwise be
required by the International Bureau. Each image
file attached through the “Attach Reproductions”
section should contain only one view of the design.
The“Attach Reproductions’ section will prompt the
user to assign adesign and view number to each file
attached under this section. The *“Attach
Reproductions’ section allows up to 5000 (up to 100
designs with 50 views per design) additional
single-page PDF and JPEG image files to be
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uploaded in one submission. The “Attach JPEG
Reproductions’ section allows up to 50 additional
JPEG image files to be uploaded in one submission.

In accordance with the technical requirements set
forth by the International Bureau, EFS-Web will not
permit submission of any PDF or JPEG file viathe
“Attach Reproductions” section that exceeds a file
size of two megabytes. For JPEG submissions,
EFS-Web will provide warningswhere requirements
pertaining to image resolution and minimum and
maximum dimensions have not been satisfied;
EFS-Web does not check color mode or border size
for JPEG images. For PDF submissions via the
“Attach Reproductions’ section, EFS-Web will not
permit submission of any PDF file that is more than
one page. In addition, EFS-Web does not check color
mode, border size, resolution, or maximum or
minimum dimensions of the reproduction (other than
certain  minimum and maximum page Size
dimensions) for PDF images. It isthe responsibility
of applicantsto ensure that reproductions satisfy al
applicable requirements.

Users attaching reproductions under either the
“Attach Reproductions’ section or the “Attach
Documents other than Reproductions’ section should
use the document description “ drawings—only black
and white line drawings’ or “drawing — other than
black and white line drawings’, as appropriate.
EFS-Web will provide awarning to users about the
possibility of incurring additiona per page
publication fees where reproductions are attached
via the “Attach Documents other than
Reproductions” section. EFS-Web will also provide
awarning to userswhere anew international design
application does not contain an indication that at
least one reproduction is attached.

Cc. Annexes.

An international design application may be
accompanied by annexes submitted for the purpose
of complying with certain national law requirements
that may be applicable to a designated Contracting
Party, for example, the requirement for aninventor’'s
oath or declaration where the United States is
designated. Annex forms specific to particular
Contracting Parties are available on the website of
the International Bureau at www.wipo.int/
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hague/en/forms/. Annexes should be attached to
the EFS-Web submission using the document
description “Annex(es) to the DM/1 or equivalent”.

More information regarding filing international
design applications is available on the USPTO
website at  www.uspto.gov/patents-application-
processapplying-onlingefsweb-guidance-and-resources

2. International design application feesrequired by
or payablethrough the USPTO asan office of indirect
filing

a Transmittal fee:

International design applications filed through the
USPTO as an office of indirect filing are subject to
payment of atransmittal fee. See 37 CFR 1.1031(a).
Usersare permitted to submit the transmittal feevia
EFS'Web using online payment screens that
interface with the Revenue Accounting and
Management (RAM) system. The USPTO will not
transmit the international design application to the
International Bureau if the transmittal fee has not
been paid to the USPTO. See 37 CFR 1.1045.
Applicants are cautioned that an international design
application not received by the International Bureau
within six months from the date the international
design application is received by the USPTO wiill
not be entitled to afiling date as of the date of receipt
by the USPTO. See Rule 13.

b. International fees payableto WIPO

Certain international design application feespayable
to the International Bureau may be paid through the
USPTO asan office of indirect filing, provided such
feesare paid no later than the date of payment of the
transmittal fee. See 37 CFR 1.1031(c). Applicants
arenot required to pay such feesthrough the USPTO
but rather may pay such fees directly to the
International Bureau. Furthermore, any payment of
such fees through the USPTO must be in U.S.
dollars. As dl payments made to the International
Bureau must be in Swiss currency, the U.S. dollar
amount collected may, when converted to Swiss
currency, be different than the required Swiss
currency amount. Accordingly, applicants are
cautioned that paying such feesthrough the USPTO
may still result in arequirement by the International
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Bureau to pay additional amounts where the
conversion from U.S. dollars to Swiss currency
resultsin the International Bureau receiving lessthan
the prescribed amounts.

International fees payable to WIPO include the
prescribed fees set forth under Rule 12(1) (i.e., the
basic fee, standard designation fee(s), individua
designation fee(s), and publication fee) and Rule
11(2) (fee for a description exceeding 100 words).
The “Calculate Fees’ screen of EFS-Web does not
provide for individual selection of these fees but
rather provides for input of one lump sum in Swiss
francs. The screen includes a link to the WIPO
Industrial Design Fee Calculator
(www.wipo.int/hague/en/fees/calculator.jsp) where
users can input the appropriate data concerning their
international design applications, and the WIPO Fee
Calculator will determine the total amount of fees
required in Swiss francs. Users can then copy and
paste this amount into the “International Fees
Payable to WIPO (CHF)” field of the EFS-Web
Calculate Fees screen, and EFS-Web will calculate
the U.S. dollar amount based on current exchange
rates. EFS-Web will only permit payment of the
international feesthat are payable to WIPO until 12
midnight Eastern Time of the date of payment of the
transmittal fee required under 37 CFR 1.1031(a).

3. Follow-on submissionsin international design
applications

In accordance with the requirements of this
framework, only registered efilers may filefollow-on
submissions via EFS-Web in international design
applications.

Where an international design application wasfiled
with the USPTO as an office of indirect filing, the
USPTO will generaly not forward communications
to the International Bureau received after transmittal
of the application to the International Bureau has
been effected. Thus, for example, where the
International Bureau has sent an invitation requiring
compliance with a requirement under the Hague
Agreement, the applicant must file any reply to that
invitation directly with the International Bureau to
avoid abandonment or other loss of rights under the
treaty. See 37 CFR 1.1045.
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The available document descriptions and fees that
may be paid through EFS-Web will differ depending
on stage of theinternational design application. After
transmittal of theinternational design application to
the International Bureau has occurred, the document
descriptions and fees that may be paid through
EFS-Web include those that would be relevant for
U.S. national processing and examination. Follow-on
submissionsfiled after transmittal of theinternational
design application to the International Bureau but
prior to WIPO publication of theinternational design
application designating the United States will
generally be presumed to have been intended for
consideration by the USPTO acting asan examining
office for the application. Accordingly, action by
the Office on any such submission will generaly be
taken after receipt of the WIPO publication of the
international design application designating the
United States.

No follow-on submission or fee payment isrequired
from the applicant to initiate examination of an
international design application that designates the
United States. Upon receipt by the Office of the
WIPO publication of an international design
application designating the United States, the Office
will prepare the application file for examination.
Registered users may, in accordance with this
framework, file follow-on submissions in the
international design application via EFS-Web
relevant to U.S. national processing and examination.
Reproductions amended pursuant to 37 CFR 1.121
may be submitted via EFS-Web as either PDF or
JPEG electronic files. Any such JPEG file must be
attached to the EFS-Web submission using the
“Attach JPEG Reproductions’ section of the“Attach
Documents’ EFS-Web screen. See Section L3 for
JPEG filesize limitsand Section L4 for the limit on
the number of JPEG files that may be attached in
one submission.

Il. Additional Information

The USPTO website provides additiona information
on EFS‘Web and PAIR, such as instructions,
guidelines, frequently asked questions, and tutorials.
Users may contact the Patent EBC for assistance
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with EFS-Web and PAIR as well as for requesting
PKI digital certificates and customer numbers.

503 Application Number and Filing Receipt
[R-07.2015]

37 CFR 1.54 Parts of application to befiled together; filing
receipt.

(a) Itisdesirablethat al parts of the complete application
be deposited in the Office together; otherwise, aletter must
accompany each part, accurately and clearly connecting it with
the other parts of the application. See § 1.53(f) and (g) with
regard to completion of an application.

(b) Applicant will be informed of the application number
and filing date by afiling receipt, unless the application is an
application filed under § 1.53(d). A letter limited to arequest
for afiling receipt may be signed by ajuristic applicant or patent
owner.

I. APPLICATION NUMBER

Application numbers consisting of a series code and
aserial number are assigned by the Office of Patent
Application Processing (OPAP) immediately after
mail has been opened. If an applicationisfiled using
the Office's eectronic filing system, EFS-Web
provides an Acknowledgement Receipt that contains
atime and date stamp, an application number and a
confirmation number.

The following series codes are assigned to the
applications identified below:

(A) 01/ - 14/ - for nonprovisional applications
(utility, plant, and reissue), during thefollowing time
periods:

01 —1925 to 1934,

02 — 1935 to 1947,

03 — 1948 to 1959,

04 — 1960 to 1969,
05—1970to 1978,

06 — 1979 to 1986,

07 — 1987 to 1992,

08 — 1993 to 1997,

09 — 1998 to Nov. 2001,

10 — Dec. 2001 to Nov. 2004,
11 — Dec. 2004 to Dec. 2007,
12 — Dec. 2007 to Mar. 2011,
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13— Dec. 2010 to Aug. 2013; and
14 — Aug. 2013 to present;
(B) 29/ - for design applications;
(C) 60/ and 61/ - for provisional applications;

(D) 90/ - for ex parte reexamination
proceedings,

(E) 95/ -for inter partes reexamination
proceedings; and

(F) 96/ - for supplemental examination
proceedings and resulting ex parte reexamination
proceedings.

If a self-addressed postcard is submitted with a
patent application, that postcard will be provided
with both the receipt date and application number
prior to returning it to the addressee. The application
number identified on such a postcard receipt is
merely the preliminary assignment of an application
number to the application, and should not be relied
upon (e.g., with respect to foreign filings) as
necessarily representing the application number
assigned to such application. See 37 CFR 1.53(b).

Theidentifying data on the postcard should include:

(A) inventor’'s name(s);
(B) title of invention;

(C) number of pages of specification, claims (for
nonprovisional applications), and sheets of drawing;

(D) whether the inventor's oath or declaration is
included;

(E) alist of any additional forms included with
the application (e.g., application transmittal form,
application data sheet, fee transmittal form, and/or
provisional application cover sheet); and

(F) amount and manner of paying the fee.

A return postcard should be attached to each patent
application for which areceipt is desired.

It isimportant that the return postcard itemize all of
the components of the application. If the postcard
does not itemize each of the components of the
application, it will not serve as evidence that any
component which was not itemized was received by
the United States Patent and Trademark Office
(USPTO). See subsection |11, below, for additional
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information pertaining to return postcards. It should
be recognized that theidentification of an application
by application number does not necessarily signify
that the USPTO has accepted the application as
complete (37 CFR 1.53(q)).

For applicationsfiled via EFS-Web, after the Office
receives a successful submission, an Electronic
Acknowledgement Receipt is sent to the person filing
the application. The acknowledgment receipt
contains the "receipt date" the time the
correspondence was received at the Office (not the
local time at the submitter's location), and a full
listing of the correspondence submitted. The
Electronic Acknowledgement Receipt is the
electronic equivalent of a postcard receipt. See
MPEP § 502.05.

Il. FILING RECEIPTS

OPAP mailsafiling receipt to the attorney or agent,
if any, otherwise to the applicant, at the
correspondence address of record for each
application filed which meets the minimum
requirements to receive a filing date. The filing
receipt includes the application number, filing date,
aconfirmation number, asuggested classinthe U.S.
Patent Classification System (see MPEP § 902.01),
and the number of an art unit where the application
is likely to be examined. The filing receipt also
includes other information about the application as
applicable, such as continuing data, national stage
data, foreign priority data, foreign filing license data,
entity status information, and the date the Office
anticipates publishing the application under 35
U.S.C. 122(b). The filing receipt represents the
official assignment by the USPTO of a specific
application number and confirmation number to a
particular application. See 37 CFR 1.54(b). The
application number officially assigned to an
application on the filing receipt may differ from the
application number identified on a postcard receipt
submitted with such application, and, as between
inconsistent filing recei ptsand postcard receipts, the
application number on the filing receipt is
controlling.

The confirmation number isafour-digit number that
is assigned to each newly filed application. The
confirmation number, in combination with the
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application number, is used to verify the accuracy
of the application number placed on correspondence
filed with the Office to avoid misidentification of
an application due to a transposition error in the
application number. The confirmation number may
be found in the upper left-hand corner of the filing
receipt. The confirmation number will also be
available through the Patent Application Information
Retrieval (PAIR) system. The Office includes the
application’s confirmation number (in addition to
the application number) on the cover sheet
accompanying Office actionsand on filing receipts.
The confirmation number must be used when
submitting an electronic filing system (EFS-Web)
copy of the application for publication to verify that
the application number correctly identifies the
application for which a copy is being submitted
for publication. The Office also recommends that
applicants include the application’s confirmation
number (in addition to the application number) on
all correspondence submitted to the Office
concerning the application.

A continued prosecution application (CPA) filed
under 37 CFR 1.53(d) (design applications only)
will be assigned the application number of the prior
application for identification purposes.

A nonprovisional application, other than a CPA filed
under 37 CFR 1.53(d), isentitled to afiling date as
of the date of receipt of the specification, including
claims, and any required drawing. See 37 _CFR
1.53(b). Thefiling receipt will be mailed at thetime
a determination is made that the application meets
the minimum requirements to receive afiling date.
The inventor's oath or declaration, basic filing fee,
and search fee and examination fee as set forth in
37 CFR 1.16, may befiled later than the remaining
application papers, but if so, they must be
accompanied by the required surcharge (if
appropriate, see MPEP § 506). See 37 CFR 1.53(f).
If the inventor's oath or declaration, basic filing fee,
and/or any required search fee and examination fee
with the appropriate surcharge are not timely filed,
the application will be abandoned. For original
(non-reissue) applicationsfiled on or after September
16, 2012, the filing of the inventor’'s oath or
declaration may be postponed until the datetheissue
feeispaid if an application data sheet in accordance
with 37 CFR 1.76 is timely filed providing the
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required inventor information. See 35 U.S.C. 115(f)
and 37 CFR 1.53(f). The surchargerequired for filing
theinventor’s oath or declaration after thefiling date
of the application, however, must be paid on filing
of the application or in response to a Notice to File
Missing Parts. Also, for applicationsfiled on or after
December 18, 2013, the filing of at least one claim
may be postponed until the expiration of the time
period set in Noticeto File Missing Parts. Claim(s)
and the surcharge must be filed in response to the
Notice to File Missing Parts. See MPEP § 506.

A provisional application filed on or after December
18, 2013 is entitled to afiling date as of the date of
receipt of the specification, with or without claims,
in the Office (37_CFR 1.53(c)); a provisional
application filed before December 18, 2013 must
also include any required drawings to be entitled to
afiling date (pre-PLT (AIA) 37 CFR 1.53 (c)). See
also MPEP _§ 608.02, subsection |. See 37 CFR
1.53(c). A cover sheet (37 CFR 1.51(c)(1)), which
may be an application data sheet (37 CFR 1.76) or
a cover letter, identifying the application as a
provisional application is required to prevent the
provisional application from being treated as a
nonprovisional application. 37 CFR 1.53(c)(1).

Each application which meets the minimum
requirementsto receive afiling dateisgiven afiling
date. It is important, when referring to application
files, to identify them by their filing dates and
confirmation numbers as well as by application
numbers.

Attorney docket numbers must be limited to a
maximum of 25 characters to prevent truncation.
The Patent Application Locating and Monitoring
(PALM) system data base alows a maximum of 25
charactersfor the attorney docket numbers. Spaces,
dlashes, and hyphens will no longer be included in
the entered docket number on the officia filing
receipt. In an application where CASE or
NAVY-CASE appears before the first character in
the docket number, only the characters after CASE
or NAVY-CASE will beentered ontheofficial filing
receipt.

The application papers are processed by OPAP and

added to the Office’s Image File Wrapper (IFW)
system.
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Applications which are entitled to a filing date,
whether filed by regular mail, by Priority Mail

Express® under 37 CFR 1.10, by hand-delivery, by
the Office's Electronic Filing System (EFS-Web),
or otherwise, will not be returned to applicant even
if requested. See 37 CFR 1.59. Accordingly,
applicants must be careful not to file applications
which are not intended to be filed, e.g., duplicates
of applications already filed. Note that 37 CFR
1.26(a) provides that a change of purpose after the
payment of a fee, as when a party desires to
withdraw thefiling of a patent application for which
thefeewas paid, will not entitle the party to arefund
of such fee. See MPEP § 607.02.

1. RETURN POSTCARD

If a submitter desires a receipt for any item (e.g.,
paper or fee) filed in the USPTO by means other
than the Office's electronic filing system, it may be
obtai ned by enclosing with the paper a self-addressed
postcard specifically identifying the item. See
subsection |, above, and MPEP_8 502.05 for
Electronic Acknowledgment Receipts. To ensure
the receipt of return receipt postcards, users must
either: (A) purchase already stamped postcardsfrom
the United States Postal Service (USPS) or affix
postage stampsto their postcards; or (B) if apostage
meter is used, ensure that the meter postmark does
not show the date. Any return receipt postcard
containing a dated meter postmark may not be
delivered by the USPS to the address provided on
the postcard. Usersare reminded that they are solely
responsible for placing the proper postage on
self-addressed postcards that are submitted to the
USPTO for the purpose of obtaining a receipt for
correspondence being filed in the USPTO. Users
should check with the USPS regarding postage and
what size cards are acceptable to the USPS. Any
return receipt postcard that does not contain
sufficient postage or is not acceptable may not be
delivered by the USPS to the address provided on
the postcard, and, if returned to the USPTO, may be
discarded.

The USPTO will stamp the receipt date on the
postcard and placeit in the outgoing mail. A postcard
receipt which itemizes and properly identifies the
items which are being filed serves as prima facie
evidence of receipt in the USPTO of dl the items
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listed thereon on the date stamped thereon by the
USPTO.

The identifying data on the postcard should be so
complete as to clearly identify the item for which a
receipt is requested. For example, the postcard
should identify the inventor's name, application
number (if known), confirmation number (if known),
filing date, interference number, title of the
invention, etc. The postcard should also identify the
type of paper being filed, e.g., new application,
affidavit, anendment, notice of appeal, appeal brief,
drawings, fees, motions, supplemental oath or
declaration, petition, etc., and the number of pages
being submitted. If anew application is being filed,
all parts of the application being submitted should
be separately listed on the postcard, e.g., the number
of pages of gpecification (including written
description, claims and abstract), number of claims,
number of sheets of drawings, number of pages of
oath/declaration, number of pages of cover sheet
(provisional application).

The postcard receipt will not serve as prima facie
evidence of receipt of any item which is not
adequately itemized on the postcard. For example,
merely listing on the postcard “a complete
application” or “patent application” will not serve
as a proper receipt for each of the required
components of an application (e.g., specification
(including claims), drawings (if necessary), oath or
declaration and the application filing fee) or missing
portions (e.g., pages, sheets of drawings) of an
application if one of the components or portion of a
component is found to be missing by the USPTO.
Each separate component should be specifically and
properly itemized on the postcard. Furthermore,
merely incorporating by reference in the postcard
receipt, the items listed in a transmittal letter will
not serveas prima facie evidence of receipt of those
items.

The person receiving the item(s) in the USPTO will
check the listing on the postcard against the item(s)
being filed to be sure they are properly identified
and that al the items listed on the postcard are
presently being submitted to the USPTO. If any of
the items listed on the postcard are not being
submitted to the USPTO, those itemswill be crossed
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off and the postcard initialed by the person receiving
theitems.

Upon return of a postcard receipt from the USPTO,
the postcard receipt should be promptly reviewed
by the person who filed theitemsto ensure that every
item specifically denoted on the postcard was
received by the USPTO. If the postcard receipt has
been annotated to indicate that a particular item
denoted on the postcard was not received by the
USPTO, the postcard receipt will not serveas prima
facie evidence of receipt of that item inthe USPTO.

504 Assignment of Application for
Examination [R-08.2012]

The Office of Patent Application Processing assigns
anonprovisional application to the art unit to which
it appears to belong. Provisional applications will
not be examined.

505 Date of Receipt Stamp [R-07.2015]

37 CFR 1.6 Receipt of correspondence.

(a) Date of receipt and Priority Mail Express® date of

deposit. Correspondence received in the Patent and Trademark
Office is stamped with the date of receipt except as follows:

(1) The Patent and Trademark Officeis not open for
the filing of correspondence on any day that is a Saturday,
Sunday, or Federal holiday within the District of Columbia.
Except for correspondence transmitted by facsimile under
paragraph (a)(3) of this section, or filed electronically under
paragraph (a)(4) of this section, no correspondence is received
in the Office on Saturdays, Sundays, or Federal holidayswithin
the District of Columbia.

(2) Correspondence filed in accordance with § 1.10
will be stamped with the date of deposit as Priority Mail

Expr&ss® with the United States Postal Service.

(3) Correspondence transmitted by facsimile to the
Patent and Trademark Office will be stamped with the date on
which the complete transmission is received in the Patent and
Trademark Office unlessthat date is a Saturday, Sunday, or
Federal holiday within the District of Columbia, in which case
the date stamped will be the next succeeding day which is not
a Saturday, Sunday, or Federal holiday within the District of
Columbia.

(4) Correspondence may be submitted using the Office
electronic filing system only in accordance with the Office
electronic filing system requirements. Correspondence submitted
to the Office by way of the Office electronic filing system will
be accorded areceipt date, which isthe date the correspondence
isreceived at the correspondence address for the Office set forth
in § 1.1 when it was officially submitted.
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The United States Patent and Trademark Office
(Office) stamps papers and fees received through
themail (other than those submitted by Priority Mail

Express® in accordance with 37 CFR 1.10), by
facsimile, or via EFS-Web with the date of their
receipt in the Office. Papersthat are hand-carried to
the Office will be date stamped at the Customer
Service Window. See MPEP § 502. The stamp is

referred to as the “ Office Date” stamp.

When the last day for taking any action or paying
any feein the Office falls on a Saturday, Sunday, or
a Federal holiday within the District of Columbia,
the action or thefeeisconsidered timely if the action
is taken or the fee is paid on the next succeeding
business day.

New patent applications filed in accordance with
37 CFR 1.10 will be stamped by the Office with the

date of deposit as Priority Mail Express® with the

United States Postal Service. For example, if anew
patent application is deposited in Priority Mail

Expr%s® in accordance with 37 CFR 1.10 on a
Saturday and the United States Postal Service gives
it a date of deposit of Saturday, the Office will
accord and stamp the correspondence with the

Saturday date. 37 CFR 1.6(a)(2).

Similarly, correspondence submitted viathe USPTO
dectronicfiling system (EFS-Web) will be accorded
a receipt date on the date the correspondence is
received at the correspondence addressfor the Office
setforthin37 CFR 1.1 (i.e., local timein Alexandria,
VA), without regard to whether that date is a
Saturday, Sunday, or Federal holiday within the
District of Columbia. See M PEP §8 502.05 and 512.

If an application as originaly filed includes the
necessary componentsfor afiling date (see 37 CFR
1.53(b)-(d) and MPEP § 506), the “Office Date”
stamp establishes the “filing date.”

506 Completenessof Original Application
[R-07.2015]

37 CFR 1.53 Application number, filing date, and completion
of application.
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(8 Application number. Any papers received in the Patent
and Trademark Office which purport to be an application for a
patent will be assigned an application number for identification
PUrposes.

(b) Application filing requirements - Nonprovisional
application. Thefiling date of an application for patent filed
under this section, other than an application for a design patent
or provisional application under paragraph (c) of this section,
isthe date on which a specification, with or without claims, is
received in Office. Thefiling date of an application for adesign
patent filed under this section, except for acontinued prosecution
application under paragraph (d) of this section, isthe date on
which the specification as prescribed by 35 U.S.C. 112, including
at least one claim, and any required drawings are received in
the Office. No new matter may beintroduced into an application
after itsfiling date. A continuing application, which may be a
continuation, divisional, or continuation-in-part application,
may be filed under the conditions specified in 35 U.S.C. 120,
121 365(c) or 386(c) and § 1.78.

(1) A continuation or divisional application that names
as inventors the same or fewer than al of the inventors named
in the prior application may be filed under this paragraph or
paragraph (d) of this section.

(2) A continuation-in-part application (which may
disclose and claim subject matter not disclosed in the prior
application) or a continuation or divisional application naming
an inventor not named in the prior application must be filed
under this paragraph.

(c) Application filing requirements - Provisional
application. Thefiling date of aprovisiona application isthe
date on which aspecification, with or without claims, isreceived
in the Office. No amendment, other than to make the provisional
application comply with the patent statute and all applicable
regulations, may be made to the provisional application after
the filing date of the provisional application.

(1) A provisional application must also include the
cover sheet required by § 1.51(c)(1), which may be an
application data sheet (§ 1.76), or a cover letter identifying the
application as a provisional application. Otherwise, the
application will betreated asan application filed under paragraph
(b) of this section.

(2) An application for patent filed under paragraph (b)
of this section may be converted to a provisional application
and be accorded the original filing date of the application filed
under paragraph (b) of this section. The grant of such arequest
for conversion will not entitle applicant to arefund of the fees
that were properly paid in the application filed under paragraph
(b) of this section. Such arequest for conversion must be
accompanied by the processing fee set forthin § 1.17(q) and be
filed prior to the earliest of:

(i) Abandonment of the application filed under
paragraph (b) of this section;

(if) Payment of the issue fee on the application
filed under paragraph (b) of this section; or

(iii) Expiration of twelve months after the filing
date of the application filed under paragraph (b) of this section.
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(3) A provisional application filed under paragraph (c)
of this section may be converted to anonprovisional application
filed under paragraph (b) of this section and accorded the
original filing date of the provisional application. The conversion
of aprovisional application to anonprovisional application will
not result in either the refund of any fee properly paid in the
provisional application or the application of any such feeto the
filing fee, or any other fee, for the nonprovisional application.
Conversion of a provisional application to a nonprovisional
application under this paragraph will result in the term of any
patent to issue from the application being measured from at | east
the filing date of the provisional application for which
conversion is requested. Thus, applicants should consider
avoiding this adverse patent term impact by filing a
nonprovisiona application claiming the benefit of the provisional
application under 35 U.S.C. 119(e), rather than converting the
provisiona application into a nonprovisional application
pursuant to this paragraph. A request to convert a provisional
application to anonprovisional application must be accompanied
by the fee set forth in § 1.17(i) and an amendment including at
least one claim as prescribed by 35 U.S.C. 112(b), unlessthe
provisiona application under paragraph (c) of this section
otherwise contains at |east one claim as prescribed by 35 U.S.C.
112(b). The nonprovisional application resulting from conversion
of aprovisional application must also include thefiling fee,
search fee, and examination fee for anonprovisional, and the
surcharge required by 8 1.16(f) if either the basic filing fee for
anonprovisional application or theinventor's oath or declaration
was not present on the filing date accorded the resulting
nonprovisional application (i.e., thefiling date of the original
provisional application). A request to convert a provisional
application to anonprovisiona application must also befiled
prior to the earliest of:

(i) Abandonment of the provisiona application
filed under paragraph (c) of this section; or

(ii) Expiration of twelve months after the filing
date of the provisiona application filed under paragraph (c) of
this section.

(4) A provisional applicationisnot entitled to the right
of priority under 35 U.S.C. 119, 365(a), or 386(a) or § 1.55, or
to the benefit of an earlier filing date under 35 U.S.C. 120, 121,
365(c), or 386(c) or § 1.780of any other application. No claim
for priority under 35 U.S.C. 119(e) or § 1.78(a) may be made
in adesign application based on a provisional application. The
requirements of 88 1.821 through 1.825 regarding application
disclosures containing nucleotide and/or amino acid sequences
are not mandatory for provisional applications.

(d) Applicationfiling requirements- Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (but not a
continuation-in-part) of a prior nonprovisional application may
be filed as a continued prosecution application under this
paragraph, provided that:

(i) The application isfor adesign patent;

(if) Theprior nonprovisional applicationisadesign
application, but not an international design application , that is
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complete as defined by § 1.51(b), except for the inventor’s oath
or declaration if the application isfiled on or after September
16, 2012, and the prior nonprovisional application contains an
application data sheet meeting the conditions specified in §

1.53(f)(3)(i); and

(iii) The application under this paragraph is filed
before the earliest of:

(A) Payment of theissue fee on the prior
application, unless a petition under § 1.313(c) is granted in the
prior application;

(B) Abandonment of the prior application; or

(C) Termination of proceedings on the prior
application.

(2) Thefiling date of a continued prosecution
application is the date on which a request on a separate paper
for an application under this paragraph isfiled. An application
filed under this paragraph:

(i) Must identify the prior application;

(ii) Discloses and claims only subject matter
disclosed in the prior application;

(iii) Namesasinventorsthe sameinventors named
in the prior application on the date the application under this
paragraph was filed, except as provided in paragraph (d)(4) of
this section;

(iv) Includesthe request for an application under
this paragraph, will utilize the file jacket and contents of the
prior application, including the specification, drawings and the
inventor's oath or declaration from the prior application, to
constitute the new application, and will be assigned the
application number of the prior application for identification
purposes; and

(v) Isarequest to expressly abandon the prior
application as of thefiling date of the request for an application
under this paragraph.

(3) Thefiling fee, search fee, and examination fee for
a continued prosecution application filed under this paragraph
arethe basic filing fee as set forth in § 1.16(b), the search fee
asset forthin 8 1.16(1) , and the examination fee as set forth in

8 1.16(p).

(4) An application filed under this paragraph may be
filed by fewer than al the inventors named in the prior
application, provided that the request for an application under
this paragraph when filed is accompanied by a statement
reguesting deletion of the name or names of the person or
persons who are not inventors of the invention being claimed
in the new application. No person may be named as an inventor
in an application filed under this paragraph who was not named
asan inventor in the prior application on the date the application
under this paragraph was filed, except by way of correction of
inventorship under § 1.48.

(5) Any new change must be made in the form of an
amendment to the prior application as it existed prior to the
filing of an application under this paragraph. No amendment in
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an application under this paragraph (a continued prosecution
application) may introduce new matter or matter that would
have been new matter in the prior application. Any new
specification filed with the request for an application under this
paragraph will not be considered part of the original application
papers, but will be treated as a substitute specification in
accordance with § 1.125.

(6) Thefiling of acontinued prosecution application
under this paragraph will be construed to include awaiver of
confidentiality by the applicant under 35 U.S.C. 122 to the extent
that any member of the public, who is entitled under the
provisions of § 1.14 to access to, copies of, or information
concerning either the prior application or any continuing
application filed under the provisions of this paragraph, may be
given similar access to, copies of, or similar information
concerning the other application or applicationsin thefilejacket.

(7) A request for an application under this paragraph
is the specific reference required by 35 U.S.C. 120 to every
application assigned the application number identified in such
request. No amendment in an application under this paragraph
may delete this specific reference to any prior application.

(8) In addition to identifying the application number
of the prior application, applicant should furnish in the request
for an application under this paragraph the following information
relating to the prior application to the best of hisor her ability:

(i) Title of invention;
(ii) Name of applicant(s); and
(iii) Correspondence address.

(9) See §1.103(b) for requesting alimited suspension
of action in an application filed under this paragraph.

(e) Failureto meet filing date requirements.

(1) If an application deposited under paragraph (b),
(c), or (d) of this section does not meet the requirements of such
paragraph to be entitled to afiling date, applicant will be so
notified, if a correspondence address has been provided, and
given aperiod of time within which to correct the filing error.
If, however, arequest for an application under paragraph (d) of
this section does not meet the requirements of that paragraph
because the application in which the request was filed is not a
design application, and if the application in which the request
was filed was itself filed on or after June 8, 1995, the request
for an application under paragraph (d) of this section will be
treated as a request for continued examination under § 1.114.

(2) Any request for review of a notification pursuant
to paragraph (€)(1) of this section, or a natification that the
original application paperslack aportion of the specification or
drawing(s), must be by way of a petition pursuant to this
paragraph accompanied by the fee set forth in § 1.17(f). In the
absence of atimely (8 1.181(f)) petition pursuant to this
paragraph, thefiling date of an application in which the applicant
was notified of afiling error pursuant to paragraph (e)(1) of this
section will be the date the filing error is corrected.

(3) If an applicant is notified of afiling error pursuant
to paragraph (€)(1) of this section, but failsto correct the filing
error within the given time period or otherwise timely
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(81.181(f)) take action pursuant to this paragraph, proceedings
in the application will be considered terminated. Where
proceedings in an application are terminated pursuant to this
paragraph, the application may be disposed of, and any filing
fees, lessthe handling fee set forthin § 1.21(n), will be refunded.

(f) Completion of application subsequent to
filing—Nonprovisional (including continued prosecution or
reissue) application.

(1) If an application which has been accorded afiling
date pursuant to paragraph (b) or (d) of this section does not
include the basic filing fee, the search fee, or the examination
fee, or if an application which has been accorded afiling date
pursuant to paragraph (b) of this section doesnot include at least
one claim or the inventor's oath or declaration (§ 1.63, § 1.64,
§1.162 or § 1.175), and the applicant has provided a
correspondence address (8§ 1.33(a)), the applicant will be notified
and given a period of time within which to pay the basic filing
fee, search fee, and examination fee, and pay the surcharge if
required by 8§ 1.16(f) to avoid abandonment.

(2) If an application which has been accorded afiling
date pursuant to paragraph (b) of this section does not include
the basic filing fee, search fee, examination fee, at least one
claim, or the inventor's oath or declaration, and the applicant
has not provided a correspondence address (§ 1.33(a)), the
applicant hasthree months from thefiling date of the application
within which to file aclaim or claims, pay the basic filing fee,
search fee, and examination fee, and pay the surcharge required
by 8§ 1.16(f) to avoid abandonment.

(3) Theinventor's oath or declaration in an application
under 8 1.53(b) must also be filed within the period specified
in paragraph (f)(1) or (f)(2) of this section, except that thefiling
of the inventor's oath or declaration may be postponed until the
application is otherwise in condition for allowance under the
conditions specified in paragraphs (f)(3)(i) and (f)(3)(ii) of this
section.

(i) The application must be an original
(non-reissue) application that contains an application data sheet
in accordance with § 1.76 identifying:

(A) Eachinventor by hisor her legal name;

(B) A mailing address where the inventor
customarily receives mail, and residence, if an inventor lives at
alocation whichisdifferent from where theinventor customarily
receives mail, for each inventor.

(ii) The applicant must file each required oath or
declaration in compliance with § 1.63, or substitute statement
in compliance with § 1.64, no later than the date on which the
issue fee for the patent is paid. If the applicant is notified in a
notice of allowability that an oath or declaration in compliance
with § 1.63, or substitute statement in compliance with § 1.64,
executed by or with respect to each named inventor has not been
filed, the applicant must file each required oath or declaration
in compliancewith § 1.63, or substitute statement in compliance
with 8 1.64, no | ater than the date on which theissuefeeis paid
to avoid abandonment. Thistime period is not extendabl e under
§1.136 (see § 1.136(c)). The Office may dispense with the
notice provided for in paragraph (f)(1) of this section if each
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required oath or declaration in compliance with § 1.63, or
substitute statement in compliance with § 1.64, has been filed
before the application isin condition for allowance.

(4) If the excess claimsfeesrequired by § 1.16(h) and
(i) and multiple dependent claim fee required by § 1.16(j) are
not paid onfiling or on later presentation of the claimsfor which
the excess claims or multiple dependent claim fees are due, the
feesrequired by § 1.16(h). (i), and (j), must be paid or the claims
cancel ed by amendment prior to the expiration of thetime period
set for reply by the Officein any notice of fee deficiency. If the
application size fee required by § 1.16(s) (if any) isnot paid on
filing or on later presentation of the amendment necessitating
afee or additional fee under § 1.16(s), the fee required by §
1.16(s) must be paid prior to the expiration of the time period
set for reply by the Office in any notice of fee deficiency in
order to avoid abandonment.

(5) Thisparagraph appliesto continuation or divisional
applications under paragraphs (b) or (d) of this section and to
continuation-in-part applications under paragraph (b) of this
section. See § 1.63(d) concerning the submission of a copy of
the inventor's oath or declaration from the prior application for
a continuing application under paragraph (b) of this section.

(6) If applicant does not pay the basic filing fee during
the pendency of the application, the Office may dispose of the
application.

(g) Completion of application subsequent to
filing—Provisional application.

(1) If aprovisional application which has been accorded
afiling date pursuant to paragraph (c) of this section does not
include the cover sheet required by § 1.51(c)(1) or the basic
filing fee (8 1.16(d)), and applicant has provided a
correspondence address (8 1.33(a)), applicant will be notified
and given a period of time within which to pay the basic filing
fee, file acover sheet (8§ 1.51(c)(1)), and pay the surcharge
required by § 1.16(q) to avoid abandonment.

(2) If aprovisiond application which hasbeen accorded
afiling date pursuant to paragraph (c) of this section does not
include the cover sheet required by § 1.51(c)(1) or the basic
filing fee (8 1.16(d)), and applicant has not provided a
correspondence address (§ 1.33(a)), applicant has two months
from the filing date of the application within which to pay the
basic filing fee, file a cover sheet (8 1.51(c)(1)), and pay the
surcharge required by § 1.16(qg) to avoid abandonment.

(3) If the application size fee required by 8§ 1.16(s) (if
any) isnot paid on filing, the fee required by § 1.16(s) must be
paid prior to the expiration of the time period set for reply by
the Office in any notice of fee deficiency in order to avoid
abandonment.

(4) If applicant does not pay the basic filing fee during
the pendency of the application, the Office may dispose of the
application.

(h) Subsequent treatment of application - Nonprovisional
(including continued prosecution) application. An application
for apatent filed under paragraphs (b) or (d) of this section will
not be placed on the files for examination until all its required
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parts, complying with the rules relating thereto, are received,

except that the inventor's oath or declaration may be filed when
the application is otherwise in condition for allowance pursuant
to paragraph (f)(3) of this section and minor informalities may
be waived subject to subsequent correction whenever required.

(i) Subsequent treatment of application - Provisional
application. A provisional application for a patent filed under
paragraph (c) of this section will not be placed on the files for
examination and will become abandoned no later than twelve
months after itsfiling date pursuant to 35 U.S.C. 111(b)(1).

I. INCOMPLETE NONPROVISIONAL
APPLICATIONSFILED UNDER 37 CFR 1.53(b)

A. Utility Applications

If the nonprovisional utility application papersfiled
under 37 CFR 1.53(b) do not include at least a
specification or if the submitted papers are too
informal to be given afiling date, the caseisheldin
the Office of Patent Application Processing (OPAP)
as an incomplete application and the applicant is
informed of the shortcomings of the papers. Nofiling
dateisgranted until theincompletenessis corrected.

B. Design Applications

If the nonprovisional design application papersfiled
under 37 CFR 1.53(b) do not include at least a
specification containing a description and at least
one claim and a drawing, if necessary under 35
U.S.C. 113 (first sentence), or if the submitted
application papers are too informal to be given a
filing date, the case is held in the Office of Patent
Application Processing (OPAP) as an incomplete
application and the applicant is informed of the
shortcomings of the papers. Nofiling dateis granted
until the incompletenessis corrected.

C. Handling of Incomplete Applications

A Notice of Incomplete Application is prepared and
mailed by OPAP when nonprovisional application
papers filed under 37 CFR 1.53(b) are deemed
incomplete under 35 U.S.C. 111(a).

Even though an application purports to include the
component parts necessary to obtain a filing date,
the application will still be held to be incomplete
and a filing date will be refused if the component
partsfail to satisfy the requirements set forth above.
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For example, if the documents purporting to be a
specification are so obviously informal and
incoherent that they clearly do not congtitute a
specification as required by 35 U.S.C. 112 and 37
CFR 1.71, the application is not acceptable for
examination and it will not be accorded afiling date
until corrections are made. The filing date of the
application will bethe date the corrections are made.

Filing dates are accorded to nonprovisional
applications filed under 37 CFR 1.53(b) submitted
without the names of all the inventors, the required
fees (basic filing fee, and search and examination
fees (for applications filed on or after December 8,
2004)), at least one claim (for applications filed on
or after December 13, 2013) and/or the inventor's
oath or declaration. In such cases, anoticeis mailed
by OPAP requiring the appropriate fees, claims (for
applications filed on or after December 13, 2013)
and for applicationsfiled before September 16, 2012,
the oath or declaration (which must include the
names of al the inventors), accompanied by a

surcharge (37 CER 1.16(f)).

For applicationsfiled on or after September 16, 2012
(except reissue applications), applicant may postpone
filing the inventor’'s oath or declaration until the
application is in condition for alowance if an
application data sheet (ADS) in compliance with 37
CFR 1.76 isfiled identifying: (1) each inventor by
his or her legal name; and (2) for each inventor, a
mailing address where the inventor customarily
receives mails, and residence, if the inventor lives
at a location which is different from where the
inventor customarily receives mail. See 37 CFR
1.53(f)(3). Applicant must file the inventor’s oath
or declaration no later than the date on which the
issue feeispaid. See 35 U.S.C. 115().

The Office has modified the missing parts practice
for applications (other than reissue applications)
filed on or after September 16, 2012. If an
application under 37 CFR 1.53(b) filed on or after
September 16, 2012, contains the applicable filing
fees (basic filing fee, search fee, examination fee,
any applicable excess claimsfee, and any applicable
application size fee), the surcharge required by 37
CFR _1.16(f), and a signed ADS providing the
required inventor information, but does not include
the inventor’'s oath or declaration, the Office will
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not issue a Notice to File Missing Parts requiring
the applicant to file the inventor's oath or
declaration. Instead, the Office may send an
informational notice notifying the applicant that the
inventor’s oath or declaration has not been received
or that there are deficiencies in an inventor’s oath
or declaration that wasfiled. If an application under
37 CFR 1.53(b) filed on or after September 16, 2012,
that does not contain the inventor's oath or
declaration a so does not contain the applicablefiling
fees, or the surcharge required by 37 CFR 1.16(f),
or asigned ADS providing theinventor information,
the Office will issue a Notice to File Missing Parts
giving the applicant a time period (usualy two
months) within which to file the missing filing fees,
the surcharge required by 37 CFR 1.16(f), and a
signed ADS providing the inventor information (or
the inventor's oath or declaration) to avoid
abandonment. If an application is in condition for
alowance and the required inventor's oath or
declaration (an oath or declaration under 37 CFR
1.63, or a substitute statement under 37 CFR 1.64,
executed by or with respect to each actual inventor)
has not yet been filed, the Office will issue anotice
with the Notice of Allowability requiring the
inventor’s oath or declaration to be filed no later
than the date on which the issue feeis paid.

For applications which have been accorded a filing
date under 37 CFR 1.53(b), if any of the basic filing
fee, the search fee, or the examination fee are paid
on adate later than thefiling date of the application,
the surcharge under 37 CFR 1.16(f) is required. In
addition to the basic filing fee, the search fee, and
the examination fee, 37 CFR 1.16(s) sets forth the
application size fee for any application (including
any reissue applications) filed under 35 U.S.C. 111,
the specification and drawings of which, excluding
asequence listing or computer program listing filed
in an electronic medium (see 37 CFR 1.52(f)),
exceed 100 sheets of paper. The application sizefee
applies for each additional 50 sheets or fraction
thereof over 100 sheets of paper. Any sequence
listing in an electronic medium in compliance with
37 CFR 1.52(e) and 37 CFR 1.821(c) or (€), and any
computer program listing filed in an electronic
medium in compliance with 37 CFR 1.52(e) and
1.96, will be excluded when determining the
application sizefeerequired by 37 CFR 1.16(s). The
application sizefeerequired by 37 CFR 1.16(s) must
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be paid prior to the expiration of the time period set
for reply by the Officein any notice of fee deficiency
in order to avoid abandonment (37 CFR 1.53(f)(3)).
See MPEP_§ 607 for additional information
regarding fees. In addition to the basicfiling fee, the
search fee, the examination fee, and the application
sizefeerequired under 37 CFR 1.16, the prescribed
filing fee (37 CFR 1.51(b)(4)) may include additiona
fees for filing more than 3 independent claims (37
CFR 1.16(h)), for filing a total of more than 20
claims (37 CFR 1.16(i)), or for filing a multiple
dependent claim (37 CFR 1.16(j)). In those cases
where the basic filing fee, the search fee, the
examination fee, and the application size fee are
paid, but additional feesarerequired, under 37 CFR
1.16, anoticeismailed by OPAP or the Technology
Center (TC), requiring that the balance of the
prescribed fee be paid.

A nonprovisiona application filed under 37 CFR
1.53(b) may be filed with a preliminary amendment
which is limited to the cancellation of claims. Any
preliminary amendment, regardless of when it is
filed, must be in compliance with 37 CFR 1.121,
e.g., it must include a complete listing of al of the
claims. Therefore, the Office strongly recommends
that applicants file their applications with a
specification containing only the desired set of
claims, rather than filing the application with a
preliminary amendment canceling claims. If such a
preliminary amendment canceling claimsisfiled, it
will diminish the number of claimsto be considered
for calculation of the filing fee. Any other changes
to the application should be the subject of a separate
amendment which may be entered after the filing
fee has been calculated and the filing date granted.
If a preliminary amendment which cancels claims
does not accompany the application at the time the
applicationisfiled, and thereis afee deficiency, the
notification of insufficient fee will inform the
inventor, attorney, or agent of the possibility of
correcting the insufficient payment by either (1)
paying the additional required fee amount, or (2)
filing an amendment which cancels claims so that
the remaining claims are covered by the fee
submitted upon filing. However, no refund will be
made once the fee for claimsis properly paid, even
though claims are later canceled, unless a petition
for express abandonment under 37 CFR 1.138(d) is
granted. See MPEP § 711.01.
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A filing date is normally granted before areview of
the subject matter claimed in a nonprovisiona
application. If a nonprovisional application filed
under 37 CFR 1.53(b) appears sufficient, the
application is forwarded to the examiner for
consideration during the regular course of
examination.

1. INCOMPLETE PROVISIONAL APPLICATIONS

If the provisional application papers do not include
at least a specification containing a description and
a drawing, if necessary under 35 U.S.C. 113 (first
sentence) (for applications filed prior to March 18,
2013) or if the submitted application papers are too
informal to be given afiling date, the caseisheld in
OPAP as an incomplete application and the applicant
isinformed of the shortcomings of the papers. No
filing date is granted until the incompleteness is
corrected.

Such incompleteness may consist of the omission
of any one of the following parts of an application.
The component parts of a provisional application
necessary to obtain afiling date are:

A specification, with or without claims, as prescribed
by 35 U.S.C. 112(a) or pre-AlA 35 U.S.C. 112 first
paragraph, and 37 CFR 1.71.

A drawing, if necessary under 35 U.S.C. 113 (first
sentence) and 37 CFR 1.81(a) (for applicationsfiled
prior to March 18, 2013).

Even though an application purports to include the
component part(s) necessary to obtain afiling date,
the application will still be held to be incomplete
and a filing date will be refused if the component
partsfail to satisfy the requirements set forth above.
For example, if the documents purporting to be a
specification are so obvioudy informa and
incoherent that they would clearly not constitute a
specification as required by 35 U.S.C. 112(a) or 35
U.S.C. 112, first paragraph, and 37 CFR 1.71, the
application would not be acceptable and would not
be accorded afiling date until corrections are made.
Thefiling date of the application would be the date
the correctionswere made. A provisional application
will not be examined. However, a provisiona
application which does not include acover sheet (37
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CER 1.51(c)(1), which may be an application data
sheet (37 CFR 1.76) or acover letter, identifying the
application as a provisiona application, will be
treated as a nonprovisional application filed under
37 CFR 1.53(b). See 37 CFR 1.53(c)(1).

NOTE: No amendment, other than to make the
provisiona application comply with the patent
statute and all applicable regulations, may be made
to the provisional application after the filing date of
the provisional application. See 37 CFR 1.53(c).

I11. INFORMAL APPLICATIONS

Anapplicationisinformal if it istyped on both sides
of the paper, or is not permanent, legible, or
reproducible. If such informalities are timely
corrected, the application is given the filing date on
which the original informal papers were filed.

OPAP accords afiling date, as of the date indicated
by the “Office Date” stamp (see MPEP_§ 505),
to application papers which include a specification
containing a description and at least one claim
(nonprovisional applications filed under 37 CFR
1.53(b) prior to March 18, 2013 and design
applications), and a drawing, if necessary under 35
U.S.C. 113 (first sentence) and 37 CFR 1.53(b), but
are informal because they do not comply with the
rules or notices. In such applications, OPAP will
send a Notice (e.g., Notice to File Corrected
Application Papers) requiring correction of the
informality. Failureto correct theinformality within
the specified time results in abandonment of the
application.

506.01 [Reserved]

506.02 Review of Refusal To Accord Filing
Date [R-07.2015]

Thefiling date of the provisional or nonprovisional
application is the date of receipt in the Office of the
application which includes a specification containing
description pursuant to 37 CFR 1.71 and at least one
clam (required for nonprovisional design
applicationsonly) pursuant to 37 CFR 1.75, and any
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drawings required by 37 CFR 1.81(a). See 37 CFR
1.53(b) and (c).

If any of these items are missing, applicant will be
notified to file them and the filing date will be the
date of receipt of the missing part(s). If the oath or
declaration for a nonprovisional application was
executed and filed with the application, a
supplemental oath or declaration by the inventor is
required in some circumstancesif the nonprovisional
application was filed before September 16, 2012,
e.g., where the missing item is the clam,
specification, or a drawing. The supplemental
declaration must identify the missing item and
indicate, as appropriate, that it accurately claims,
describes, or illustrates applicant’s invention. See
M PEP § 601.01(d)-(g) wherethe applicationisfiled
without all the pages of the specification, without at
least one claim (nonprovisional design application),
without drawings, or without al the figures of the
drawings. For applications filed on or after
September 16, 2012, the Office will not require a
person who has executed an oath or declaration in
compliancewith 35 U.S.C. 115 and 37 CFR 1.63 or
1.162 for an application to provide an additional
inventor’s oath or declaration for the application (37
CFR 1.67(c)). An error in or falure to identify
inventorship does not raise afiling date issue.

Any review of therefusal to grant afiling date as of
the date of deposit of the application would be by
way of petition, accompanied by the petition fee (37
CFR _1.17(f)). Petitioner should provide any
arguments that he or she has that the items noted
were not missing or that a filing date should be
assigned in the absence of such items if they are
believed to be unnecessary. If petitioner allegesthat
no defect exists, arequest for refund of the petition
fee may be included in the petition.

For applications properly filed under 37 CFR 1.10,
the filing date is the date that the application was

deposited as Priority Mail Expr%s® in the U.S.
Postal Service. For example, if a new patent

application is deposited in Priority Mail Expras®

in accordance with 37 CFR 1.10 on a Saturday and
the United States Postal Service gives it a date of
deposit of Saturday, the Officewill accord and stamp
the correspondence with the Saturday date. 37 CFR
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1.6(a)(2). If the proper procedures were not followed,
the application will receive a filing date as of the
date it was received in the Office. Any review of
these matters would be by way of petition,
accompanied by the petition fee (37 CFR 1.17(f)),
providing whatever arguments and evidence
petitioner has that the application is entitled to a
filing date as of the date it was deposited as Priority

Mail Express®. See MPEP § 513.

Petitionsrelating to the filing date accorded to patent
applications under 37 CFR 1.53 are decided in the
Office of the Deputy Commissioner for Patent
Examination Policy (See MPEP § 1002.02(b)).

Any petition under this section should be marked to
the attention of the Office of Petitions.

507 Drawing Review in the Office of Patent
Application Processing [R-07.2015]

The Office of Patent Application Processing (OPAP)
performsaninitial review of drawingsin new utility
and plant patent applications to determine whether
the drawings can be effectively scanned for
publication purposes. Design applications are not
published, and drawings filed in design patent
applications are not reviewed by OPAP for
publication purposes. The standard of review
employed by OPAP is such that most drawings,
including those that have been indicated by applicant
to be "informal drawings,” will be acceptable.

OPAP inspects the drawings to see if they can be
effectively scanned and adequately reproduced. If
the drawings are not acceptable, OPAP will object
to the drawings and notify applicant that a timely
submission of acceptable drawings (e.g., drawings
which can be scanned) is required.

Under the OPAP review process, OPAP may object
to and require corrected drawings within a set time
period, if the drawings:

(A) havealine quality that istoo light to be
reproduced (weight of all lines and |etters must be
heavy enough to permit adequate reproduction) or
text that isillegible (reference characters, sheet
numbers, and view numbers must be plain and

legible). See 37 CFR 1.84(1) and (p)(1);
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(B) havemissing lead lines. See 37 CFR 1.84(q).
Lead lines are those lines between the reference
characters and the details referred to;

(C) contain excessive text or text that isnot in
English (including, for example, aflow chart that
was originaly not in English that has been marked
up to include the English text). See 37 CFR 1.84(0)

and (p)(2) and 37 CFR 1.52(d);

(D) do not have the appropriate margin or are
not on the correct size paper. See 37 CFR 1.84(f)
and (g). Each sheet must include atop margin of at
least 2.5 cm. (1 inch), aleft size margin of at least
2.5cm. (1inch), aright size margin of at least 1.5
cm. (5/8 inch), and a bottom margin of at least 1.0
cm. (3/8 inch). The size of the sheets on which
drawings are made must be either 21.0 cm. by 29.7
cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8-1/2
by 11 inches);

(E) have more than one figure and each figure
isnot labeled “Fig.” with a consecutive Arabic
numeral (1, 2, etc.) or an Arabic numeral and capital
letter in the English alphabet (A, B, etc.). See 37
CER 1.84(u)(1);

(F) include photographs of the claimed invention
which are capable of illustration by other medium
such asink drawings, and which areillegible after
scanning. See 37 CFR 1.84(b); and

(G) contain color drawingsor color photographs,
but not a petition to accept color drawings/
photographs. Note that the requirement for a black
and white photocopy of any color
drawings/photographs has been eliminated.

If OPAP objectsto the drawings and sends applicant
aNotice requiring submission of corrected drawings
within a set time period (usualy two months),
corrected drawings must be filed, in paper, to the
mailing address set forth in the Notice, along with
any other items required by OPAP to avoid
abandonment of the application. No fee will be
necessary for filing corrected drawings which are
required by OPAP. Otherwise, in most situations,
patent application publications and patents will
reflect the quality of the drawings that are included
with a patent application on filing unless applicant
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voluntarily submits better quality drawings as set
forthin MPEP § 1121.

508 Distribution [R-07.2015]

All applications are electronically scanned and
loaded into the Image File Wrapper (IFW) system
upon filing. Once documents areloaded into the IFW
system, examiners, technical support staff, and other
Office personnel will perform further processing and
examination using the IFW system.

For handling of models, exhibits, and specimen, see
MPEP 88§ 608.03 and 608.03(a).

508.01 [Reserved]

508.02 Papers Received After Patenting or
Abandonment [R-08.2012]

After an application is patented or abandoned, any
incoming communication which is not to become
part of the record will be returned to the sender. If
a paper has been scanned into the IFW, “return” of
the paper will be accomplished by the Office closing
itin IFW.

508.03 [Reserved]

508.04 Unlocatable Patent or Application
Files[R-07.2015]

37 CFR 1.251 Unlocatablefile.

(@) Intheevent that the Office cannot locate the file of an
application, patent, or other patent-related proceeding after a
reasonable search, the Office will notify the applicant or patentee
and set atime period within which the applicant or patentee
must comply with the notice in accordance with one of
paragraphs (a)(1), (8)(2), or (a)(3) of this section.

(1) Applicant or patentee may comply with a notice
under this section by providing:

(i) A copy of the applicant’s or patentee’s record
(if any) of al of the correspondence between the Office and the
applicant or patentee for such application, patent, or other
proceeding (except for U.S. patent documents);

(ii) A list of such correspondence; and
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(iii) A statement that the copy is a complete and
accurate copy of the applicant’s or patentee’s record of al of
the correspondence between the Office and the applicant or
patentee for such application, patent, or other proceeding (except
for U.S. patent documents), and whether applicant or patentee
is aware of any correspondence between the Office and the
applicant or patentee for such application, patent, or other
proceeding that is not among applicant’s or patentee’s records.

(2) Applicant or patentee may comply with a notice
under this section by:

(i) Producing the applicant’s or patentee’s record
(if any) of al of the correspondence between the Office and the
applicant or patentee for such application, patent, or other
proceeding for the Office to copy (except for U.S. patent
documents); and

(i) Providing astatement that the papers produced
by applicant or patentee are applicant’s or patentee’s complete
record of all of the correspondence between the Office and the
applicant or patentee for such application, patent, or other
proceeding (except for U.S. patent documents), and whether
applicant or patentee is aware of any correspondence between
the Office and the applicant or patentee for such application,
patent, or other proceeding that is not among applicant’s or
patentee’s records.

(3) If applicant or patentee does not possess any record
of the correspondence between the Office and the applicant or
patentee for such application, patent, or other proceeding,
applicant or patentee must comply with a notice under this
section by providing a statement that applicant or patentee does
not possess any record of the correspondence between the Office
and the applicant or patentee for such application, patent, or
other proceeding.

(b) With regard to a pending application, failureto comply
with one of paragraphs (a)(1), (8)(2), or (a)(3) of this section
within the time period set in the notice will result in
abandonment of the application.

37 CFR 1.251 sets forth a procedure for the
reconstruction of the file of a patent application,
patent, or any other patent-related proceeding that
cannot be located after a reasonable search. The
phrase “an application” in 37 CFR 1.251 appliesto
any type of application (national or international),
and regardless of the status (pending or abandoned)
of the application.

37 CFR 1.251(a) providesthat in the event the Office
cannot locate the file of an application, patent, or
any other patent-related proceeding after a
reasonabl e search, the Office will notify the applicant
or patentee and set a time period within which the
applicant or patentee must comply with the notice.
The applicant or patentee may comply with anotice
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under 37 CFR 1.251 by providing: (1) acopy of his
or her record (if any) of all of the correspondence
between the Office and the applicant or patentee for
such application, patent, or other proceeding (except
for U.S. patent documents); (2) a list of such
correspondence; and (3) astatement that the copy is
a complete and accurate copy of the applicant’s or
patentee’s record of al of the correspondence
between the Office and the applicant or patentee for
such application, patent, or other proceeding (except
for U.S. patent documents), and whether applicant
or patenteeisaware of any correspondence between
the Office and the applicant or patentee for such
application, patent, or other proceeding that is not
among applicant’s or patentee’s records (37 CFR
1.251(a)(1)). The applicant or patentee may also
comply with a notice under 37 CFR 1.251 hy:
(2) producing his or her record (if any) of all of the
correspondence between the Office and the applicant
or patentee for such application, patent, or other
proceeding for the Office to copy (except for U.S.
patent documents); and (2) providing a statement
that the papers produced by applicant or patentee
are applicant’s or patentee’s complete record of all
of the correspondence between the Office and the
applicant or patentee for such application, patent, or
other proceeding (except for U.S. patent documents),
and whether applicant or patentee is aware of any
correspondence between the Office and the applicant
or patentee for such application, patent, or other
proceeding that is not among applicant’'s or
patentee’srecords (37 CFR 1.251(a)(2)). If applicant
or patentee does not possess any record of the
correspondence between the Office and the applicant
or patentee for such application, patent, or other
proceeding, the applicant or patentee must comply
with a notice under 37 CFR 1.251 by providing a
statement that applicant or patentee does not possess
any record of the correspondence between the Office
and the applicant or patentee for such application,
patent, or other proceeding (37 CER 1.251(a)(3)).

According to 37 CFR 1.251(a), if the applicant or
patentee possesses al or just some of the
correspondence between the Office and the applicant
or patentee for such application, patent, or other
proceeding, the applicant or patentee isto reply by
providing a copy of (or producing) hisor her record
of all of the correspondence between the Office and
the applicant or patentee for such application, patent,
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or other proceeding (37 CFR 1.251(a)(1) or (a)(2)).
If applicant or patentee does not possess any record
of the correspondence between the Office and the
applicant or patentee for such application, patent, or
other proceeding, the applicant or patenteeisto reply
with astatement to that effect (37 CFR 1.251(a)(3)).

I an applicant or patentee decides to produce his or
her record of the correspondence between the Office
and the applicant or patentee for the application,
patent, or other proceeding for copying by the Office
under 37 CFR 1.251(a)(2) (rather than provide a
copy under 37 CFR 1.251(a)(1)), the record should
be brought to the Customer Service Center in the
Office of Patent Application Processing (OPAP).

The Officewill set atime period of three monthsfor
reply in a notice under 37 CFR 1.251 in an
application. Thetime period will be extendable under
37 _CFR 1.136(a) (unless the notice indicates
otherwise) by three months up to amaximum period
for reply of six months in an application. See
35U.S.C. 133. If, however, an applicant failsto reply
to anotice under 37 CFR 1.251 within three months
of itsmailing date, any patent term adjustment under
35 U.S.C. 154(b) will be reduced by a period equal
to the number of days (if any) beginning on the day
after the date that is three months after the mailing
date of the notice under 37 CFR 1.251 and ending
on the date the reply to the notice under 37 CFR
1.251 wasfiled. See 35 U.S.C. 154(b)(2)(C)(ii) and
37 CFR 1.704(b). The Office will set atime period
of six months for reply in a notice under 37 CFR
1.251 in a patent. The time period will not be
extendable under 37 CFR 1.136(a) in a patent
because 35 U.S.C. 41(a)(8) only authorizes the
Office to charge fees for extensions of time in
proceedings involving an application.

37 CFR 1.251 generaly applies only to situations
inwhich thefile of an application or patent (not just
certain documents) is unlocatable. When adocument
is missing from an application, Office practiceisto
cal the applicant’'s representative and request
submission (generally by facsimile) of acopy of the
missing document. While the Office will generally
treat missing documents in this relatively informal
manner (rather than issuing a notice under 37 CFR
1.251), the Office may issue anotice under 37 CFR
1.251 to obtain a copy of amissing document if the
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Office’s informal attempts to obtain a copy of the
document are unsuccessful. The notice under 37
CFR 1.251 will include a printout of the contents
entries from the Office’'s PALM system.

Any appendix or information disclosure statement
submitted with an applicationisnot contained in the
Office’'s database. Therefore, the applicant or
patentee must also provide a copy of any appendix
or information disclosure statement (except in the
limited circumstance discussed below) submitted
with the application. Since the Office can obtain
copies of U.S. patent documents (U.S. patent
application publications and patents) fromitsinternal
databases, the Office is not requiring applicants or
patenteesto provide copiesof U.S. patent application
publications and patents that are among the
applicant's or patentee’'s record of the
correspondence between the Office and the applicant
or patentee for the application, patent, or other
proceeding.

37 CFR 1.251(b) provides that with regard to a
pending application, the failure to provide a reply
to such a notice within the time period set in the
noticewill resultin abandonment of the application.
While abandonment (or expiration) of apatent isnot
an issue if a patentee fails to timely comply with a
notice under 37 CFR 1.251, in such a situation the
only certified copy of the patent file that the Office
will be able to produce will be a copy of the patent
and a copy of the application-as-filed (which may
have an adverse impact during attempts to enforce
the patent). In addition, if the patent isinvolved in
aproceeding before the Office, the Office may take
action under 37 CFR 41.128 or 37 CFR 11.18.

509 Payment of Fees[R-07.2015]

Thelatest fee scheduleisavailable by contacting the
USPTO at 1-800-PTO(786)-9199 or (571) 272-1000,
or on the USPTO webpage at www.uspto.gov.

37 CFR 1.22 Fees payablein advance.

(a) Patent fees and charges payable to the United States
Patent and Trademark Office arerequired to be paidin advance;
that is, at the time of requesting any action by the Office for
which afee or charge is payable with the exception that under
§ 1.53 applications for patent may be assigned afiling date
without payment of the basic filing fee.
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(b) All feespaid to the United States Patent and Trademark
Office must be itemized in each individual application, patent,
or other proceeding in such amanner that it is clear for which
purpose the fees are paid. The Office may return feesthat are
not itemized as required by this paragraph. The provisions of
§ 1.5(a) do not apply to the resubmission of fees returned
pursuant to this paragraph.

37 CFR 1.23 Method of payment.

(a) All paymentsof money required for United States Patent
and Trademark Office fees, including fees for the processing of
international applications (8§ 1.445), shall bemadein U.S. dollars
and in the form of acashier’s or certified check, Treasury note,
national bank notes, or United States Postal Service money
order. If sent in any other form, the Office may delay or cancel
the credit until collection is made. Checks and money orders
must be made payableto the Director of the United States Patent
and Trademark Office. (Checks made payable to the
Commissioner of Patents and Trademarks will continue to be
accepted.) Payments from foreign countries must be payable
and immediately negotiable in the United States for the full
amount of the fee required. Money sent to the Office by mail
will be at the risk of the sender, and |etters containing money
should be registered with the United States Postal Service.

(b) Payments of money required for United States Patent
and Trademark Office fees may also be made by credit card,
except for replenishing a deposit account. Payment of afee by
credit card must specify the amount to be charged to the credit
card and such other information asis necessary to process the
charge, and is subject to collection of the fee. The Office will
not accept ageneral authorization to charge feesto acredit card.
If credit card information is provided on aform or document
other than aform provided by the Officefor the payment of fees
by credit card, the Office will not be liable if the credit card
number becomes public knowledge.

(c) A feetransmittal letter may be signed by ajuristic
applicant or patent owner.

37 CFR 1.26 Refunds.

(a) The Director may refund any fee paid by mistake or in
excess of that required. A change of purpose after the payment
of afee, such aswhen aparty desiresto withdraw apatent filing
for which the fee was paid, including an application, an appeal,
or areguest for an oral hearing, will not entitle aparty to arefund
of such fee. The Office will not refund amounts of twenty-five
dollarsor lessunlessarefund is specifically requested, and will
not notify the payor of such amounts. If a party paying afee or
reguesting a refund does not provide the banking information
necessary for making refunds by electronic funds transfer (31
U.S.C. 3332 and 31 CFR part 208), or instruct the Office that
refunds areto be credited to adeposit account, the Director may
require such information, or use the banking information on the
payment instrument to make arefund. Any refund of afee paid
by credit card will be by a credit to the credit card account to
which the fee was charged.

(b) Any request for refund must be filed within two years
from the date the fee was paid, except as otherwise provided in
this paragraph or in 8 1.28(a). If the Office charges a deposit
account by an amount other than an amount specifically
indicated in an authorization (§ 1.25(b)), any request for refund
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based upon such charge must be filed within two yearsfrom the
date of the deposit account statement indicating such charge,
and include a copy of that deposit account statement. The time
periods set forth in this paragraph are not extendable.

(c) If the Director decides not to institute a reexamination
proceeding in response to a request for reexamination or
supplemental examination, fees paid with the request for
reexamination or supplemental examination will be refunded
or returned in accordance with paragraphs (c)(1) through (c)(3)
of this section. The reexamination requester or the patent owner
who requested a supplemental examination proceeding, as
appropriate, should indicate the form in which any refund should
be made ( e.g., by check, electronic funds transfer, credit to a
deposit account). Generally, refunds will beissued in the form
that the original payment was provided.

(1) For anexparte reexamination request, the ex parte
reexamination filing fee paid by the reexamination requester,
lessthe fee set forth in § 1.20(c)(7), will be refunded to the
requester if the Director decides not to institute an ex parte
reexamination proceeding.

(2) For an inter partesreexamination request, arefund
of $7,970 will be made to the reexamination requester if the
Director decides not to institute an inter partes reexamination
proceeding.

(3) For asupplemental examination request, the fee
for reexamination ordered as aresult of supplemental
examination, as set forth in § 1.20(k)(2), will be returned to the
patent owner who requested the supplemental examination
proceeding if the Director decides not to institute a
reexamination proceeding.

Where the Office has notified an applicant, in
writing, that a fee is due and has specified a
particular dollar amount for that fee, if the applicant
timely submits the specified fee amount in response
to the notice, the applicant should be considered to
have complied with the notice so as to avoid
abandonment of the application. If the fee paid by
the applicant isinsufficient, either because the notice
specified an incorrect dollar amount for the fee or
because of afee increase effective after the mailing
of the notice and before payment of the fee by the
applicant, the applicant should be notified in writing
by the Office of the fee insufficiency and given a
new time period in which to submit the remaining
balance. The written notification of the fee
insufficiency should set forth thereason (i.e., thefee
amount indicated by the Office in the earlier notice
was incorrect or the fees have increased since the
earlier notice was mailed) why applicant is being
required to submit an additional fee.
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[. ITEMIZATION AND APPLICATION OF FEES

37 CFR 1.22(b) setsforth that fees must beitemized
in such a manner that it is clear for which purpose
fees are paid. The Office may return fees that are
not itemized. The intent of the fee itemization
regquirement is to encourage a better explanation by
applicants of how fees being paid are to be applied
by the Office. This will allow Office employeesto
properly account for the fees being paid by
applicants. It should be noted that the language of
37 CFR 1.22 is not intended to create a problem
when it is clear what fee is needed. A reference to
“filing fee(s)” would be sufficient to cover filing
fees (including search and examination fees) of all
different types of applicationsand all typesof claims.
Further, in apaper submitted on adate |ater than the
actual filing date, the reference to “filing fee(s)”
would al so be sufficient to cover the surcharge under
37 CFR 1.16, as the surcharge is also required to
make the application complete. A referenceto “any
corresponding fee under 37 CFR 1.16" would be
sufficient to cover any fee (eg. surcharge,
application size fee, excess claims fees) under
37 CFR 1.16. In a petition for an extension of time
filed without a specifically itemized fee, but with a
general authorization to charge a deposit account, it
is clear that afeefor an extension of timeis needed
and the deposit account should be charged the
appropriate extension of time fee.

In situations in which a payment submitted for the
fees due on filing in a nonprovisional application
filed under 35 U.S.C. 111(a) isinsufficient and the
applicant has not specified the fees to which the
payment is to be applied, the Office will apply the
payment in the following order until the payment is
expended:

(2) thebasicfiling fee (37 CFR 1.16(a). (b). (C).
or (e);

(2) the non-electronic filing fee (37 CFR
1.16(1));

(3) the application size fee (37 CFR 1.16(s));

(4) thelatefiling surcharge (37 CFR 1.16(f));

(5) the processing feefor an application filed in
alanguage other than English (37 CFR 1.17(i));

(6) the search fee (37 CFR 1.16(K), (1), (m), or
(n));
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(7) the examination fee (37 CFR 1.16(0). (p).
(g), or (r)); and

(8) the excessclaimsfee (37 CFR 1.16(h), (i),
and (j)).

In situations in which a payment submitted for the
fees due on filing in a provisiona application filed
under 35 U.S.C. 111(b) is insufficient and the
applicant has not specified the fees to which the
payment is to be applied, the Office will apply the
payment in the following order until the payment is
expended:

(1) thebasicfiling fee (37 CFR 1.16(d));

(2) the application size fee (37 CFR 1.16(9));
and

(3) thelatefiling surcharge (37 CFR 1.16(q)).
See also MPEP § 607.

Il. PAYMENT BY CREDIT CARD

37 CFR 1.23 permits payment of any patent process
fee, trademark process fee, or information product
fee by credit card, subject to actual collection of the
fee. The Office currently accepts charges to the
following credit cards: AMERICAN EXPRESS®,
DISCOVER®, MASTER CARD®, and VISA®.

Credit Card Payment Form (PTO-2038) should be
used when paying a patent process or trademark
process fee (or the fee for an information product)
by credit card, unless the payment is being made
using the Office’s electronic filing systems. The
credit card payment formisnot required (and should
not be used) when making acredit card payment via
EFS-Web or other electronic filing systems. Form
PTO-2038 may be downloaded at
www.uspto.gov/sites/default/files/
documents/PTO-2038.pdf. The Office will not
include the Credit Card Payment Form (PTO-2038)
among the records open to public inspection in the
file of a patent, trademark registration, or other
proceeding. The Office does not require customers
to use this form when paying a patent process or
trademark process fee by credit card. If a customer
providesacredit card charge authorization in another
form or document (e.g., a communication relating
to the patent or trademark), the credit card
information may become part of the record of an

Rev. 07.2015, October 2015


http://www.uspto.gov/sites/default/files/documents/PTO-2038.pdf
http://www.uspto.gov/sites/default/files/documents/PTO-2038.pdf

§ 509

Office file that is open to public inspection. Thus,
failure to use the Credit Card Payment Form
(PTO-2038) when submitting a credit card payment
may result in the credit card information becoming
part of the record of an Office file that is open to
public inspection.

Credit card payments by facsimile are permitted,
except in situations in which facsimile submission
of correspondenceis not permitted in 37 CFR 1.6(d).
Credit card payments that are not being made via
the Office’'s electronic filing systems (eg.,
EFS-Web, the Electronic Patent Assignment System
(EPAS), or the Finance On-line Shopping Web page
for patent maintenance fees), may only be submitted
with a handwritten signature personally signed in
permanent dark ink or its equivalent by that person.
See 37 CFR 1.4(e). Such payments may not be
signed using an S-signature as provided for in 37
CFER 1.4(d)(2). A handwritten signature is required
(i.e., an S-signature is not permitted) only when the
credit card payment is being made in paper and thus
the Office's Credit Card Payment Form (PTO-2038),
or an equivalent, is being used. A credit card
payment via facsimile is considered a paper
submission and requires a handwritten signature.
Form PTO-2038 (or an equivaent) should not be
filed via EFS-Web.

35 U.S.C. 42(d) and 37 CFR 1.26 (which concern
refund of patent and trademark fees) aso apply to
reguests for refund of fees paid by credit card. Any
refund of afee paid by credit card will be by acredit
to the credit card account to which the fee was

charged. See 37 CFR 1.26(a).

See MPEP § 607.02 for returnability of fees.

Any payment of a patent process or trademark
processfee by credit card must bein writing (see 37
CFR _1.2), and preferably submitted via the
appropriate Office electronic filing system, or if filed
in paper, on the Credit Card Payment Form
(PTO-2038). If aCredit Card Payment Form or other
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document authorizing the Office to charge a patent
process or trademark process fee to a credit card
does not contain the information necessary to charge
the fee to the credit card, the customer must submit
arevised Credit Card Payment Form or document
containing the necessary information. Office
employees will not accept ora (telephonic)
instructions to complete the Credit Card Payment
Form or otherwise charge a patent process or
trademark process fee (as opposed to information
product or service fees) to a credit card.

Credit card payment submissions made on the
USPTO website at www.uspto.gov must includethe
3-digit or 4-digit security code associated with the
credit card in addition to the credit card number. The
security code will not be required when the paper
Credit Card Payment Form (PTO-2038) or other
written authorization is submitted.

The security code is part of an authentication
procedure established by credit card companies to
further efforts towards reducing fraudulent or
unauthorized credit card use for Internet payment
transactions. The security code must be entered at
thetime of the Internet payment transaction to verify
that the physical card is in the cardholder’s
possession. The security code appears on al major
credit cardsand isnot part of the credit card number
itself. Each credit card company has its own name
for the security code (such as CVV, CVV2, CVC2
or CID), but it functions the same for all major card

types.

On DISCOVER®, MASTERCARD®, and VISA®
credit cards, the security codesis a 3-digit code that
is printed on the back of the card, often following
the credit card number digits. For AMERICAN
EXPRESS® credit cards, the security code is a
4-digit code that is printed on the front of the cards.
If you cannot read the security code, you will have
to contact the financial institution that issued your
credit card.
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PTO-2038 (02-2015)

Approved for use through 01/31/2018. OMB 0651-0043

United States Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it
displays a valid OMB control number.

Credit Card Payment Form

(Do not submit this form electronically via EFS-Web)
Please Read Instructions before Completing this Form

Credit Card Information
Credit Card Type: O visa [ Mastercard O American Express O biscover
Credit Card Account #:

Credit Card Expiration Date (mmfyyyy):

Name as it Appears on Credit Card:

Payment Amount (US Dollars): $

Cardholder Signature: Date (mmiaarymy;

The USPTO does not accept an s-signature (37 CFR 1.4(e)) on credit card payment forms.

Refund Policy: The USPTO may refund a fee paid by mistake or in excess of that required. A change of purpose after the payment of a fee
will not entitle a party to a refund of such fee. The USPTO will not refund amounts of $25.00 or less unless a refund is specifically requested
and will not notify the payor of such amounts (37 CFR 1.26). Refund of a fee paid by credit card will be issued as a credit to the credit card
account to which the fee was charged.

Maximum Daily Limit: There is a $24,989.99 daily limit per credit card account effective June 1, 2015. There is no daily limit for debit cards.

Credit Card Billing Address
Street Address 1:

Street Address 2:

City:

State/Province: Zip/Postal Code:

Country:

Daytime Phone #:

Request and Payment Information
Description of Request and Payment Information:

D Patent Maintenance Fee D Trademark Fee D Other Fee

Application No. Application No. IDON Customer No.

Patent No. Registration No.

Identify or Describe Mark

Ifthe cardholder includes a credit card number on any form or document other than the Credit Card Payment Form or
submits this form electronically via EF.S-Web, the United States Patent and Trademark Office will not be liable in the
event that the credit card number becomes public knowledge.
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United States Patent and Trademark Office

Instructions for Completing the Credit Card Payment Form

Credit Card Information |

=  Enter all credit card information including the payment amount to be charged to your credit card and
remember to sign the form. The United States Patent and Trademark Office (USPTO) cannot process credit
card payments without an authorized signature. An s-signature on credit card payment forms is not allowed
under 37 CFR 1.4(¢).

= The USPTO does not accept a general authorization to charge any payment deficiency or any additional fees
to a credit card.

=  The USPTO does not accept debit cards or check cards that require use of a personal identification number
as a method of payment.

Credit Card Billing Address |

= Address information is required for credit card payment as a means of verification. Failure to complete
the address information, including zip/postal code, may result in the payment not being accepted by
your credit card institution.

Request and Payment Information |

= Provide a description of your request based on the payment amount. For example, indicate the item as
“basic filing fee” (patent) or “first maintenance fee” (patent maintenance fee) or “application for
registration” (trademark) or “certified copy of a patent” (other fee).

= Indicate the nature of your request by the type of fee you wish to pay: Patent Fee, Patent Maintenance Fee,
Trademark Fee or Other Fee. Complete information for each type of fee as applicable to identify the nature
of your request. Indicate only one type of fee per form.

= If you are requesting and paying a fee based on a previously filed patent or trademark application, indicate
the application/serial number, patent number or registration number that is associated with your request.
“Other Fee” is used to request copies of patent and trademark documents, certified copies, assignments, and
other information products.

= IDON numbers are assigned by the USPTO for customers ordering patent and trademark information and
products specified as “Other Fee” on the order form. If you have been assigned an IDON number from a
previous customer order, include it with your request.

= For more information on USPTO fees and amounts, refer to the current fee schedule at www.uspto.gov. To
request a copy by mail, call the USPTO Contact Center at (800) 786-9199 or (571) 272-1000. Information
on mailing addresses is also available at www .uspto.gov.

Protect Your Credit Card Information |

=  The USPTO strongly recommends using this form for credit card payments submitted by mail, facsimile, or
by hand-delivery. To protect your credit card information use only this form and do not include credit card
information on any other form or document.

= To protect your credit card information, do not submit this form electronically through “EFS-Web” or
any other USPTO Web site. Credit card information for electronic credit card payments should be entered
exclusively on the USPTO Web site providing electronic payment capability.
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United States Patent and Trademark Office
Instructions for Completing the Credit Card Payment Form

Paperwork Reduction Act Statement

This Credit Card Payment Form (PTO-2038) is approved for use through 01/31/2018 under OMB Control Number 0651-
0043. This collection of information is required by 15 U.S.C. § 1113 or 35 U.5.C. § 41 and 37 CFR 1.16-1.28, 1.492, or
2.6-2.7. The information must be provided by a member of the public if he or she chooses to pay a USPTO fee by credit
card. This information is also used by the USPTO to charge the appropriate fee amount to the appropriate credit card
account. This collection is estimated to take two minutes to complete, including gathering and preparing information and
submitting the Credit Card Payment Form (PTO-2038) to the USPTO. Time will vary depending upon the individual case.
Please send any comments on the amount of time required to complete this form and/or suggestions for reducing the time
burden to the Chief Information Officer, USPTO, PO Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. PLEASE REFER TO THE USPTO WEB SITE FOR THE CORRECT
MAILING ADDRESS.

Privacy Act Advisory Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with the request for
information solicited on the Credit Card Payment Form (PTO-2038). Accordingly, pursuant to the requirements of the Act,
please be advised that: (1) the authority for the collection of this informationis 15 U.S.C. § 1113 or 35U.S.C. § 41 and

37 CFR 1.16-1.28, 1.492, or 2.6-2.7; (2) furnishing of the information solicited is voluntary; and (3) the principal purpose
for which the information is used by the USPTO is to charge the appropriate fee amount to the appropriate credit card
account. If you do not furnish the requested information, the USPTO may not be able to charge the fee to the credit card or
the credit card institution may refuse to accept the charge, either of which will result in the fee being treated as not having
been paid.

The information provided by you in this form will be subject to the following routine uses:

(1) The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. § 552) and the Privacy Act (5 U.S.C. § 552(a)). Records from this
system of records may be disclosed to the Department of Justice to determine whether disclosure of
these records is required by the Freedom of Information Act.

(2) Arecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

(3) Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual when the individual has requested assistance from the
Member with respect to the subject matter of the record.

(4) A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform the contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to
5U.S.C § 552a(m).

(5) Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General
Services Administration (GSA), or his designee, during an inspection of records conducted by GSA
as part of that agency’s responsibility to recommend improvements in records management practices
and programs, under authority of 44 U.S.C. § 2904 and § 2906. Such disclosure shall be made in
accordance with the GSA regulations governing inspection of records for this purpose, and any other
relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.
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509.01 Deposit Accounts[R-07.2015]
37 CFR 1.25 Deposit accounts.

(a) For the convenience of attorneys, and the general public
in paying any fees due, in ordering services offered by the
Office, copies of records, etc., deposit accounts may be
established in the Patent and Trademark Office upon payment
of the fee for establishing a deposit account § 1.21(b)(1). A
minimum deposit of $1,000 is required for paying any fee due
or in ordering any services offered by the Office. However, a
minimum deposit of $300 may be paid to establish arestricted
subscription deposit account used exclusively for subscription
order of patent copies as issued. At the end of each month, a
deposit account statement will be rendered. A remittance must
be made promptly upon receipt of the statement to cover the
value of items or services charged to the account and thus restore
the account to its established normal deposit value. An amount
sufficient to cover al fees, services, copies, etc., requested must
always be on deposit. Charges to accounts with insufficient
fundswill not be accepted. A service charge (8§ 1.21(b)(2)) will
be assessed for each month that the balance at the end of the
month is below $1,000. For restricted subscription deposit
accounts, a service charge (8 1.21(b)(3)) will be assessed for
each month that the balance at the end of the month is below
$300.

(b) Filing, issue, appedl, international -type search report,
international application processing, international design
application fees, petition, and post-issuance fees may be charged
against these accountsif sufficient fundsare on deposit to cover
such fees. A general authorization to charge al fees, or only
certain fees, set forthin §8 1.16 through 1.18 to adeposit account
containing sufficient funds may be filed in an individual
application, either for the entire pendency of the application or
with a particular paper filed. A general authorization to charge
feesin an international design application set forthin § 1.1031
will only be effective for the transmittal fee (§ 1.1031(a)). An
authorization to charge fees under 8 1.16 in an international
application entering the national stage under 35 U.S.C. 371 will
be treated as an authorization to charge fees under § 1.492. An
authorization to charge fees set forth in § 1.18 to a deposit
account is subject to the provisions of § 1.311(b). An
authorization to charge to adeposit account the fee for arequest
for reexamination pursuant to § 1.510 or 1.913 and any other
fees required in areexamination proceeding in a patent may
also be filed with the request for reexamination, and an
authorization to charge to adeposit account the fee for arequest
for supplemental examination pursuant to § 1.610 and any other
feesrequired in a supplemental examination proceeding in a
patent may also be filed with the request for supplemental
examination. An authorization to charge a fee to a deposit
account will not be considered payment of the fee on the date
the authorization to charge the feeis effective asto the particular
fee to be charged unless sufficient funds are present in the
account to cover the fee.

(c) A deposit account holder may replenish the deposit
account by submitting a payment to the United States Patent
and Trademark Office. A payment to replenish adeposit account
must be submitted by one of the methods set forth in paragraphs
(©)(2), (©)(2), (c)(3), or (c)(4) of this section.
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(1) A payment to replenish a deposit account may be
submitted by electronic funds transfer through the Federal
Reserve Fedwire System, which requires that the following
information be provided to the deposit account holder’s bank
or financial institution:

(i) Name of the Bank, whichisTreasNYC
(Treasury New York City);

(ii) Bank Routing Code, which is 021030004;

(i) United States Patent and Trademark Office
account number with the Department of the Treasury, which is
13100001; and

(iv) The deposit account holder’'s company name
and deposit account number.

(2) A payment to replenish a deposit account may be
submitted by electronic fundstransfer over the Office's Internet
website (www.uspto.gov).

(3) A payment to replenish a deposit account may be
addressed to: Director of the United States Patent and Trademark

Office, Attn: Deposit Accounts, 2051 Jamieson Avenue, Suite
300, Alexandria, Virginia 22314.

An overdrawn account will be immediately
suspended and no charges will be accepted against
it until a proper balance is restored, together with a
payment of $10 (37 CFR 1.21(b)(1)) to cover the
work done by the U.S. Patent and Trademark Office
incident to suspending and reinstating the account
and dealing with chargeswhich may have been made
in the meantime.

If thereis an authorization to charge the basic filing
fee (37 CER 1.16(a). (b). (c). (d), or (€)) to adeposit
account which isoverdrawn or hasinsufficient funds,
asurcharge (37 CFR 1.16(f)) isrequired in addition
to payment of the basic filing fee (37 CFR 1.16(a),
(b), (€), (d), or (€)). For applicationsfiled on or after
July 1, 2005, which have been accorded afiling date
under 37 CFR 1.53(b) or (d), if there is an
authorization to charge any of the basic filing fee,
the search fee, or the examination fee to a deposit
account which isoverdrawn or hasinsufficient funds,
a surcharge under 37 CFR 1.16(f) is required in
addition to payment of the required fee(s). Failure
to timely pay thefiling fee and surcharge will result
in abandonment of the application.

It is expected, however, that reasonable precautions
will be taken in all cases to avoid overdrafts, and if
an account is suspended repeatedly it will be closed.
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Similarly, because of the burden placed on the U.S.
Patent and Trademark Office incident to the
operation of deposit accounts, a charge of $10 (37
CFR 1.21(b)(1)) will be made for opening each new
account.

|. DEPOSIT ACCOUNT AUTHORIZATIONS
37 CFR 1.25(b) states that:

A genera authorization to charge all fees, or
only certain fees, set forthin 88 1.16t0 1.18to
a deposit account containing sufficient funds
may befiled inanindividual application, either
for the entire pendency of the application or
with respect to a particular paper filed.

As provided in 37 CFR 1.311(b), an authorization
to charge the issue fee (37 CFR 1.18) to a deposit
account may be filed in an individual application
only after the mailing of the naotice of allowance. 37
CFR 1.25(b) also makes clear that a genera
authorization made prior to the mailing of a notice
of allowance does not apply to issue fees under 37
CFR 1.18.

In addition, a general authorization does not apply
to document supply fees under 37 CFR 1.19, such
asthose required for certified copies, to post issuance
fees under 37 CFR 1.20, such as those required for
maintenance fees, or to miscellaneous fees and
charges under 37 CFR 1.21, such as assignment
recording fees.

Many applications contain broad language
authorizing any additional fees which might have
been due to be charged to a deposit account. The
U.S. Patent and Trademark Officewill interpret such
broad authorizations to include authorization to
charge to adeposit account fees set forthin 37 CFR
1.16, and 1.17. Fees under 37 CFR 1.19, 1.20, and
1.21 will not be charged as a result of a genera
authorization under 37 CFR 1.25 except to cover the
processing fee under 37 CFR 1.21(m) in the event
acheck or credit card payment isrefused or charged
back by afinancia institution. Fees under 37 CFR
1.18 will not be charged as a result of a
preauthorization of issue fee payment.
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An authorization to charge fees relating only to a
specific paper, could read “ The Director is hereby
authorized to charge any fees under 37 CFR 1.16
and 1.17 which may be required by this paper to
Deposit  Account  No. S’ Such  an
authorization would cover situations in which a
check to cover afiling and/or a processing fee under
37 CFR 1.16 and 1.17 was omitted or was for an
amount less than the amount required. An
authorization covering any omission or deficiency
in a check or credit card payment applies to the
processing fee under 37 CFR 1.21(m) in the event
acheck or credit card payment isrefused or charged
back by afinancia institution, regardless of whether
such deposit account authorizationislimited to other
fees (e.g., fees under 37 CFR 1.16 and 1.17). If a
check or credit card payment for the issue fee is
refused or charged back by a financial institution,
the application may be held abandoned for failure
to pay the issue fee within the statutory period for
reply. See MPEP § 1306.

It is extremely important that the authorization be
clear and unambiguous. If applicants file
authorizations which are ambiguous and deviate
from the usual forms of authorizations, the Office
may not interpret the authorizations in the manner
applicantsintend and may return thefees. Asaresult,
applicants could be subject to further expenses,
petitions, etc. in order to have a particular fee
charged to adeposit account (which was not charged
as intended) or to resubmit a fee(s) due to an
ambiguous authorization.

The Officewill treat adeposit account authorization
to charge “the filing fee” as an authorization to
charge the following applicable fees under 37 CFR
1.16: basic filing fee; search fee; examination fee;
any excess claimsfees; any application sizefee; and
any non-electronic filing fee (see 37 CFR 1.16(t)).
The Officewill treat adeposit account authorization
to charge “the basic filing fee” as an authorization
to charge the following applicable fees under 37
CFR 1.16: basic filing fee; search fee; and
examination fee. Any deposit account authorization
to charge the filing fee but not the search fee or
examination fee must specifically limit the
authorization by referenceto one or more paragraphs
(a) - (e) of 37 CFR 1.16.
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37 CFR 1.25(b) provides that an authorization to
charge fees under 37 CFR 1.16 (which relates to
national application filing fees) in an application
filed under 35 U.S.C. 371 will be treated as an
authorization to charge fees under 37 CFR 1.492
(which relates to national stage fees). Papers filed
for the purpose of entering the national stage under
35 U.S.C. 371 and 37 CFR 1.495 that include an
authorization to charge fees under 37 CFR 1.16 are
treated by the Office as an authorization to charge
feesunder 37 CFR 1.492 since: (1) timely payment
of the appropriate national fee under 37 CFR 1.492
isnecessary to avoid abandonment of the application
as to the United States; and (2) the basic filing fee
under 37 CFR 1.16 is not applicable to such papers
or applications.

37 CFR 1.25(b) setsforth that feesin an international
design application may be charged to a deposit
account. A genera authorization to charge fees in
an international design application set forth in 37
CFR 1.1031 will only be effectivefor the transmittal
fee (37 CFR 1.1031(a)). The international fees set
forth in 37 CFR 1.1031, other than the transmittal
fee set forth in 37 CFR 1.1031(a), are not required
to be paid to the Office asan office of indirect filing.
See 37 CFR 1.1031(d).

1. DEPOSIT ACCOUNT REPLENISHMENTS

37 CFR 1.25(c) specifies how a deposit account
holder may submit a payment to the Office to
replenish the deposit account. A payment to
replenish a deposit account may be submitted by:

(A) making the payment by electronic funds
transfer through the Federal Reserve Fedwire
System. Deposit account holderswho usethe Federal
Reserve Fedwire System must provide thefollowing
information to their bank or financial institution: (1)
Name of the Bank, whichis Treas NY C (Treasury
New York City); (2) Bank Routing Code, which is
021030004; (3) United States Patent and Trademark
Office account number with the Department of
Treasury, which is 13100001; and (4) the deposit
account holder’s company name and deposit account
number. The deposit account holder should inform
his or her bank or financial institution to use due
careto ensurethat all pertinent account numbersare
listed on the transaction because the failure to
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include the proper deposit account number will delay
the processing of the replenishment;

(B) eectronic funds transfer over the Office's
Internet website (www.uspto.gov); or

(C) mailing the payment to: Director of the
United States Patent and Trademark Office, Attn:
Deposit Accounts, 2051 Jamieson Avenue, Suite
300, Alexandria, VA 22314.

In the event apayment to replenish adeposit account
isrefused (e.g., for insufficient funds or dueto astop
payment order), the fee under 37 CFR 1.21(m) for
processing the payment refusal will be charged to
the deposit account. Further information on deposit
account replenishment may be obtained from the
Office's Internet website or by contacting the
Deposit Account Division at (571) 272-6500.

I1l. REFUNDSTO A DEPOSIT ACCOUNT

For refunds to a deposit account, see MPEP §
607.02.

509.02 Small Entity Status— Definitions
[R-07.2015]

Under 35 U.S.C. 41(h)(1), fees charged under
35 U.S.C. 41(a), (b) and (d)(1) shall be reduced by
50 percent with respect to their application to any
small business concern as defined under section 3
of the Small Business Act, and to any independent
inventor or nonprofit organization as defined in
regulations issued by the Director. Effective March
19, 2013, the availability of the small entity discount
was extended to certain other fees not contained in
35 U.S.C. 41(a), (b) and (d)(1), but which are
included among fees “for filing, searching,
examining, issuing, appealing, and maintaining
patent applications and patents’ as authorized by
Public Law 112-29, sec. 10(b), 125 Stat. 284
(September 16, 2011)(L eahy-Smith Americalnvents
Act (AlA)). Effective January 1, 2014, the small
entity discount also becomes available to certain
“filing, searching, [and] examining” fees for
international  applications under the Patent
Cooperation Treaty (PCT). Note that if applicant
qualifies as a small entity under 37 CFR 1.27,
applicant may also qualify for “Micro Entity Status”
under 35 U.S.C. 123. See 37 CFR 1.29 and MPEP
§ 509.04 et seq. for the requirements to establish
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micro entity status for the purpose of paying micro
entity fees.

Thefeeswhich are reduced by 50% for small entities
include patent application filing fees including the
basic filing fee, search fee, examination fee,
application sizefee, and excessclaimsfees (37 CFR
1.16), extension of time, revival, and appeal fees (37
CFR 1.17), patent issue fees (37 CFR 1.18), and
maintenance fees on patents (37_CFR 1.20). Fees
which are reduced by 50% effective March 19, 2013,
but which were previously not reduced, include
certain petition fees, 37 CFR 1.17(f)-(h), the request
for reexamination fees, 37 CFR 1.20(c)(1), the fee
for submitting an information disclosure statement
in certaintimeframes, 37 CFR 1.17(p), the surcharge
for reinstating an expired patent, 37 CFR 1.20(i),
and the fee for an unintentionally delayed claim for
priority, 37 CFR 1.17(t). Feeswhich are reduced by
50% effective January 1, 2014, but which were
previously not reduced, are certain PCT international
stage fees, including the transmittal fee (37_CFR
1.445(a)(1)(i)(B)), the search fee (37 _CFR
1.445(a)(2)(ii)) and the preliminary examination fee
(37 CER 1.482(a)(1)(i)(B)).

Feeswhich are not reduced include document supply
fees, 37 CFR 1.19, certificate of correction fees,
37 CFR 1.20(a), and miscellaneous feesand charges,
37 CFR1.21. Thereisonly onefeefor whichasmall
entity discount was offered prior to March 19, 2013
that is now ineligible for a small entity discount —
the fee for a statutory disclaimer under 37 CFR

1.20(d).

The Consolidated Appropriations Act, 2005,
providesthat the filing fee charged under 35 U.S.C.
41(a)(1)(A) shall be reduced by 75 percent with
respect to its application to any small entity “if the
application isfiled by electronic means as prescribed
by the Director” (35 U.S.C. 41(h)(3)). Therefore,
the filing fee for a nonprovisional original utility
application filed on or after December 8, 2004 by a
small entity in compliance with the Office electronic
filing system isreduced by 75 percent. See 37 CFR
1.16(a)(1). The 75 percent reduction set forth in
35 U.S.C. 41(h)(3) does not apply to design
applications, plant applications, reissue applications,
or provisional applications.
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35 U.S.C. 41(h)(1) gives the Director the authority
to establish regulations defining independent
inventors and nonprofit organizations. The Small
Business Administration was given authority to
establish the definition of a small business concern.
A small entity for purposes of paying reduced fees
is defined in 37 CFR 1.27(a) as a person, a small
business concern, or a nonprofit organization. The
term “person” rather than “independent inventor” is
used sinceindividualswho are not inventors but who
have received some rights in the invention are
intended to be covered by 37 CFR 1.27.

37 CFR 1.27 Definition of small entities and establishing
statusasa small entity to permit payment of small entity fees;
when adetermination of entitlement to small entity statusand
natification of loss of entitlement to small entity statusare
required; fraud on the Office.

(@) Definition of small entities. A small entity asused in
this chapter means any party (person, small business concern,
or nonprofit organization) under paragraphs (a)(1) through (a)(3)
of this section.

(1) Person. A person, as used in paragraph (c) of this
section, means any inventor or other individual ( e.g., an
individual to whom an inventor has transferred some rightsin
the invention) who has not assigned, granted, conveyed, or
licensed, and is under no obligation under contract or law to
assign, grant, convey, or license, any rightsin theinvention. An
inventor or other individual who has transferred some rightsin
the invention to one or more parties, or is under an obligation
to transfer some rights in the invention to one or more parties,
can aso qualify for small entity statusif al the partieswho have
had rights in the invention transferred to them also qualify for
small entity status either as a person, small business concern,
or nonprofit organization under this section.

(2) Small business concern. A small business concern,
as used in paragraph (c) of this section, means any business
concern that:

(i) Hasnot assigned, granted, conveyed, or
licensed, and is under no obligation under contract or law to
assign, grant, convey, or license, any rightsin the invention to
any person, concern, or organization which would not qualify
for small entity status as a person, small business concern, or
nonprofit organization; and

(if) Meetsthe size standards set forth in 13 CFR
121.801 through 121.805 to be eligible for reduced patent fees.
Questionsrelated to standards for asmall business concern may
be directed to: Small Business Administration, Size Standards
Staff, 409 Third Street, SW., Washington, DC 20416.

(3) Nonprofit Organization. A nonprofit organization,
as used in paragraph (c) of this section, means any nonprofit
organization that:

(i) Has not assigned, granted, conveyed, or
licensed, and is under no obligation under contract or law to
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assign, grant, convey, or license, any rightsin the invention to
any person, concern, or organization which would not qualify
asaperson, small business concern, or anonprofit organization;
and

(ii) Iseither:

(A) A university or other institution of higher
education located in any country;

(B) An organization of the type described in
section 501(c)(3) of the Internal Revenue Code of 19 86 (26
U.S.C. 501(c)(3)) and exempt from taxation under section 501(a)
of the Internal Revenue Code (26 U.S.C. 501(a));

(C) Any nonprofit scientific or educational
organization qualified under a nonprofit organization statute of
astate of this country (35 U.S.C. 201(i)); or

(D) Any nonprofit organization located in a
foreign country which would qualify asanonprofit organization
under paragraphs (8)(3)(ii)(B) of this section or (a)(3)(ii)(C) of
this section if it were located in this country.

(4) Licenseto a Federal agency.

(i) For personsunder paragraph (a)(1) of this
section, alicense to the Government resulting from arights
determination under Executive Order 10096 does not constitute
alicense so asto prohibit claiming small entity status.

(ii) For small business concerns and nonprofit
organizations under paragraphs (a)(2) and (a)(3) of this section,
alicenseto aFedera agency resulting from afunding agreement
with that agency pursuant to 35 U.S.C. 202(c)(4) does not
constitute alicense for the purposes of paragraphs (a)(2)(i) and
(a)(3)(i) of this section.

(5) Security Interest. A security interest does not
involve an obligation to transfer rights in the invention for the
purposes of paragraphs (a)(1) through (a)(3) of this section
unless the security interest is defaulted upon.

*kkk*k

|. PERSON

37 CFR 1.27(a)(1) defines a person as any inventor
or other individua (e.g., an individual to whom an
inventor has transferred some rights in the
invention), who has not assigned, granted, conveyed,
or licensed, and is under no obligation under contract
or law to assign, grant, convey, or license, any rights
intheinvention. Aninventor or other individual who
hastransferred somerights, or isunder an obligation
to transfer some rights in the invention to one or
more parties, can also qualify for small entity status
if all the partieswho have had rightsin theinvention
transferred to them also qualify for small entity status
either as a person, small business concern, or
nonprofit organization.
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Il. SMALL BUSINESS CONCERN

In order to be eligible for reduced patent fees as a
“small business concern” under 37 CFR 1.27(a)(2),
abusiness concern must meet the standards set forth
in 13 CFR 121.801 through 121.805. Questions
relating to standards for a small business concern
may be directed to:

Small Business Administration

Office of Size Standards

409 Third Street, S.W.

Washington, DC 20416
(202)205-6618Email: sizestandards@sba.gov

I11. NONPROFIT ORGANIZATIONS

37 CFR 1.27(a)(3) defines a nonprofit organization
by utilizing and interpreting the definition contained
in 35 U.S.C. 201(i). The term “university or other
institution of higher education” as used in 37 CFR
1.27(a)(3)(ii)(A) means an educational institution
which

(A) admits as regular students only persons
having a certificate of graduation from a school
providing secondary education, or the recognized
equivalent of such a certificate,

(B) islegally authorized within the jurisdiction
in which it operates to provide a program of
education beyond secondary education,

(C) provides an educational program for which
it awards a bachelor’s degree or provides not less
than a 2-year program which is acceptable for full
credit toward such a degree,

(D) isapublic or other nonprofit ingtitution, and

(E) isaccredited by anationally recognized
accrediting agency or association, or if not so
accredited, is an institution that has been granted
preaccreditation status by such agency or association
that has been recognized by the Secretary for the
granting of preaccreditation status, and the Secretary
has determined that there is satisfactory assurance
that the institution will meet the accreditation
standards of such an agency or association within a
reasonable time.

The definition of “university or other institution of
higher education” as set forth herein essentially
follows the definition of “institution of higher
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education” containedin 20 U.S.C. 1000. I nstitutions
which are strictly research facilities, manufacturing
facilities, service organizations, etc., are not intended
to be included within the term “other institution of
higher education” even though such institutions may
perform an educational function or publishtheresults
of their work.

Nonprofit organizations also include organizations
of the type described in section 501(c)(3) of the
Internal Revenue Code of 1986 (26 U.S.C. 501(c)(3))
and which are exempt from taxation under 26 U.S.C.
501(a). Organizations described in 26 U.S.C.
501(c)(3) include corporations, and any community
chest, fund, or foundation, organized and operated
exclusively for religious, charitable, scientific,
testing for public safety, literary, or educational
purposes, or to foster national or international
amateur sports competition (but only if no part of
its activities involve the provision of athletic
facilities or equipment), or for the prevention of
cruelty to children or animals, no part of the net
earnings of which inuresto the benefit of any private
shareholder or individual, no substantial part of the
activities of which is carrying on propaganda, or
otherwise attempting to influence legidation (limited
exceptions may apply under 26 U.S.C. 501(h)) and
which does not participate in, or intervene in
(including the publishing or distributing of
statements), any political campaign on behalf of (or
in opposition to) any candidate for public office.

IV. LOCATION OF SMALL ENTITY

Small entities may claim reduced fees regardl ess of
the country in which they are located. Thereis no
restriction requiring that the person, small business
concern, or nonprofit organization be located in the
United States. The same definitions apply to all
applicants equally in accordance with the Paris
Convention for the Protection of Industrial Property.

V. RIGHTSINTHE INVENTIONAND TRANSFER
OF RIGHTS

The “rights in the invention” under 37 CFR
1.27(a)(1). (a)(2)(i). and (a)(3)(i) are the rights in
the United States. Rights in the invention include
the right to exclude others from making, using,
offering for sale, or selling the invention throughout
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the United States or importing theinvention into the
United States. Therefore, for example, status as a
small entity islost by an inventor who hastransferred
or has an obligation to transfer a shop right to an
employer who could not qualify asa small entity.

Individual inventors (37 _CFR 1.27(a)(1)), small
business concerns (37 CFR 1.27(a)(2)), and nonprofit
organizations (37_CFR 1.27(a)(3)) can make an
assignment, grant, conveyance, or license of partial
rightsin theinvention to another individual (s), small
business concern, or nonprofit organization who
could qualify asaperson (37 CFR 1.27(a)(1)), small
business concern, or nonprofit organization. Under
the circumstances described, theindividual inventor,
small business concern, or nonprofit organization
could till qualify for small entity status. However,
if the individual inventor, small business concern,
or nonprofit organization assigned, granted,
conveyed, or licensed, or came under an obligation
to assign, grant, convey, or license, any rightsto the
invention to any individual, small business concern,
or nonprofit organization which would not qualify
asasmal entity (37 CFR 1.27(a)), then theinventor,
small business concern, or nonprofit organization
would no longer qualify for small entity status.

With regard to transfer of rightsin theinvention, the
rights in question are those in the United States to
be covered by an application or patent. Transfer of
rights to a Japanese patent, for example, would not
affect small entity status if no rights in the United
States to a corresponding patent were likewise
transferred.

The payment of reduced feesunder 35 U.S.C. 41 is
limited to those situations in which all of the rights
in the invention are owned by small entities, i.e,,
persons, small business concerns, or nonprofit
organizations. To do otherwise would be clearly
contrary to the intended purpose of the legislation
which contains no indication that fees are to be
reduced in circumstances where rights are owned
by non-small entities. For example, a non-small
entity is not permitted to transfer patent rights to a
small business concern which would pay the reduced
fees and grant alicense to the entity.
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If rights transferred to a non-small entity are later
returned to a small entity so that all rights are held
by small entities, reduced fees may be claimed.

The term “license” in the definitions includes
nonexclusive as well as exclusive licenses and
royalty free as well as royalty generating licenses.
Implied licenses to use and resell patented articles
purchased from a small entity, however, will not
preclude the proper claiming of small entity status.
Likewise, an order by an applicant to afirm to build
a prototype machine or product for the applicant’s
own use is not considered to constitute a license for
purposes of the definitions. A grant of a
non-exclusive license to a non-small entity will
disgualify applicant from claiming small entity
status. See Ulead Systems, Inc. v. Lex Computer &
Management Corp., 351 F3d 1139, 1142, 69
USPQ2d 1097, 1099 (Fed. Cir. 2003).

A security interest does not involve an obligation to
transfer rights in the invention for the purposes of
37 CFR 1.27(a)(1) through (a)(3) unlessthe security
interest is defaulted upon. See 37 CFR 1.27(a)(5).
For example, an applicant or patentee may take out
aloan from alarge entity banking institution and the
loan may be secured with rights in a patent
application or patent of the applicant or patentee,
respectively. The granting of such asecurity interest
to the banking institution is not a currently
enforceable obligation to assign, grant, convey, or
license any rights in the invention to the banking
institution. Only if the loan is defaulted upon will
the security interest permit atransfer of rightsin the
application or patent to the banking institution. Thus,
where the banking ingtitution is a large entity, the
applicant or patentee would not be prohibited from
claiming small entity status merely because the
banking institution has been granted a security
interest, but if theloan isdefaulted upon, therewould
be a loss of entitlement to small entity status.
Pursuant to 37 CFR 1.27(g), notification of the loss
of entitlement due to default on the terms of the
security interest would need to be filed in the
application or patent prior to paying, or at the time
of paying, the earliest of the issue fee or any
maintenance fee due after the date on which small
entity status is no longer appropriate. See MPEP §
509.03, subsection VII. Removal of Status.
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Once small entity status is established in an
application or patent, fees as a small entity may
thereafter be paid in that application or patent
without regard to a change in status until the issue
fee is due or any maintenance fee is due. 37 CFR
1.27(g)(1). 37 CFR 1.27(g)(2) requires that
notification of any change in status resulting in loss
of entitlement to small entity status be filed in the
application or patent prior to paying, or at the time
of paying, the earliest of the issue fee or any
maintenance fee due after the date on which status
as a small entity is no longer appropriate. 37 CFR
1.27(g)(2) also requires that the notification of 1oss
of entitlement to small entity status be in the form
of a specific written assertion to that extent, rather
than only payment of a non-small entity fee. For
example, when paying theissue feein an application
that has previously been accorded small entity status
and the required new determination of continued
entitlement to small entity status reveals that status
has been lost, applicant should not just simply pay
the non-small entity issue fee or cross out the
recitation of small entity status on Part B of the
Notice of Allowance and Fee(s) Due (PTOL-85),
but should (A) check the appropriate box on Part B
of the PTOL-85 form to indicate that there has been
a change in entity status and applicant is no longer
claiming small entity status, and (B) pay the fee
amount for anon-small entity.

VI. RIGHTSHELD BY GOVERNMENT
ORGANIZATIONS

Also, although the Federal government agencies do
not qualify as nonprofit organizations for paying
reduced fees under the rules, alicense to a Federal
agency resulting from afunding agreement with the
agency pursuant to 35 U.S.C. 202(c)(4) will not
preclude the proper claiming of small entity status.
Furthermore, alicense to the Government resulting
from arights determination under Executive Order
10096 does not constitute alicense so asto prohibit
claiming small entity status by a person under 37

CFR 1.27(a)(1).

Public Law 96-517 added a new chapter 18 of Title
35 of the United States Code entitled “ Patent Rights
inInventions Made With Federal Assistance.” Under
the provisions of the statute, each funding agreement
between a Federal agency and an individual, small
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business firm, or nonprofit organization must
provide, inter alia, that“. . . the Federal agency shall
have a nonexclusive, nontransferable, irrevocable,
paid-up license to practice or have practiced for or
on behalf of the United States any subject invention
..." See 35 U.S.C. 202(c)(4). The Federal agencies
do not qualify as nonprofit organizations for paying
reduced patent fees under the rules. Applying this
construction to the licensing of an invention to a
Federal agency by aperson, small business concern,
or nonprofit organization pursuant to a funding
agreement under 35 U.S.C. 202(c)(4) would preclude
their qualifying for paying reduced fees. This,
however, would frustrate the intent of Public Law
97-247 and Public Law 96-517 when taken together.

Government organi zations as such, whether domestic
or foreign, cannot qualify as nonprofit organizations
asdefinedin 37 CFR 1.27(a)(3). Thus, for example,
a government research facility or other
government-owned corporation could not qualify.
37 CFR 1.27(a)(3) was based upon 35 U.S.C. 201(i),
asestablished by Public Law 96-517. Thelimitation
to “an organization of the type described in section
501(c)(3) of the Internal Revenue Code of 1986
(26 U.S.C. 501(c)(3)) and exempt from taxation
under section 501(a) of the Internal Revenue Code
(26 U.S.C. 501(a))” would by its nature exclude the
U.S. government and its agencies and facilities,
including research facilities and government
corporations. State and foreign governments and
governmental agencies and facilities would be
similarly excluded. 37 CFR 1.27(8)(3) isnot intended
to include within the definition of a nonprofit
organization government organizations of any kind
located in any country. A university or other
institution of higher education located in any country
would qualify, however, as a “nonprofit
organization” under 37 CFR 1.27(a)(3) even though
it has some government affiliation since such
ingtitutions are specifically included.

A wholly owned subsidiary of a nonprofit
organization or of a university is considered a part
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of the nonprofit organization or university and isnot
precluded from qualifying for small entity status.

509.03 Claiming Small Entity Status
[R-07.2015]

37 CFR 1.27 Definition of small entities and establishing
statusasa small entity to permit payment of small entity fees;
when a determination of entitlement to small entity statusand
natification of loss of entitlement to small entity statusare
required; fraud on the Office.

*kkk*k

(b) Establishment of small entity status permits payment
of reduced fees.

(1) A small entity, as defined in paragraph (a) of this
section, who has properly asserted entitlement to small entity
status pursuant to paragraph (c) of this section will be accorded
small entity status by the Office in the particul ar application or
patent in which entitlement to small entity status was asserted.
Establishment of small entity status allows the payment of
certain reduced patent fees pursuant to 35 U.S.C. 41(h)(1).

(2) Submission of an original utility applicationin
compliance with the Office electronic filing system by an
applicant who has properly asserted entitlement to small entity
status pursuant to paragraph (c) of this sectionin that application
alowsthe payment of areduced filing fee pursuant to 35 U.S.C.
41(h)(3).

(c) Assertion of small entity status. Any party (person,
small business concern or nonprofit organization) should make
a determination, pursuant to paragraph (f) of this section, of
entitlement to be accorded small entity status based on the
definitions set forth in paragraph (a) of this section, and must,
in order to establish small entity statusfor the purpose of paying
small entity fees, actually make an assertion of entitlement to
small entity status, in the manner set forth in paragraphs (c)(1)
or (c)(3) of this section, in the application or patent in which
such small entity fees are to be paid.

(1) Assertion by writing. Small entity status may be
established by awritten assertion of entitlement to small entity
status. A written assertion must:

(i) Beclearly identifiable;

(ii) Besigned (see paragraph (c)(2) of thissection);
and

(iii) Convey the concept of entitlement to small
entity status, such as by stating that applicant is asmall entity,
or that small entity statusis entitled to be asserted for the
application or patent. While no specific words or wording are
required to assert small entity status, the intent to assert small
entity status must be clearly indicated in order to comply with
the assertion requirement.

*kkkk
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(3) Assertion by payment of the small entity basic
filing, basic transmittal, basic national fee, international search
fee, or individual designation fee in an international design
application. The payment, by any party, of the exact amount
of one of the small entity basic filing fees set forthin § 1.16(a)
(b), (c), (d), or (€), the small entity transmittal fee set forth in§
1.445(a)(1), the small entity international search fee set forthin
8§ 1.445(a)(2) to a Receiving Office other than the United States
Receiving Office in the exact amount established for that
Receiving Office pursuant to PCT Rule 16, or the small entity
basic national fee set forth in § 1.492(a), will be treated as a
written assertion of entitlement to small entity statusevenif the
type of basic filing, basic transmittal, or basic national feeis
inadvertently selected in error. The payment, by any party, of
the small entity first part of the individual designation fee for
the United Statesto the International Bureau (8§ 1.1031) will be
treated as awritten assertion of entitlement to small entity status.

(i) If the Office accords small entity status
based on payment of asmall entity basic filing or basic national
fee under paragraph (c)(3) of this section that is not applicable
to that application, any balance of the small entity fee that is
applicable to that application will be due along with the

appropriate surcharge set forth in § 1.16(f), or § 1.16(q).

(ii) The payment of any small entity fee other
than those set forth in paragraph (c)(3) of this section (whether
in the exact fee amount or not) will not be treated as a written
assertion of entitlement to small entity status and will not be
sufficient to establish small entity statusin an application or a
patent.

(4) Assertion required in related, continuing, and
reissueapplications. Statusasasmall entity must be specifically
established by an assertion in each related, continuing and
reissue application in which status is appropriate and desired.
Status as a small entity in one application or patent does not
affect the status of any other application or patent, regardless
of the relationship of the applications or patents. Therefiling of
an application under § 1.53 as a continuation, divisional, or
continuation-in-part application (including a continued
prosecution application under § 1.53(d)), or thefiling of areissue
application, requires anew assertion asto continued entitlement
to small entity status for the continuing or reissue application.

(d) When small entity fees can be paid. Any fee, other than
the small entity basic filing fees and the small entity national
fees of paragraph (c)(3) of this section, can be paid in the small
entity amount only if it is submitted with, or subsequent to, the
submission of awritten assertion of entitlement to small entity
status, except when refunds are permitted by § 1.28(a).

(e) Only one assertion required.

(1) An assertion of small entity status need only be
filed once in an application or patent. Small entity status, once
established, remainsin effect until changed pursuant to
paragraph (g)(1) of this section. Where an assignment of rights
or an obligation to assign rights to other parties who are small
entities occurs subsequent to an assertion of small entity status,
a second assertion is not required.
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(2) Once small entity status is withdrawn pursuant to
paragraph (g)(2) of this section, a new written assertion is
required to again obtain small entity status.

(f) Assertion requires a determination of entitlement
to pay small entity fees. Prior to submitting an assertion of
entitlement to small entity statusin an application, including a
related, continuing, or reissue application, a determination of
such entitlement should be made pursuant to the requirements
of paragraph (a) of this section. It should be determined that all
parties holding rightsin the invention qualify for small entity
status. The Office will generally not question any assertion of
small entity status that is made in accordance with the
requirements of this section, but note paragraph (h) of this
section.

(9)(1) New determination of entitlement to small entity
statusis needed when issue and mai ntenance fees are due. Once
status asasmall entity has been established in an application or
patent, fees as a small entity may thereafter be paid in that
application or patent without regard to a change in status until
the issue fee is due or any maintenance fee is due.

(2) Notification of loss of entitlement to small entity
status is required when issue and maintenance fees are due.
Notification of aloss of entitlement to small entity status must
befiled in the application or patent prior to paying, or at the
time of paying, the earliest of the issue fee or any maintenance
fee due after the date on which status asasmall entity as defined
in paragraph (a) of this section is no longer appropriate. The
notification that small entity statusisno longer appropriate must
be signed by a party identified in § 1.33(b). Payment of afeein
other than the small entity amount is not sufficient notification
that small entity statusis no longer appropriate.

(h) Fraud attempted or practiced on the Office.

(1) Any attempt to fraudulently establish status as a
small entity, or pay fees asa small entity, shall be considered
as afraud practiced or attempted on the Office.

(2) Improperly, and with intent to deceive, establishing
status asasmall entity, or paying fees asasmall entity, shall be
considered as a fraud practiced or attempted on the Office.

37 CFR 1.4 Nature of correspondence and signature

requirements.
*kkkk

(d) *hkkk*k

(4) Certifications.

(i) Certification asto the paper presented. The
presentation to the Office (whether by signing, filing, submitting,
or later advocating) of any paper by a party, whether a
practitioner or non-practitioner, constitutes a certification under
§11.18(b) of thissubchapter. Violations of § 11.18(b)(2) of this
subchapter by aparty, whether apractitioner or non-practitioner,
may result in the imposition of sanctions under § 11.18(c) of
this subchapter. Any practitioner violating § 11.18(b) of this
subchapter may also be subject to disciplinary action. See §
11.18(d) of this subchapter.
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(i) Certification asto the signature. The person
inserting a signature under paragraph (d)(2) or (d)(3) of this
section in a document submitted to the Office certifies that the
inserted signature appearing in the document is his or her own
signature. A person submitting a document signed by another
under paragraph (d)(2) or (d)(3) of this section is obligated to
have a reasonable basis to believe that the person whose
signature is present on the document was actually inserted by
that person, and should retain evidence of authenticity of the
signature. Violations of the certification as to the signature of
another or aperson’sown signature as set forth in this paragraph
may result in the imposition of sanctions under § 11.18(c) and
(d) of this chapter.

*kkk*k

37 CFR 11.18 Signature and certificate for correspondence
filed in the Office.

*kkk*k

(b) By presenting to the Office or hearing officer ina
disciplinary proceeding (whether by signing, filing, submitting,
or later advocating) any paper, the party presenting such paper,
whether a practitioner or non-practitioner, is certifying that—

(1) All statements made therein of the party’s own
knowledge aretrue, all statements made therein on information
and belief are believed to betrue, and all statements madetherein
are made with the knowl edge that whoever, in any matter within
thejurisdiction of the Office, knowingly and willfully falsifies,
conceals, or covers up by any trick, scheme, or deviceamaterial
fact, or knowingly and willfully makes any false, fictitious, or
fraudulent statements or representations, or knowingly and
willfully makes or uses any false writing or document knowing
the sameto contain any false, fictitious, or fraudulent statement
or entry, shall be subject to the penalties set forth under 18
U.S.C. 1001 and any other applicable criminal statute, and
violations of the provisions of this section may jeopardize the
probative value of the paper; and

(2) Tothe best of the party’s knowledge, information
and belief, formed after an inquiry reasonable under the
circumstances,

(i) The paper is not being presented for any
improper purpose, such as to harass someone or to cause
unnecessary delay or needless increase in the cost of any
proceeding before the Office;

(ii) The other legal contentions therein are
warranted by existing law or by a nonfrivol ous argument for
the extension, modification, or reversal of existing law or the
establishment of new law;

(iif) The allegations and other factual contentions
have evidentiary support or, if specificaly so identified, are
likely to have evidentiary support after areasonable opportunity
for further investigation or discovery; and

(iv) Thedenias of factual contentions are
warranted on the evidence, or if specifically so identified, are
reasonably based on alack of information or belief.

*hkkk*k
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In order to establish small entity status for the
purpose of paying small entity fees, any party
(person, small business concern or nonprofit
organization) must make an assertion of entitlement
to small entity status in the manner set forth in 37
CER 1.27(c)(1) or (c)(3), inthe application or patent
inwhich such small entity feesareto be paid. Under
37 CFR 1.27, aslong as all of the rights remain in
small entities, the fees established for asmall entity
can be paid. This includes circumstances where the
rights were divided between a person, a small
business concern, and a nonprofit organization, or
any combination thereof.

Under 37 CFR 1.4(d)(4), an assertion of entitlement
to small entity status, including the mere payment
of an exact small entity basic filing fee, inherently
contains acertification under 37 CFR 11.18(b). Itis
not required that an assertion of entitlement to small
entity status be filed with each fee paid. Rather, once
status as a small entity has been established in an
application or patent, fees as a small entity may
thereafter be paid in that application or patent
without regard to a change in status until the issue
fee is due or any maintenance fee is due. 37 CFR
1.27(g)(1). Notification of a loss of entitlement to
small entity status must be filed in the application
or patent prior to paying, or at the time of paying,
the earliest of the issue fee or any maintenance fee
due after the date on which status as a small entity
is no longer appropriate. 37 CFR 1.27(g)(2).

Status as a small entity may be established in a
provisiona application by complying with 37 CFR
1.27.

Status as a small entity must be specificaly
established in each application or patent in which
the statusis available and desired. Status as a small
entity in one application or patent does not affect
any other application or patent, including
applications or patents which are directly or
indirectly dependent upon the application or patent
in which the status has been established. The filing
of an application under 37 CFR 153 as a
continuation-in-part, continuation or division
(including acontinued prosecution application under
37 CFR 1.53(d) for design applications), or thefiling
of areissue application requires a new assertion as
to continued entitlement to small entity status for
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the continuing or reissue application. Submission of
a request for continued examination (RCE) under
37 CFR 1.114 does not require a new determination
or assertion of entitlement to small entity statussince
it isnot anew application.

Examiners may use the following form paragraph
to notify applicant that he or she may qualify for
small entity status.

1 5.05 Small Entity Status

This application may qualify for “Small Entity Status’ and,
therefore, applicant may be entitled to the payment of reduced
fees. In order to establish small entity status for the purpose of
paying small entity fees, applicant must make a determination
of entitlement to small entity status under 37 CFR 1.27(f) and
make an assertion of entitlement to small entity status in the
manner set forth in 37 CFR 1.27(c)(1) or 37 CFR 1.27(c)(3).
Accordingly, if applicant meets the requirements of 37 CFR
1.27(a), applicant must submit awritten assertion of entitlement
to small entity status under 37 CFR 1.27(c) before fees can be
paid in the small entity amount. See 37 CFR 1.27(d). The
assertion must be signed, clearly identifiable, and convey the
concept of entittement to small entity status. See 37 CFR
1.27(c)(1). No particular formisrequired. If applicant qualifies
asasmall entity under 37 CFR 1.27, applicant may also qualify
for “Micro Entity Status’ under 35 U.S.C. 123. See 37 CFR
1.29for the requirementsto establish micro entity statusfor the
purpose of paying micro entity fees.

I. ASSERTION BY WRITING

Small entity status may be established by the
submission of a simple written assertion of
entitlement to small entity status. The assertion must
be signed, clearly identifiable, and convey the
concept of entitlement to small entity status. 37 CFR
1.27(c)(1). The written assertion is not required to
be presented in any particular form. Written
assertions of small entity status or referencesto small
entity fees will be liberally interpreted to represent
the required assertion. The written assertion can be
made in any paper filed in or with the application
and need be no more than asimple sentence or abox
checked on an application transmittal letter.
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Il. PARTIESWHO CAN ASSERT AND SIGN AN
ENTITLEMENT TO SMALL ENTITY STATUSBY
WRITING

A. ApplicationsFiled On or After September 16, 2012

37 CFR 1.27 Definition of small entities and establishing
statusasa small entity to permit payment of small entity fees;
when adetermination of entitlement to small entity statusand
natification of loss of entitlement to small entity statusare
required; fraud on the Office.

*kkk*k

(c) Assertion of small entity status. Any party (person,
small business concern or nonprofit organization) should make
a determination, pursuant to paragraph (f) of this section, of
entitlement to be accorded small entity status based on the
definitions set forth in paragraph (a) of this section, and must,
in order to establish small entity statusfor the purpose of paying
small entity fees, actually make an assertion of entitlement to
small entity status, in the manner set forth in paragraphs (c)(1)
or (c)(3) of this section, in the application or patent in which
such small entity fees are to be paid.

(1) Assertion by writing. Small entity status may be
established by awritten assertion of entitlement to small entity
status. A written assertion must:

(i) Beclearly identifiable;

(ii) Besigned (see paragraph (c)(2) of thissection);
and

(iii) Convey the concept of entitlement to small
entity status, such as by stating that applicant is asmall entity,
or that small entity statusis entitled to be asserted for the
application or patent. While no specific words or wording are
required to assert small entity status, the intent to assert small
entity status must be clearly indicated in order to comply with
the assertion requirement.

(2) Partieswho can sign and filethe written assertion.
The written assertion can be signed by:

(i) The applicant (8§ 1.42 or § 1.421);

(i) A patent practitioner of record or apractitioner
acting in arepresentative capacity under § 1.34;

(iii) Theinventor or ajoint inventor, if theinventor
isthe applicant; or

(iv) The assignee.

(3) Assertion by payment of the small entity basicfiling,
basic transmittal, basic national fee, or international search
fee, or individual designation fee in an international design
application. The payment, by any party, of the exact amount
of oneof the small entity basicfiling fees set forthin 88 1.16(a),
1.16(b), 1.16(c), 1.16(d), 1.16(e), the small entity transmittal
feesetforthin § 1.445(a)(1), the small entity international search
fee set forth in § 1.445(a)(2) to a Receiving Office other than
the United States Receiving Office in the exact amount
established for that Receiving Office pursuant to PCT Rule 16,
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or the small entity basic national fee set forthin § 1.492(a), will
be treated as a written assertion of entitlement to small entity
status even if the type of basic filing, basic transmittal, or basic
national fee isinadvertently selected in error. The payment, by
any party, of the small entity first part of the individual
designation feefor the United Statesto the International Bureau
(8 1.1031) will be treated as a written assertion of entitlement
to small entity status.

(i) If the Office accords small entity status based
on payment of asmall entity basic filing or basic national fee
under paragraph (c)(3) of this section that is not applicable to
that application, any balance of the small entity feethat is
applicable to that application will be due along with the
appropriate surcharge set forth in § 1.16(f), or § 1.16(q).

(if) The payment of any small entity fee other than
those set forth in paragraph (c)(3) of this section (whether in
the exact fee amount or not) will not be treated as a written
assertion of entitlement to small entity status and will not be
sufficient to establish small entity statusin an application or a
patent.

*kkkk

For applications filed on or after September 16,
2012, the written assertion of entitlement to small
entity status can be signed by: (1) the applicant (37
CFR 1.42 or 1.421); (2) a patent practitioner of
record or acting in a representative capacity under
37 CFR 1.34; (3) the inventor or ajoint inventor, if
theinventor isthe applicant; or (4) the assignee. See
37 CFR 1.27(c)(2). The change to 37 CFR 1.27 for
applicationsfiled on or after September 16, 2012, is
for consistency with the change in practice
concerning who isthe applicant for patent in 37 CFR
1.42. The applicant as defined in 37 CFR 1.42 (or
37 CFR 1.421) can sign awritten assertion of small
entity status. Thus, the assignee, the person to whom
the inventor is under an obligation to assign the
invention, or the person who otherwise shows
sufficient proprietary interest in the matter, who is
applying for a patent under 37 CFR 1.46 can sign
the written assertion of small entity status. In
addition, if there are joint inventors who are the
applicant, then one of the joint inventors can sign a
written assertion of small entity status and thereby
establish small entity status for the application (but
see paragraph V1. below). The assignee can sigh a
written assertion of small entity status even if the
assignee is not the applicant or is ajuristic entity.

B. Applications Filed Before September 16, 2012

37 CFR 1.27 (pre-Al A) Definition of small entities and
establishing statusasa small entity to permit payment of small
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entity fees, when a determination of entitlement to small entity
status and notification of loss of entitlement to small entity
status arerequired; fraud on the Office.

*kkkk

(c) Assertion of small entity status. Any party (person,
small business concern or nonprofit organization) should make
a determination, pursuant to paragraph (f) of this section, of
entitlement to be accorded small entity status based on the
definitions set forth in paragraph (a) of this section, and must,
in order to establish small entity statusfor the purpose of paying
small entity fees, actually make an assertion of entitlement to
small entity status, in the manner set forth in paragraphs (c)(1)
or (c)(3) of this section, in the application or patent in which
such small entity fees are to be paid.

(1) Assertion by writing. Small entity status may be
established by awritten assertion of entitlement to small entity
status. A written assertion must:

(i) Beclearly identifiable;

(ii) Besigned (see paragraph (c)(2) of thissection);
and

(iii) Convey the concept of entitlement to small
entity status, such as by stating that applicant is asmall entity,
or that small entity statusis entitled to be asserted for the
application or patent. While no specific words or wording are
required to assert small entity status, the intent to assert small
entity status must be clearly indicated in order to comply with
the assertion requirement.

(2) Partieswho can sign and filethe written assertion.
The written assertion can be signed by:

(i) One of the partiesidentified in § 1.33(b) (e.g.,
an attorney or agent registered with the Office), § 3.73(b) of
this chapter notwithstanding, who can aso file the written
assertion;

(i) At least one of theindividuals identified as an
inventor (even though a § 1.63 executed oath or declaration has
not been submitted), notwithstanding § 1.33(b)(4), who can also
file the written assertion pursuant to the exception under §
1.33(b) of this part; or

(iii) An assignee of an undivided part interest,
notwithstanding 88 1.33(b)(3) and 3.73(b) of this chapter, but
the partial assignee cannot file the assertion without resort to a
party identified under § 1.33(b) of this part.

(3) Assertion by payment of the small entity basic filing
or basic national fee. The payment, by any party, of the exact
amount of one of the small entity basic filing fees set forth in
8§81.16(a), 1.16(b), 1.16(c), 1.16(d), 1.16(e), or the small entity
basic national fee set forthin § 1.492(a), will be treated as a
written assertion of entitlement to small entity status even if the
type of basicfiling or basic national feeisinadvertently selected
in error.

(i) If the Office accords small entity status based
on payment of asmall entity basic filing or basic national fee
under paragraph (c)(3) of this section that is not applicable to
that application, any balance of the small entity feethat is
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applicable to that application will be due along with the
appropriate surcharge set forth in § 1.16(f), or § 1.16(q).

(if) The payment of any small entity fee other than
those set forth in paragraph (c)(3) of this section (whether in
the exact fee amount or not) will not be treated as a written
assertion of entitlement to small entity status and will not be
sufficient to establish small entity statusin an application or a
patent.

(4) Assertion required in related, continuing, and
reissueapplications. Statusasasmall entity must be specifically
established by an assertion in each related, continuing and
reissue application in which statusis appropriate and desired.
Status as a small entity in one application or patent does not
affect the status of any other application or patent, regardless
of the relationship of the applications or patents. Therefiling of
an application under § 1.53 as a continuation, divisional, or
continuation-in-part application (including a continued
prosecution application under § 1.53(d)), or thefiling of areissue
application, requires anew assertion asto continued entitlement

to small entity status for the continuing or reissue application.
*kkkk

For applications filed before September 16, 2012,
the partieswho can assert entitlement to small entity
status by writing include all parties permitted by
pre-AlA 37 CFR 1.33(b) to file a paper in an
application, including a registered practitioner.
Pre-AlA 37 CFR 1.27(c)(2)(i). Additionally, one of
the individuals identified as an inventor, or a partia
assignee, can also sign thewritten assertion. Pre-AlA
37 CFR 1.27(c)(2)(ii) and (iii). By way of example,
in the case of three pro seinventorsfor a particular
application, one of the three inventors upon filing
the application can submit a written assertion of
entittement to small entity status and thereby
establish small entity status for the application, (but
see paragraph V1. below). Where rights are divided
between a person, small business concern, and
nonprofit organization, or any combination thereof,
only one party is required to assert small entity
status. For example, where one of two inventors has
assigned his or her rights in the invention, it is
sufficient if either of the two inventors or the
assignee asserts entitlement to small entity status.

Any inventor is permitted to submit a written
assertion of small entity status, including individuals
identified as inventors but who are not officially
named of record as an executed oath or declaration
under pre-AlA 37 CFR 1.63 has not yet been
submitted. See pre-AlA 37 CFR 1.41(a)(1). Where
an application is filed without an executed oath or
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declaration pursuant to pre-AlA 37 CFR 1.53(f), the
Office will accept the written assertion of an
individual who has merely been identified as an
inventor on filing of the application (e.q., application
transmittal letter) as opposed to having to be named
as an inventor by the filing of an executed oath or
declaration under pre-AlA 37 CFR 1.63 (pre-AlA
37CFR 1.41(a)(1)). Pre-AlA 37 CFR 1.4(d)(4) and
37 CFR 11.18(b) are seen as sufficient basis to
permit any individual to provide awritten assertion
solong astheindividua identifies himself or herself
as an inventor. An actua inventor who has not been
identified asan inventor (e.g., by way of application
transmittal letter) or named as an inventor (i.e,
executed pre-AlA 37 CFR 1.63 oath or declaration)
in the file record may not file awritten assertion as
to small entity entitlement.

Where an oath or declaration under pre-AlA 37 CFR
1.63 is later filed, any original written assertion as
to small entity status (which has been previously
appropriately submitted to the Office) will remain
unless changed by an appropriate party under 37
CFR _1.27(9)(2). Where a later-filed oath or
declaration under pre-AlA 37 CFR 1.63 sets forth
an inventive entity that does not include the person
who initially was identified as an inventor and who
asserted small entity status, small entity status will
also remain.

An assignee asserting small entity status is not
required to submit a pre-AlA 37 CFR 3.73(b)
certification whether the assigneeisapartial assignee
or an assignee of the entire right, title, and interest,
(but see paragraph 111. below).

1. PARTIESWHO CAN FILETHEWRITTEN
ASSERTION ONCE SIGNED

For applications filed before September 16, 2012, a
distinction exists as to who can file a written
assertion of entitlement to small entity status once
the written assertion is signed. Pre-AIA 37 CFR
1.27(c)(2)(ii) and pre-AlA 37 CFR 1.33(b) permit
one of severa inventors to file as well asto sign a
written assertion. The same is not true for a partial
assignee. Pre-AlA 37 CFR 1.27(c)(2)(iii). While a
partial assignee may sign a written assertion, the
written assertion must be filed by an appropriate
party under pre-AlA 37 CFR 1.33(b).
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IV. ASSERTION BY PAYMENT OF SMALL
ENTITY BASIC FILING. BASIC NATIONAL FEE,
OR INDIVIDUAL DESIGNATION FEE

The payment of an exact small entity basic filing
(37 CER 1.16(a), (b), (), (d), or (€)), basic national
fee (37 CFR 1.492(a)), or individual designation fee
in an international design application (37 _CFR
1.1031) isaso considered to be asufficient assertion
of entitlement to small entity status. 37 CFR
1.27(c)(3). An applicant filing a patent application
and paying an exact small entity basic filing, basic
national fee, or individual designation fee
automatically establishes small entity status for the
application even without any other assertion of small
entity status. This is so even if an applicant
inadvertently selects the wrong type of small entity
basic filing or basic national fee for the application
being filed (e.g., the exact small entity basic filing
fee for a design application is selected but the
application is a utility application). If small entity
status was not established when the basic filing or
basic national fee was paid, such as by payment of
a non-small entity basic filing, basic national fee,
individual designation fee, a later claim to small
entity status requires a written assertion under 37
CFR 1.27(c)(1). Payment of asmall entity fee other
than a small entity basic filing, basic national fee,
or individual designationfee(e.g., extension of time
fee, issue fee, or reexamination filing fee) without
inclusion of awritten assertion is not sufficient.

Even though applicants can assert small entity status
only by payment of an exact small entity basicfiling,
basic national fee, or individual designation fee in
an international design application, the Office
encourages applicantsto also fileawritten assertion
of small entity status as well as to pay the exact
amount of the small entity basic filing, basic national
fee, or individual designation fee. The Office's
application transmittal forms include a check box
that can be used to submit a written assertion of
small entity status. A written assertion will provide
small entity status should applicant fail to pay the
exact small entity basic filing, basic national fee, or
individual designation fee. The provision providing
for small entity status by payment of an exact small
entity basic filing, basic national fee, or individual
designation fee is intended to act as a safety net to
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avoid possible financial loss to inventors or small
businesses that qualify for small entity status.

Even though small entity status is accorded where
thewrong type of small entity basic filing fee, basic
national fee, or individual designation fee in an
international design application is selected but the
exact amount of thefeeis paid, applicant still needs
to pay the correct small entity amount for the basic
filing, basic national fee, or individual designation
fee in an international design application where
selection of the wrong type of fee results in a
deficiency. While an accompanying general
authorization to charge any additional fees suffices
to pay the balance due of the proper small entity
basic filing, basic national fee or individua
designation fee, specific authorizations to charge
feesunder 37 CFR 1.17 or extension of timefeesdo
not suffice to pay any balance due of the proper
small entity basic filing, basic nationa fee, or
individual designation fee because they do not
actually authorize payment of small entity amounts.
If payment is attempted of the proper type of basic
filing, basic national fee, or individual designation
fee (applicant correctly identifiesthe type of feefor
the type of application being filed), but the amount
of the fee paid is not the exact small entity fee
required (an incorrect fee amount is supplied) and a
written assertion of small entity statusis not present,
small entity status will not be accorded. The Office
will mail a notice of insufficient basic filing, basic
nationa fee, or individual designation fee in an
international design application with asurcharge due
if an authorization to charge the basic filing or basic
national fee is not present. The Office does not
consider abasicfiling or basic national fee submitted
in an amount above the correct fee amount, but
below the non-small entity fee amount, as a request
to establish small entity status unless an additional
written assertion is also present. The submission of
abasicfiling or basic national fee below the correct
fee amount also does not serve to establish small
entity status.

Where an application is originally filed by a party,
who isin fact a small entity, with an authorization
to charge fees (including basic filing fee, basic
national fee, or individual designation fee) and there
is no indication (assertion) of entitlement to small
entity status present, that authorization is not
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sufficient to establish small entity status unless the
authorization is specifically directed to small entity
basicfiling, basic national, or individual designation
fees. The general authorization to charge fees will
continue to be acted upon immediately and the full
(not small entity) basic filing, basic national, or
individual designation fees will be charged.
Applicant will have three monthsunder 37 CFR 1.28
to request arefund by asserting entitlement to small
entity status. Thisis so even if the application is a
continuing application where small entity status had
been established in the prior application.

V. PARTIESWHO CAN ASSERT AND FILE
SMALL ENTITY STATUSBY PAYMENT

Where small entity status is sought by way of
payment of the basic filing fee, basic national fee,
or individual designation fee, any party (including
a third party), may submit payment, such as by
check, and small entity status will be accorded.

VI. CONTINUED OBLIGATIONSFOR
THOROUGH INVESTIGATION OF SMALL
ENTITY STATUS

While small entity statusisnot difficult to obtain, it
should be clearly understood that applicants need to
do acomplete and thorough investigation of all facts
and circumstances before making a determination
of actual entitlement to small entity status. 37 CFR
1.27(f). Where entitlement to small entity statusis
uncertain, it should not be claimed.

The assertion of small entity status (e.g., even by
mere payment of the exact small entity basic filing
fee) is not appropriate until such an investigation
has been completed. For example, where there are
three pro se inventors, before one of the inventors
pays the small entity basic filing, basic national, or
individual designation fee to establish small entity
status, the single inventor asserting entitlement to
small entity status should check with the other two
inventors to determine whether small entity status
is appropriate.

If small entity statusis desired on the basis that the
entity isasmall business concern, the investigation
should include a review of whether the businessis
asmall business concern as defined by section 3 of
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the Small Business Act (Public Law 85-536 as
amended by Public Law 106-50). Review of whether
the business concern meets the size standards set
forth in 13 CFR 121.801 through 121.805 to be
eligible for reduced patent fees is also appropriate.
Additionally, if the business has assigned, granted,
conveyed or licensed (or is under an obligation to
do so) any rights in the invention to others directly
or indirectly, the same review for each other entity
would also be appropriate.

Furthermore, once status as a small entity has been
established in an application, a new determination
of entitlement to small entity statusis needed in the
application or patent (1) when the issue fee is due
and (2) when any maintenance feeis due. If an ex
parte reexamination is requested for a patent, the
requester must affirmatively state in the
reexamination request that it is entitled to small
entity in order for arequester to pay the small entity
filing fees. For example, requester can affirmatively
assert small entity status by checking the appropriate
box in line 3 on the transmittal form (PTO/SB/57).
It should be appreciated that the costs incurred in
appropriately conducting the initial and subsequent
investigations may outweigh the benefit of claiming
small entity status. For some applicants it may be
desirable to file as a non-small entity (by not filing
a written assertion of small entity status and by
submitting non-small entity fees) rather than
undertaking the appropriate investigations which
may be both difficult and time-consuming and which
may be cost effective only where several applications
areinvolved.

Theintent of 37 CFR 1.27 isthat the person making
the assertion of entitlement to small entity statusis
the person in a position to know the facts about
whether or not status as a small entity can be
properly established. That person, thus, has a duty
to investigate the circumstances surrounding
entitlement to small entity statusto the fullest extent.
It is important to note that small entity status must
not be claimed unless the person or persons can
unequivocally make the required self-certification.

The U.S. Patent and Trademark Office does not give
advisory opinions as to whether or not a specific
individual or organization qualifiesasasmall entity.
In establishing reduced fees for persons, small
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business concerns, and nonprofit organizations, the
Congressional consideration of thelegidation which
became Public Law 97-247 indicated an intent that
the U.S. Patent and Trademark Office rely
exclusively on a self-certification that a patent
applicant qualifies as an independent inventor (now
person), small business concern, or nonprofit
organization. In addition, it was also stated during
Congressional consideration of the legidation that
no additional resources would be required to
administer the system whereby fees would be
reduced for small entities.

Inview of theintent expressed during Congressional
consideration of the legidation, it would be
inappropriate for the U.S. Patent and Trademark
Officeto give advisory opinions asto entitlement to
small entity status. Accordingly, any individual
seeking to establish status as a small entity for
purposes of paying the feein an application or patent
must file the assertion required by 37 CFR 1.27 and
in so doing is self-certifying entitlement to small
entity status.

Consistent with 37 CFR 1.4(d)(4), the payment of a
small entity basic filing or national fee constitutes a
certification under 37 CFR 11.18(b). Thus, asimple
payment of the small entity basic filing, basic
national, or individual designation fee, without a
specific written assertion, activates the provisions
of 37 CFR 1.4(d)(4) and, by that, invokes the
self-certification requirement set forth in 37 CFR
11.18(b), regardiess of whether the party is a
practitioner or non-practitioner.

VIl. REMOVAL OF STATUS

Once small entity status is established in an
application or patent, fees as a small entity may
thereafter be paid in that application or patent
without regard to a change in status until the issue
fee is due or any maintenance fee is due. 37 CFR
1.27(9)(1). 37 CFR 1.27(g)(2) requires that
notification of any change in status resulting in loss
of entitlement to small entity status be filed in the
application or patent prior to paying, or at the time
of paying, the earliest of the issue fee or any
maintenance fee due after the date on which status
as asmall entity is no longer appropriate. 37 CFR
1.27(g)(2) also requires that the notification of loss
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of entitlement to small entity status be in the form
of a specific written assertion to that extent, rather
than only payment of a non-small entity fee. For
example, when paying theissue feein an application
that has previously been accorded small entity status
and the required new determination of continued
entitlement to small entity status reveals that status
has been lost, applicant should not just simply pay
the non-small entity issue fee or cross out the
recitation of small entity status on Part B of the
Notice of Allowance and Fee(s) Due (PTOL-85),
but should (A) check the appropriate box on Part B
of the PTOL-85 form to indicate that there has been
a change in entity status and applicant is no longer
claiming small entity status, and (B) pay the fee
amount for anon-small entity.

For correcting errors in small entity status, see
paragraph X below.

VIIl. IMPROPERLY ESTABLISHING SMALL
ENTITY STATUS

37 _CFR _1.27(h) indicates that any attempt to
fraudulently establish status as a small entity or pay
fees as a small entity will be considered as a fraud
practiced or attempted on the Office. Applicants
should not rely on any oral advice inadvertently
given by an Office employee as to entitlement to
small entity status. In addition, improperly and with
intent to deceive establishing statusasasmall entity
or paying fees as a small entity will be considered
as a fraud practiced or attempted on the Office.
Normally, the Office will not question a claim to
status as a small entity.

IX. REFUNDSBASED ON LATER
ESTABLISHMENT OF SMALL ENTITY STATUS

37 CFR 1.28 Refundswhen small entity statusis later
established; how errorsin small entity status are excused.

(a) Refunds based on later establishment of small entity
status. A refund pursuant to 8§ 1.26, based on establishment of
small entity status, of a portion of feestimely paid in full prior
to establishing status as a small entity may only be obtained if
an assertion under § 1.27(c) and arequest for arefund of the
excess amount are filed within three months of the date of the
timely payment of the full fee. The three-month time period is
not extendable under § 1.136. Status asasmall entity iswaived
for any fee by the failure to establish the status prior to paying,
at the time of paying, or within three months of the date of
payment of, the full fee.
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(b) Date of payment.

(1) Thethree-month period for requesting arefund,
pursuant to paragraph (a) of this section, starts on the date that
afull fee has been paid;

(2) The date when adeficiency paymentispaidin full
determines the amount of deficiency that is due, pursuant to
paragraph (c) of this section.

*kkk*k

37 CFR 1.28(a) provides athree-month time period
for requesting a refund of a portion of a non-small
entity fee based on later establishment of small entity
status. The start date of the three-month refund
period of 37 CFR 1.28(a) isthe date the full fee has
been paid. See 37 CFR 1.28(b)(1). Payment by
authorization to charge a deposit account is treated
for refund purposes the same as payments by other
means (e.g., check or credit card authorizations),
with each being treated as paid (for refund purposes)
on the date of receipt in the Office as defined by 37
CFR 1.6. Thus, the date of receipt of an authorization
to charge fees starts the three-month period for
refunds under 37 CFR 1.28(a), not the date of debit
of thefeeto adeposit account. If apayment ismailed
with a Certificate of Mailing under 37 CFR 1.8, the
three month period for requesting arefund will start
on the actual date of receipt of the payment in the
Office, and not the Certificate of Mailing date. If a

payment is filed by Priority Mail Express® under
37 CFR 1.10, the date of deposit with the United
States Postal Service (shown by the “ date accepted”

onthePriority Mail Express® mailing |abel or other

official USPS notation) is the date of receipt of the
payment by the Office under 37 CFR 1.10(a) and
the three month period for requesting arefund starts
on the date shown by the “date accepted” on the

Priority Mail Express® mailing label rather than the

date when the payment actually reaches the Office.

Request for refunds, along with the assertions under
37 CFR 1.27(c), should be addressed to Mail Stop
16, Director of the U.S. Patent and Trademark
Office, PO. Box 1450, Alexandria, VA 22313-1450.

X. CORRECTING ERRORSIN SMALL ENTITY
STATUS

37 CFR 1.28 Refundswhen small entity statusis later
established; how errorsin small entity status are excused.

*kkk*k
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(c) How errorsin small entity status are excused. If status
asasmall entity is established in good faith, and feesas a small
entity are paid in good faith, in any application or patent, and it
islater discovered that such status as asmall entity was
established in error, or that through error the Office was not
notified of aloss of entitlement to small entity statusasrequired
by 8 1.27(9)(2), the error will be excused upon: compliance with
the separate submission and itemization reguirements of
paragraphs (c)(1) and (c)(2) of this section, and the deficiency
payment requirement of paragraph (c)(2) of this section:

(1) Separate submission required for each application
or patent. Any paper submitted under this paragraph must be
limited to the deficiency payment (all feespaidin error), required
by paragraph (c)(2) of this section, for one application or one
patent. Where more than one application or patent isinvolved,
separate submissions of deficiency payments(e.g., checks) and
itemizations are required for each application or patent. See §

1.4(b).

(2) Payment of deficiency owed. The deficiency owed,
resulting from the previous erroneous payment of small entity
fees, must be paid.

(i) Calculation of the deficiency owed. The
deficiency owed for each previous fee erroneously paid as a
small entity is the difference between the current fee amount
(for other than a small entity) on the date the deficiency is paid
in full and the amount of the previous erroneous (small entity)
fee payment. The total deficiency payment owed is the sum of
the individual deficiency owed amounts for each fee amount
previously erroneously paid as a small entity. Where afee paid
in error as asmall entity was subject to a fee decrease between
the time the fee was paid in error and the time the deficiency is
paid in full, the deficiency owed is equal to the amount
(previously) paid in error;

(ii) Itemization of the deficiency payment. An
itemization of the total deficiency payment is required. The
itemization must include the following information:

(A) Each particular type of fee that was
erroneously paid as asmall entity, ( e.g., basic statutory filing
fee, two-month extension of time fee) along with the current
fee amount for anon-small entity;

(B) The small entity fee actually paid, and
when. Thiswill permit the Office to differentiate, for example,
between two one-month extension of time fees erroneously paid
asasmall entity but on different dates;

(C) Thedeficiency owed amount (for each fee
erroneously paid); and

(D) Thetotal deficiency payment owed, which
isthe sum or total of the individual deficiency owed amounts
set forth in paragraph (c)(2)(ii)(C) of this section.

(3) Failureto comply with requirements. If the
requirements of paragraphs (c)(1) and (c)(2) of this section are
not complied with, such failure will either: be treated as an
authorization for the Office to process the deficiency payment
and charge the processing fee set forth in 8 1.17(i), or result in
arequirement for compliance within a one-month
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non-extendabl e time period under § 1.136(a) to avoid thereturn
of the fee deficiency paper, at the option of the Office.

(d) Payment of deficiency operates as notification of loss
of status. Any deficiency payment (based on a previous
erroneous payment of asmall entity fee) submitted under
paragraph (c) of this section will be treated under § 1.27(g)(2)
as anatification of aloss of entitlement to small entity status.

*kkk*k

37 CFR 1.28(c) provides that if small entity status
is established in good faith and the small entity fees
arepaid in good faith, and it is later discovered that
such status asa small entity was established in error
or through error the Office was not notified of a
change of status, the error will be excused upon
compliance with the separate submission and
itemization requirements of 37 CFR 1.28(c)(1) and
(€)(2), and the deficiency payment requirement of
37 CFR 1.28(c)(2). The deficiency amount owed
under 37 CFR 1.28(c) is calculated using the date
onwhich thedeficiency waspaidin full. See 37 CFR

1.28(b)(2).

37 CFR 1.28(c)(1) requires that a deficiency paper
be limited to one application or patent file. Where,
for example, the same set of facts has caused errors
in payment in more than one application and/or
patent file, a separate paper must be submitted in
each file for which an error is to be excused.

37 CFR 1.28(c)(2) requiresthat for each fee that was
erroneously paid as a small entity, the deficiencies
owed must be paid, and the payment of the
deficiencies must be itemized. The deficiency owed
for each previous fee erroneoudly paid as a small
entity is the difference between the current fee
amount (for other than a small entity) on the date
the deficiency is paid in full and the amount of the
previous erroneous (small entity) fee payment.
Where there has been a fee decrease, the deficiency
owed is equal to the amount (previously) paid in
error, not the difference between the amount
(previously) paid in error and the new lower
non-small entity fee. 37 CFR 1.28(c)(2)(ii) requires
the following itemizations: (A) the particular fee
involved (e.g., basic filing fee, extension of time
fee); (B) the small entity fee amount actually paid
and when (for example, distinguishing between two
one-month extension of time fees erroneously paid
on two different dates); (C) the actual deficiency
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owed for each fee previously paid in error; and (D)
the total deficiency owed (i.e., the sum of the
individual deficiencies owed).

Under 37 CFR 1.28(c)(3), thefailureto comply with
the requirements of 37 CFR 1.28(c)(1) and (c)(2)
permits the Office at its option to either charge a
processing fee (37 CFR 1.17(i)) to processthe paper
or require compliance within a one-month
non-extendable time period to avoid return of the

Paper.

Any paper submitted under 37 CFR 1.28(c) istreated
as a notification of loss of small entity status under
37 CFR 1.27(9)(2). See 37 CFR 1.28(d).

A maintenance feeimproperly paid asasmall entity
where small entity status has been established but is
no longer appropriate will be treated as a matter
under 37 CFR 1.28(c) and will not be considered to
involve expiration of the patent under 37 CFR 1.378.
On the other hand, payment of amaintenance feein
the small entity amount where small entity status
has not been established would result in the
expiration of the patent under 37 CFR 1.378 unless
the full maintenance fee due or a written assertion
of small entity statusistimely filed.

509.04 Micro Entity Status— Definitions
[R-07.2015]

35 U.S.C. 123 Micro entity defined.

(@) IN GENERAL .—For purposes of thistitle, the term
"micro entity" means an applicant who makes a certification
that the applicant—

(1) qualifiesasasmall entity, asdefined in regulations
issued by the Director;

(2) has not been named as an inventor on more than 4
previoudly filed patent applications, other than applicationsfiled
in another country, provisiona applicationsunder section 111(b),
or international applications filed under the treaty defined in
section 351(a) for which the basic national fee under section
41(a) was not paid;

(3) did not, inthe calendar year preceding the calendar
year in which the applicable feeis being paid, have a gross
income, as defined in section 61(a) of the Internal Revenue Code
of 1986, exceeding 3 times the median household income for
that preceding calendar year, as most recently reported by the
Bureau of the Census; and

(4) hasnot assigned, granted, or conveyed, and is not
under an obligation by contract or law to assign, grant, or
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convey, alicense or other ownership interest in the application
concerned to an entity that, in the calendar year preceding the
calendar year in which the applicable fee is being paid, had a
grossincome, as defined in section 61(a) of the Internal Revenue
Code of 1986, exceeding 3 times the median household income
for that preceding calendar year, as most recently reported by
the Bureau of the Census.

(b) APPLICATIONS RESULTING FROM PRIOR
EMPLOYMENT.—An applicant is not considered to be named
on apreviously filed application for purposes of subsection
(a)(2) if the applicant has assigned, or is under an obligation by
contract or law to assign, all ownership rightsin the application
as the result of the applicant’s previous employment.

(c) FOREIGN CURRENCY EXCHANGE RATE.—If an
applicant’s or entity’s gross income in the preceding calendar
year isnot in United States dollars, the average currency
exchange rate, as reported by the Internal Revenue Service,
during that calendar year shall be used to determine whether the
applicant’s or entity’s gross income exceeds the threshold
specified in paragraphs (3) or (4) of subsection (a).

(d) INSTITUTIONS OF HIGHER EDUCATION.—For
purposes of this section, amicro entity shall include an applicant
who certifies that—

(1) theapplicant’semployer, from which the applicant
obtains the majority of the applicant’sincome, is an institution
of higher education as defined in section 101(a) of the Higher
Education Act of 1965 (20 U.S.C. 1001(a)); or

(2) the applicant has assigned, granted, conveyed, or
is under an obligation by contract or law, to assign, grant, or
convey, alicense or other ownership interest in the particular
applications to such an institution of higher education.

(e) DIRECTOR' SAUTHORITY.—In addition to thelimits
imposed by this section, the Director may, in the Director’s
discretion, impose income limits, annual filing limits, or other
limits on who may qualify as amicro entity pursuant to this
section if the Director determinesthat such additional limitsare
reasonably necessary to avoid an undue impact on other patent
applicants or ownersor are otherwise reasonably necessary and
appropriate. At least 3 months before any limits proposed to be
imposed pursuant to this subsection take effect, the Director
shall inform the Committee on the Judiciary of the House of
Representatives and the Committee on the Judiciary of the
Senate of any such proposed limits.

Public Lawv 112-29, sec. 10(b), 125 Stat. 284
(September 16, 2011)( Leahy-Smith Americalnvents
Act (AlA)) adds 35 U.S.C. 123 to define a‘*“ micro
entity.”” March 19, 2013 is the date that the 75%
micro entity discount first became available, because
that is the date that fees “for filing, searching,
examining, issuing, appealing, and maintaining
patent applications and patents’ were first set or
adjusted by rulemaking under the Office'sfee setting
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authority. See Setting and Adjusting Patent Fees, 78
FR 4212 (January 18, 2013) which became effective
in large part on March 19, 2013. January 1, 2014 is
the rulemaking's effective date for the micro entity
discount as it applies to certain “filing, searching
[and] examining” feesfor international applications
under the PCT.

Thefeeswhich arereduced by 75% for micro entities
includefiling fees (nonprovisional and provisiona),
search fees, examination fees, issue fees, and appeal
fees for utility, design, plant, and reissue patent
applications. Also included are patent maintenance
fees including the maintenance fee grace period
surcharges as well as the surcharge for a petition to
accept a delayed maintenance fee payment in order
to reinstate an expired patent. Included within the
ambit of filing fees subject to the micro entity
discount are excess claimsfees, application sizefees,
and the surcharge required by 37 CFR 1.16(f) if
either the basic filing fee or the oath or declaration
for anonprovisional application was not present on
the filing date. Included within the ambit of
examination fees subject to the micro entity discount
are the fees for requesting prioritized examination
under 37 CFR 1.102(e), ex parte reexamination
under 37 CFR 1.510 (only if the request is filed by
the patent owner), and supplemental examination
under 37 CFR 1.601. Included within the ambit of
appeal fees subject to the micro entity discount are
the fees for filing notice of appeal, forwarding an
appeal to the PTAB, and requesting an oral hearing.

I. REQUIREMENT FOR A CERTIFICATION

35U.S.C. 123 requires a certification as a condition
for an applicant to be considered amicro entity. The
certification must be in writing and must be filed
prior to or at thetime afeeisfirst paid in the micro
entity amount in an application or patent. Status as
amicro entity in one application or patent does not
affect the status of any other application or patent.
Therefiling of an application under 37 CFR 1.53 as
acontinuation or divisional, or continuation-in-part
application (including a continued prosecution
application under 37 CFR 1.53(d) (design
applications only)), or the filing of a reissue
application, requires a new certification of
entitlement to micro entity status in the continuing
or reissue application. See 37 CFR 1.29(e). A fee
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may be paid in the micro entity amount only if itis
submitted with, or subsequent to, the submission of
a certification of entitlement to micro entity status.
See 37 CFR 1.29(f). The micro entity provisions of
37 CFR 1.29 apply to applications filed before, on,
and after March 19, 2013. A micro entity
certification may be filed in pending applications,
reexamination proceedings (for patent owners only,
and supplemental examination proceedings at any
time during prosecution and in patents prior to or
concurrent with a maintenance fee payment.

Any attempt to fraudulently establish status or pay
feesasamicro entity shall be considered as afraud
practiced or attempted on the Office. Improperly,
and with intent to deceive, establishing status or
paying fees as amicro entity shall be considered as
afraud practiced or attempted on the Office. See 37

CER 1.29()).

1. BASESFOR ESTABLISHING MICRO ENTITY
STATUS

There are two separate bases for establishing micro
entity status referred to asthe “gross income basis’
under 35 U.S.C. 123(a) and the“institution of higher
education basis’ under 35 U.S.C. 123(d). 37 CFR
1.29(a) implements the gross income basis for
establishing micro entity status, and 37 CFR 1.29(d)
implements theinstitution of higher education basis
for establishing micro entity status. The Office’s
micro entity certification forms are form
PTO/SB/15A (gross income basis)(see MPEP 8§
509.04(a)) and form PTO/SB/15B (institution of
higher education basis)(see MPEP § 509.04(b)). No
evidence such as a copy of a tax return need
accompany the certification form(s). In addition, the
certification form(s) need not be notarized. The
certification form(s) must, however, identify the
application or patent to which it pertainsand it must
be signed by an authorized party as set forth in
MPEP § 509.04(c). For new application filings not
previousy assigned a patent application number,
providing the first named inventor and the title of
the invention at the top of the certification form(s)
in the spaces provided will be sufficient to identify
the application. It is strongly recommended that the
following document descriptions in EFS-Web be
used as appropriate:
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* Certification of Micro Entity (Gross Income
Basis)
* Certification of Micro Entity (Education Basis)

509.04(a) Grosslncome Basisfor Micro
Entity Status[R-11.2013]

35 U.S.C. 123(a) provides that the term *“‘micro
entity” means an applicant who makes a certification
that the applicant: (1) qualifies as a small entity as
defined in 37 CFR 1.27; (2) has not been named as
aninventor on morethan four previoudly filed patent
applications, other than applicationsfiled in another
country, provisiona applications under 35 U.S.C.
111(b), or international applications for which the
basic national fee under 35 U.S.C. 41(a) was not
paid; (3) did not, in the calendar year preceding the
calendar year in which the applicable fee is being
paid, have agrossincome, as defined in section 61(a)
of the Internal Revenue Code of 1986 (26 U.S.C.
61(a)), exceeding three times the median household
income for that preceding calendar year, as most
recently reported by the Bureau of the Census; and
(4) has not assigned, granted, or conveyed, and is
not under an obligation by contract or law to assign,
grant, or convey, a license or other ownership
interest in the application concerned to an entity that,
in the calendar year preceding the calendar year in
which the applicable fee is being paid, had a gross
income, as defined in section 61(a) of the Internal
Revenue Code of 1986, exceeding three times the
median household income for that preceding
caendar year, as most recently reported by the
Bureau of the Census. 37 CFR 1.29(a)(1)-(4)
implements the requirements under 35 U.S.C.
123(a)(1)-(4) for establishing micro entity status on
the gross income basis.

The income level that is three times the median
household income for the preceding calendar year,
as most recently reported by the Bureau of the
Census (i.e., the income threshold set forth in 35
U.S.C. 123(a)(3) and (a)(4)) is referred to as the
“gross income limit” or the “maximum qualifying
gross income.” The Office's micro entity status
certification form PTO/SB/15A refersto the official
Web page address providing the up-to-date
maximum qualifying gross income. Each inventor
and each non-inventor applicant (eg., an
assignee-applicant) must individually meet the gross
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income limit. The gross income limit applies to the
assignee (if any) regardless of whether the assignee
is identified as the applicant. Under 37 CFR
1.29(a)(4), the gross income limit applies to each
party with an ownership interest in the application
including any party(ies) to whom an ownership
interest obligation is owed. Accordingly, each
assignee, licensee, and inventor must individually
meet the gross income limit.

35 U.S.C. 123(b) provides that an applicant is not
considered to be named on a previoudly filed
application for purposes of 35 U.S.C. 123(a)(2) if
the applicant has assigned, or isunder an obligation
by contract or law to assign, all ownership rightsin
the previously filed application as the result of the

applicant’s previous employment. 37 CFR 1.29(b)
implements the provisions of 35 U.S.C. 123(b).

35 U.S.C. 123(c) provides that if an applicant’s or
entity’s grossincomein the preceding calendar year
isnot in United States dollars, the average currency
exchange rate, as reported by the Internal Revenue
Service, during that calendar year shall be used to
determine whether the applicant’s or entity’s gross
income exceeds the gross income limit specified in
35 U.S.C. 123(a)(3) or (4). 37 CFR 1.29(c)
implements the provisions of 35 U.S.C. 123(c).

I. SECTION 1.29(a) -GROSSINCOME BASIS
REQUIREMENTS

37 CFR 1.29 Micro entity status.

(8) To establish micro entity status under this paragraph,
the applicant must certify that:

(1) Theapplicant qualifies asasmall entity as defined
in 81.27;

(2) Neither the applicant nor the inventor nor ajoint
inventor has been named as the inventor or ajoint inventor on
more than four previously filed patent applications, other than
applications filed in another country, provisional applications
under 35 U.S.C. 111(b), or international applicationsfor which
the basic national fee under 35 U.S.C. 41(a) was not paid;

(3) Neither the applicant nor the inventor nor ajoint
inventor, in the calendar year preceding the calendar year in
which the applicable fee is being paid, had a gross income, as
defined in section 61(a) of the Internal Revenue Code of 1986
(26 U.S.C. 61(a)), exceeding three times the median household
income for that preceding calendar year, as most recently
reported by the Bureau of the Census; and

(4) Neither the applicant nor the inventor nor ajoint
inventor has assigned, granted, or conveyed, nor is under an
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obligation by contract or law to assign, grant, or convey, a
license or other ownership interest in the application concerned
to an entity that, in the calendar year preceding the calendar
year in which the applicable feeis being paid, had a gross
income, as defined in section 61(a) of the Internal Revenue Code
of 1986, exceeding three times the median household income
for that preceding calendar year, as most recently reported by
the Bureau of the Census.

*kkk*k

37 CFR 1.29(a)(1)-(4) sets forth the requirements
for establishing micro entity status on the gross
income basis. If an application names more than one
inventor, each inventor must meet the requirements
of 37 CFR 1.29(a)(1)-(4) to file a micro entity
certification on the gross income basis in the
application. If the applicant is other than the
inventor(s) (e.g., an assignee-applicant), then each
such non-inventor applicant aswell as each inventor
must meet the requirements of 37 CFR 1.29(a)(1)-(4)
to file a micro entity certification on the gross
income basis in the application. If there is any
assignee or licenseethat received “ ownership rights’
from any inventor or non-inventor applicant, then
the party(ies) with the “ownership interest” must
also meet the gross income limit requirement.

Because each inventor and each non-inventor
applicant (e.g., assignee-applicant) must separately
meet the requirements under 37 CFR 1.29(a)(1)-(4),
it would not be appropriate to file a micro entity
certification under 37 CFR 1.29(a) for the application
if there were more than one applicant or inventor
and not all of the applicants and inventors qualified
as micro entities under 35 U.S.C. 123(a): e.g., (1)
an applicant or inventor exceeded the grossincome
limit; (2) an applicant or inventor had more than four
other nonprovisiona applications; or (3) an applicant
or inventor had assigned, granted, or conveyed the
application or was under an obligation to do so, to
an entity that exceeds the gross income limit.
Additionally, the grossincomelimit under 35 U.S.C.
123(a)(3) appliesto each applicant’s and inventor’'s
income separately (i.e., the combined gross income
of al of the applicants and inventors need not be
below the income level in 35 U.S.C. 123(a)(3)).
Further, the assignment requirement in 37 CFR
1.29(a)(4) applies to each applicant and inventor
(i.e, if an applicant or inventor assigns or is
obligated to assign the invention to more than one
assignee (e.g., half interest in the invention to two
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assignees), each of the assignees must meet the
income limit specified in 37 CFR 1.29(a)(4)). Note
also that in this context an inventor ordinarily should
qualify as a small entity under 37 CFR 1.29(a)(1)
and 1.27(a)(1). Under 37 CFR 1.27(a)(1), an inventor
generally is a small entity and retains such status
even if the inventor assigns some rights to another
small entity. Similarly, to obtain micro entity status,
37 _CFR 1.29(h) requires that any non-applicant
assignee be asmall entity.
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CERTIFICATION FORM — GROSS INCOME
BASIS

The Office’'s form PTO/SB/15A contains the
certifications under 37 CFR 1.29(a)(1)-(4) that are
required to establish micro entity status on the gross
income basis. The form refers to the certification
requirements as. (1) Small Entity Requirement, (2)
Application Filing Limit, (3) Gross Income Limit
on Applicants and Inventors, and (4) Gross Income
Limit on Parties with an “ Ownership Interest.”
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Doc Code: MES.GIB
Document Description: Cerification of Micro Entity Status (Gross Income Basis) PTOISBI5A (07-14)

CERTIFICATION OF MICRO ENTITY STATUS
(GROSS INCOME BASIS)

Application Number or Control Mumber (if applicable): Patent Number {if applicable):

First Named Inventor: Title of Invention:

The applicant hereby certifies the following—

(1) SMALL ENTITY REQUIREMENT - The applicant qualifies as a small entity as defined in

37 CFR 1.27.

{2) APPLICATION FILING LIMIT — Neither the applicant nor the inventor nor a joint inventor has

been named as the inventor or a joint inventor on more than four previously filed U.S. patent
applications, excluding provisional applications and international applications under the Patent
Cooperation Treaty (PCT) for which the basic national fee under 37 CFR 1.492(a) was not paid,
and also excluding patent applications for which the applicant has assigned all ownership rights,
or is obligated to assign all ownership rights, as a result of the applicant’s previous employment.

(3) GROSS INCOME LIMIT ON APPLICANTS AND INVENTORS — Neither the applicant nor the

inventor nor a joint inventor, in the calendar year preceding the calendar year in which the
applicable fee is being paid, had a gross income, as defined in section 61(a) of the Intemal
Revenue Code of 1986 (26 U.S.C. 61(a)), exceeding the "Maximum Qualifying Gross Income”
reported on the USPTO Web site at hitp//www uspto_gov/patents/law/micro _entity jsp which is
equal to three times the median household income for that preceding calendar year, as most
recently reported by the Bureau of the Census.

(4) GROSS INCOME LIMIT ON PARTIES WITH AN “OWNERSHIP INTEREST” — Neither the

applicant nor the inventor nor a joint inventor has assigned, granted, or conveyed, nor is under an
obligation by contract or law to assign, grant, or convey, a license or other ownership interest in
the application concerned to an entity that, in the calendar year preceding the calendar year in
which the applicable fee is being paid, had a gross income, as defined in section 61(a) of the
Internal Revenue Code of 1986, exceeding the *Maximum Qualifying Gross Income” reported on
the USPTO Web site at http://’www uspto.gov/patents/law/micro_entity jsp which is equal to three
times the median household income for that preceding calendar year, as most recently reported
by the Bureau of the Census.

SIGNATURE by an authorized party set forth in 37 CFR 1.33(h)

Signature
Name
Date Telephone Registration No.
] | Thereis more than one inventor and | am one of the inventors who are jointly identified as the applicant. The required

additional certification form(s) signed by the other joint inventor(s) are included with this form.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U_S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not fumish the requested information, the U_S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required fo comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of Mational Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or hisfher designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.5.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

A. Small Entity Requirement

In order to meet the small entity requirement, every
party holding rights in the application must qualify
asasmall entity under 37 CFR 1.27. If any rightsin
the application are assigned, granted, conveyed, or
licensed to a party that does not qualify as a small
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entity under 37 CFR 1.27, the applicant cannot
qualify for any patent fee discount. An obligation to
assign, grant, convey, or license rights in the
application to a party that does not qualify for small
entity statuswould al so disqualify the applicant from
receiving any patent fee discount. In order to qualify
for small entity status, and in order to meet the small
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entity requirement for micro entity status, there can
be no party holding rights or obligated rightsin the
application that does not qualify as a small entity.
See MPEP § 509.02 for a discussion of the
requirements for small entity status.

B. Application Filing Limit

For purposes of establishing micro entity status under
the“grossincome” basis, the application filing limit
as set forth in 37 CFR 1.29(a)(2) includes: (i)
previoudy filed U.S. nonprovisional applications
(eg., utility, design, plant, continuation, and
divisiona applications), (ii) previoudy filed U.S.
reissue applications, and (iii) previously filed U.S.
national stage applications under the Patent
Cooperation Treaty (PCT). All such applications
naming the inventor or ajoint inventor are counted
toward the application filing limit, whether the
applications were filed before, on, or after March
19, 2013. Further, it does not matter whether the
previoudly filed applications are pending, patented,
or abandoned; they are still included when counting
to determine whether the application filing limit has
been reached.

The application filing limit does not include: (i)
foreign applications; (ii) internationa (PCT)
applications for which the basic U.S. national stage
filing fee was not paid; and (iii) provisiona
applications. In addition, where an applicant,
inventor, or joint inventor has assigned, or is under
an obligation by contract or law to assign, al
ownership rights in the application as the result of
the applicant’s, inventor’s, or joint inventor's
previous employment the applicant, inventor or joint
inventor is not considered to be named on the prior
filed application for purposes of determining micro
entity status. See 37 CFR 1.29(b).

Because the four application limit is a limit on
previoudy filed U.S. nonprovisional applications,
reissues gpplications, and national stage applications,
the maximum number of applicationsin which fees
can be paid at the micro entity discount rate can vary
from O to 5 for any given inventor. For example,
consider a person named as a sole inventor in five
previoudy filed U.S. nonprovisional patent
applications in which al ownership rights have
remained with the sole inventor (i.e., no assignment
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or licensing of patent rights ever occurred). This
person was not named as an inventor in any other
application. Because all five applications count
against the application filing limit, this person cannot
be named as an inventor in any future-filed
application entitled to micro entity status on the
“gross income” basis under 37 CFR 1.29(a).
(However, the filing of a future sixth application
will not jeopardize entitlement to micro entity status
in any of the five applications aready filed.) If the
first two of the inventor’s five applications went
abandoned prior to March 19, 2013, then theinventor
would not have had the opportunity to pay fees at
the micro entity discount rate in those two
applications. (The micro entity discount became
available for the first time on March 19, 2013.)
However if the third-filed application issued as a
patent, then for purposes of paying maintenancefees,
the applicant-turned-patentee (the sole inventor in
this example) may establish entitlement to micro
entity status on the “gross income” basis if al 4
requirements under 37 CFR 1.29(a) are met. If the
fourth and fifth filed applications are still pending,
then similarly, theinventor may establish entitlement
to micro entity status on the “ grossincome” basisif
thefour requirements under 37 CFR 1.29(a) are met.

C. GrosslIncome Limit on Applicants and I nventors

For purposes of qualifying for micro-entity status
under 37 CFR 1.29(a) and paying fees at the micro
entity discount, it is required that no inventor had a
gross income exceeding the gross income limit in
the calendar year preceding the time of fee payment.
This grossincome level requirement also appliesto
any applicant who is not an inventor (e.g., an
assignee-applicant). 35 U.S.C. 123(a)(3) and 37 CFR
1.29(a)(3) define the gross income limit as “three
times median household income for [the] preceding
calendar year, as most recently as reported by the
Bureau of the Census.” Based on that definition, the
grossincomelimit isreported on the USPTO website
at  www.uspto.gov/patent/laws-and-regulations/
micro-entity-status-gross-income-limit as the
“maximum qualifying gross income.” At the time
any fee isto be paid in the micro entity amount, it
is required that no inventor and no non-inventor
applicant (if any) have a preceding calendar year's
gross income exceeding the “maximum qualifying
grossincome” posted on the USPTO website.
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It should be noted that “gross income” means total
income. “Gross income’ and “adjusted gross
income” are not the same thing. Adjusted gross
income is defined as grossincome minus adjustments
to income. For purposes of micro entity statusit is
“gross income”’ — not “adjusted gross income” that
matters. Section 61(a) of the Internal Revenue Code
of 1986 (26 U.S.C. 61(a)) provides that: "[€]xcept
as otherwise provided in this subtitle, gross income
means al income from whatever source derived,
including (but not limited to) the following items:
(1) Compensation for services, including fees,
commissions, fringe benefits, and similar items; (2)
Gross income derived from business; (3) Gains
derived from dealings in property; (4) Interest; (5)
Rents; (6) Royalties; (7) Dividends; (8) Alimony
and separate maintenance payments; (9) Annuities;
(20) Income from life insurance and endowment
contracts; (11) Pensions; (12) Incomefrom discharge
of indebtedness, (13) Distributive share of
partnership grossincome; (14) Incomein respect of
a decedent; and (15) Income from an interest in an
estate or trust.”

With the coming of each new year, the “preceding
calendar year” advances, and anyone's preceding
calendar year’sgrossincome may change asaresult.
Therefore, if the prosecution of an application under
micro entity status extends across multiple calendar
years, each applicant, inventor, and joint inventor
must verify that the gross income limit for the
reguisite calendar year ismet to maintain eligibility
for the micro entity discount. If the gross income
limit is no longer met, then a notification of loss of
entitlement to micro entity status must be filed in
the application to remove micro entity status. On the
other hand, it is possible asmall entity applicant not
meeting the grossincome limits specified in 37 CFR
1.29(a)(3) and (4) in the calendar year in which the
application was filed could meet the 37 CFR
1.29(a)(3) and (4) grossincomelimitsin the calendar
year inwhich theissuefeeispaid, for example, due
to a reduction in income. However, the applicant
must still be a small entity at the time of issue fee
payment, and the applicant must have met the
application filing limit under 37 CFR 1.29(a)(2)
when the application was filed.

The applicable* maximum qualifying grossincome”
that is reported on the USPTO website at
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www.uspto.gov/patent/laws-and-
r egulationg/micr o-entity-status-gr oss-income-limit
is anticipated to change (increase or decrease) in
September or October of each year. If the reported
“maximum qualifying grossincome” increases, then
parties that met the gross income limit earlier that
calendar year will continue to meet the grossincome
limit for the rest of the calendar year. There may
also be additional partiesthat meet the grossincome
limit. If the reported “maximum qualifying gross
income” decreases, however, some parties that met
(e.g., barely met) the grossincome limit earlier that
calendar year might no longer meet the grossincome
limit for the remainder of the calendar year. In that
event a notification of loss of entitlement to micro
entity status must be filed as fees could not be paid
in the micro entity amount in the relevant patent
application or patent for the remainder of that
calendar year.

For inventors who file tax returns jointly with their
spouse, for example, determining the inventor’s
gross income may not be readily apparent from the
preceding calendar year’sjoint tax return. Regardless
of whether any inventor, or any person who is a
non-inventor applicant (e.g., assignee-applicant), or
any person with an “ownership interest” under 37
CER 1.29(a)(4) actually filed ajoint tax return rather
than a separate tax return in the preceding calendar
year, the gross income limit applies to the amount
of income the person would have reported as gross
income if that person were filing a separate tax
return, which includes for example, properly
accounting for that person’s portion of interest,
dividends, and capital gains from joint bank or
brokerage accounts.

For filings on behalf of deceased inventors, gross
income from the deceased inventor’s estate or trust
does not count toward the grossincomelimit because
thetrust or decedent’s estate is considered a separate
legal entity. However, the deceased inventor’s legal
representative acting on behalf of the deceased
inventor under 37 CFR 1.43 is an “applicant” in
terms of 37 CFR 1.29(a). Therefore the legal
representative’s gross income in the preceding
calendar year cannot exceed the gross income limit
under 37 CFR 1.29(a)(3) in order to qualify for micro
entity status. For example, if the deceased inventor
has a surviving spouse who is named on the
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Application Data Sheet (ADS) as an applicant by
virtue of being the legal representative of the
deceased inventor, the surviving spouse’s gross
incomein the preceding calendar year cannot exceed
the gross income limit in order to qualify for micro
entity status. On the other hand, if the deceased
inventor had assigned al rights in the application
(or if subsequent to the inventor’s death, the legal
representative assigned all rightsin the application)
AND the assigneethat received all rightswas named
as an applicant (or the applicant), then it would be
the assignee that would have to meet the gross
income limit (under 37 CFR 1.29(a)(4)) and not the
legal representative. In any event, each other joint
inventor, assignee, and licensee (if any) would also
have to meet the gross income limit in order to
qualify for micro entity status.

D. GrosslIncomeLimiton PartiesWith an “ Ownership
I nterest”

Pursuant to 37 CFR 1.29(a)(4), the gross income
limit extends to any party with an “ownership
interest” from any applicant or inventor.
Accordingly, for each inventor, applicant, and party
with an “ownership interest,” gross income in the
calendar year preceding the time of fee payment
must not exceed the “maximum qualifying gross
income.” Thus, the grossincomelimit appliesto the
assignee regardless of whether the assignee is
identified as the applicant. For micro entity status,
37 CFR 1.29(a)(4) requires that the gross income
limit be met by each assignee and licensee (if any)
aswell as by each inventor.

An applicant isdisqualified from micro entity status
on the gross income basis if an inventor or an
assignee-applicant transfers, or is obligated to
transfer, any ownership interest in the patent
application to an entity that exceedsthe grossincome
limit. For example, consider a patent application
with a sole inventor who does not exceed the gross
income limit. If the inventor assigns, or is obligated
to assign, al rights in the patent application to an
employer that is, for example, a corporation having
several million dollarsin annual receipts, there can
be no micro entity discount of patent fees. Depending
on the size of the corporation, the small entity
discount may be unavailable as well. If the
corporation transfers all of its rights back to the
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inventor, or transfers all of its rights to some other
person who does not exceed the gross income limit,
such aretransfer will not result in qualification for
micro entity status. The 37 CFR 1.29(a)(4)
certification requirement isthat no ownership interest
"has' been transferred, or is obligated to be
transferred, to an assignee or licensee that exceeds
thegrossincomelimit. Once an assignee or licensee
exceeding the gross income limit receives the
ownership interest, the 37 CFR 1.29(a)(4)
certification requirement can no longer be met —
evenif the assignee or licensee retransfersrights and
no longer holds any ownership interest in the
application.

If prosecution of an application that isunder 37 CFR
1.29(a) micro entity status extends into a new year,
it is important to verify that no inventor, no
non-inventor applicant, and no party with a37 CFR
1.29(a)(4) “ownership interest,” had a grossincome
in the new preceding calendar year that exceeds the
“maximum qualifying gross income” reported on
the USPTO website. If the coming of a new year
results in the gross income limit not being met by
any inventor, applicant or party with a 37 CFR
1.29(a)(4) “ownership interest,” then a notification
of loss of entitlement to micro entity status under 37
CFR 1.29(i) must be filed in the application to
remove micro entity status.

I1. SECTION 1.29(b) - PREVIOUSLY FILED
PATENT APPLICATION EXCLUSION

37 CFR §1.29 Micro entity status.

*kkk*k

(b) An applicant, inventor, or joint inventor is not
considered to be named on a previously filed application for
purposes of paragraph (a)(2) of this section if the applicant,
inventor, or joint inventor has assigned, or isunder an obligation
by contract or law to assign, all ownership rightsin the
application asthe result of the applicant’s, inventor’s, or joint
inventor’s previous employment.

*kkkk

37 CFR 1.29(b) implements the provisions of 35
U.S.C. 123(b). 37 CFR 1.29(b) provides that an
applicant, inventor, or joint inventor is not
considered to be named on a previousy filed
application for purposes of 37 CFR 1.29(a)(2) if the
applicant, inventor, or joint inventor has assigned,
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or isunder an obligation by contract or law to assign,
all ownership rights in the application as the result
of the applicant’s, inventor’s, or joint inventor's
previous employment.

[1l. SECTION 1.29(c) - GROSSINCOME
DETERMINED BY CURRENCY EXCHANGE RATE

37 CFR §1.29 Micro entity status.

*kkkk

(c) If anapplicant’s, inventor’s, joint inventor’s, or entity’s
gross income in the preceding calendar year is not in United
States dollars, the average currency exchange rate, as reported
by the Internal Revenue Service, during that calendar year shall
be used to determine whether the applicant’s, inventor’s, joint
inventor’s, or entity’s gross income exceeds the threshold
specified in paragraph (a)(3) or (4) of this section.

*kkkk

Section 1.29(c) implements the provisions of 35
U.S.C. 123(c). Section 1.29(c) provides that if an
applicant’s, inventor’s, joint inventor’s, or entity’s
gross income in the preceding calendar year is not
in United States dollars, the average currency
exchange rate, as reported by the Internal Revenue
Service, during that calendar year shall be used to
determine whether the applicant’s, inventor’s, joint
inventor's, or entity’s gross income exceeds the
threshold specified in 37 CFR 1.29(a)(3) or (a)(4).
The Internal Revenue Service reports the average
currency exchange rate (Yearly Average Currency
Exchange Rates) on its Internet website
(www.ir sgov/I ndividualg/l nter national-Taxpayer s/
Yearly-Aver age-Currency-Exchange-Rates).

For an applicant or entity whose previous calendar
year's gross income was received partialy in U.S.
dollars and partially in non-United States currency,
the gross income amount in non-United States
currency must be converted into U.S. dollars in
accordance with 37 CFR 1.29(c) and then added to
thegrossincomeamountin U.S. dollarsto determine
whether the applicant or entity meets the gross
income requirement of 37 CFR 1.29(a)(3).

509.04(b) Institution of Higher Education
Basisfor Micro Entity Status [R-11.2013]

37 CFR 1.29 Micro entity status.

*kkk*k

(d) To establish micro entity status under this paragraph,
the applicant must certify that:
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(1) Theapplicant qualifies asasmall entity as defined
in§1.27; and

(2)(i) The applicant’s employer, from which the
applicant obtains the mgjority of the applicant’sincome, is an
institution of higher education as defined in section 101(a) of
the Higher Education Act of 1965 (20 U.S.C. 1001(a)); or

(if) The applicant has assigned, granted, conveyed,
or isunder an obligation by contract or law, to assign, grant, or
convey, alicense or other ownership interest in the particular
application to such an ingtitution of higher education.

*kkkk

35 U.S.C. 123(a) provides a gross income basis
under which an applicant may establish micro entity
status. See MPEP_§ 509.04(a). 35 U.S.C. 123
provides that a micro entity shall also include an
applicant who certifies that: (1) The applicant’'s
employer, from which the applicant obtains the
majority of the applicant’s income, is an institution
of higher education as defined in section 101(a) of
the Higher Education Act of 1965 (20 U.S.C.
1001(a)); or (2) the applicant has assigned, granted,
conveyed, or is under an obligation by contract or
law, to assign, grant, or convey, a license or other
ownership interest in the particular application to
such an ingtitution of higher education. 37 CFR
1.29(d) implements the provisions of 35 U.S.C.

123(d).

To the extent that 35 U.S.C. 123(d) (unlike 35 U.S.C.
123(a)) does not expresdly require that an applicant
qualify as a small entity under 37 CFR 1.27, the
Office has invoked its authority under 35 U.S.C.
123(e) to “...impose... other limits on who may
qualify as a micro entity...” in order to expressly
require that a party claiming micro entity statusvia
35 U.S.C. 123(d) qualify asasmall entity under 37
CFR 1.27. Accordingly, 37 CFR 1.29(d)(1) requires
that an applicant claiming micro entity status on the
institution of higher education basis must certify that
the “applicant qualifies as a small entity as defined
in 8 1.27” in addition to certifying that the other
requirements set forth in 35 U.S.C. 123(d)(1) or (2)
are met. See MPEP § 509.02 for adiscussion of the
requirements for small entity status.

I. REQUIREMENTS

An applicant for micro entity status under the
“ingtitution of higher education” basis set forth in
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37 CFR 1.29(d) must satisfy two requirements. First,
the applicant must certify that the applicant qualifies
asasmall entity asdefined in 37 CFR 1.27. Second,
the applicant must certify that either (i) the
applicant’'s employer, from which the applicant
obtains the majority of the applicant’sincome, isan
institution of higher education as defined in section
101(a) of the Higher Education Act of 1965 (20
U.S.C. 1001(a)); or (ii) the applicant has assigned,
granted, conveyed, or is under an obligation by
contract or law, to assign, grant, or convey, alicense
or other ownership interest in the particular
application to such aninstitution of higher education.

A. Small Entity Requirement

In order to meet the small entity requirement, every
party holding rights in the application must qualify
asasmall entity under 37 CFR 1.27. If any rightsin
the application are assigned, granted, conveyed, or
licensed to a party that does not qualify as a small
entity under 37 CFR 1.27, the applicant cannot
qualify for any patent fee discount. An obligation to
assign, grant, convey, or license rights in the
application to a party that does not qualify for small
entity statuswould also disqualify the applicant from
receiving any patent fee discount. In order to qualify
for small entity status, and in order to meet the small
entity requirement for micro entity status, there can
be no party holding rights or obligated rightsin the
application that does not qualify as a small entity.
See MPEP_§ 509.02 for a discussion of the
requirements for small entity status.

B. Section 1.29(d)(2) Requirement

Under 37 CFR 1.29(d)(2)(i) the applicant must
certify that the applicant’s employer, from which
the applicant obtains the majority of the applicant’s
income, isan ingtitution of higher education. Because
only aperson can have an “employer,” the applicant
certifying under 37 CFR 1.29(d)(2)(i) must be a
person or persons, which in most cases, means the
inventor(s).

Under 37 CFR 1.29(d)(2)(ii) the applicant must
certify that the applicant has assigned, granted, or
conveyed alicense or other ownership interestinthe
subject application (or is obligated to do so) to such
an institution of higher education. An attempt to
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obtain micro entity status by merely seeking to
transfer a de minimus interest to an institution of
higher education could be considered a sham
transaction. Although the Office considersit highly
unlikely that institutions of higher education would
be party to such transactions, the Office plans to
closaly monitor the percentage of applicantsclaiming
micro entity statusunder 35 U.S.C. 123(d) to ensure
that applicants are not engaging in such transactions
in order to obtain micro entity status.

Il. MEANING OF “INSTITUTION OF HIGHER
EDUCATION"

Section 101(a) of the Higher Education Act of 1965
defines what is meant by “institution of higher
education” in the context of 37 CFR 1.29(d). See 20
U.S.C. 1001. Section 101(a) of the Higher Education
Act states that the term “institution of higher
education” means:

an educational institution in any State that—

1. admitsasregular studentsonly persons having
a certificate of graduation from a school providing
secondary education, or the recognized equivalent
of such acertificate, or persons who meet the
requirements of section 1091(d)(3) of thistitle;

2. islegally authorized within such State to
provide a program of education beyond secondary
education;

3. provides an educational program for which
theingtitution awardsabachelor’ sdegree or provides
not lessthan a 2-year program that is acceptable for
full credit toward such adegree, or awards a degree
that is acceptable for admission to a graduate or
professional degree program, subject to review and
approval by the Secretary;

4. isapublic or other nonprofit institution; and

5. isaccredited by a nationally recognized
accrediting agency or association, or if not so
accredited, is an institution that has been granted
pre-accreditation status by such an agency or
association that has been recognized by the Secretary
for the granting of pre-accreditation status, and the
Secretary has determined that there is satisfactory
assurance that the institution will meet the
accreditation standards of such an agency or
association within areasonable time.
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Additionally, section 103 of the Higher Education
Act of 1965 provides that the term “ State” means
the 50 States of the United States as well as “the
Commonwealth of Puerto Rico, the District of
Columbia, Guam, American Samoa, the United
States Virgin Islands, the Commonwealth of the
Northern Marianaldands, and the Freely Associated
States” and that the Freely Associated States means
the** Republic of the Marshall Islands, the Federated
States of Micronesia, and the Republic of Palau.”
See 20 U.S.C. 1003.

Based upon these definitions, public or non-profit
institutions located in one of the 50 States or U.S.
territories offering certain undergraduate educational
programs credited toward a bachelor’s degree or
educational programs awarding “a degree that is
acceptable for admission to a graduate or
professional degree program” are eligible as an
“ingtitution of higher education” for purposes of
establishing micro entity status under 37 _CFR
1.29(d). Except for universities or other institutions
of higher education located outside the United States,
any university or other U.S. institution of higher
education that qualifies for small entity status by
virtue of being a nonprofit organization under 37
CFR 1.27(a)(3) meets the criteria of an “institution
of higher education” for micro entity status purposes.

An ingtitution such as a non-profit research
foundation, technology transfer organization, or
Federal Government research laboratory does not
qualify asan “ingtitution of higher education” under
the definition of “institution of higher education”
set forth in the Higher Education Act of 1965 for
purposes of establishing micro entity status.

A. Universities and Colleges that Do Not Qualify as
I nstitutions of Higher Education

One of therequirementsfor an “institution of higher
education” under section 101(a) of the Higher
Education Act of 1965 is that the institution be
non-profit. Therefore, for-profit universities and
colleges do not qualify as an “ingtitution of higher
education” for purposes of establishing micro entity
status. As previously stated, foreign universities do
not qualify as an “institution of higher education”
for purposes of establishing micro entity status. A
foreign university may offer an on-line educational
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program in the United States, however, on-line
classesoffered in the United Stateswould not qualify
the foreign university as an “institution of higher
education” for purposes of establishing micro entity
status. That’s because the university must belocated
“inany State” in the context of what “in any State”
meant in 1965 — the year of the Higher Education
Act of 1965. In addition, institutions that only grant
graduate degrees do not qualify as an “institution of
higher education” for purposes of establishing micro
entity status because section 101(a) of the Higher
Education Act of 1965 is limited to an institution
that “provides an educational program for which the
institution awards a bachelor’s degree or provides
not lessthan a 2-year program that is acceptable for
full credit toward such adegree, or awards a degree
that is acceptable for admission to a graduate or
professional degree program...”

B. TheUniversity Cannot be the Micro Entity
Applicant

Although the 37 CFR 1.29(d) basis for qualifying
for micro entity statusisreferred to asthe“institution
of higher education” basis, it isnot theinstitution of
higher education that can qualify for micro entity
status, but rather inventors who are employees of an
institution of higher education (see 37 CFR
1.29(d)(2)(i)) or inventors or applicants who have
conveyed ownership rightsto aninstitution of higher
education (see 37 CFR 1.29(d)(2)(ii)). Theinstitution
(university) logically cannot make the certifications
required under 37 CFR 1.29(d)(2)(i) and (d)(2)(ii)
(that the employer from which the university obtains
the mgjority of itsincomeis an institution of higher
education as defined by section 101(a) of the Higher
Education Act of 1965, or that the university itself
has assigned, granted, conveyed, or is under an
obligation by contract or law, to assign, grant, or
convey, alicense or other ownership interest in the
particular application).

C. CERTIFICATION FORM —INSTITUTION OF
HIGHER EDUCATION BASIS

The Office’'s form PTO/SB/15B contains the
certificationsunder 37 CFR 1.29(d) that are required
to establish micro entity status on the institution of
higher education basis. There are 2 signature blocks
reflecting that in addition to the small entity
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requirement under 37 CFR 1.29(d)(1), therearetwo
alternative requirements under 37 CFR 1.29(d)(2).
The first signature block is for certifying under 37
CFR _1.29(d)(2)(i) that the applicant’s employer,
from which the applicant obtains the majority of the
applicant’'s income, is an ingtitution of higher
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education. The second signature block is for
certifying under 37 CFR 1.29(d)(2)(ii) that the
applicant has assigned, granted, or conveyed a
license or other ownership interest in the subject
application (or is obligated to do so) to such an
institution of higher education.
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Doc Code: MES.IHEB
Document Descrption: Certification of Micro Entity Status (Education Basis) PTOISEI15B (07-14)

CERTIFICATION OF MICRO ENTITY STATUS
(INSTITUTION OF HIGHER EDUCATION BASIS)

Application Mumber or Control Mumber (if applicable): Patent Mumber (if applicable):

First Named Inventor: Title of Invention:

CERTIFICATION ON THE BASIS OF EMPLOYMENT BY AN INSTITUTION OF HIGHER EDUCATION
The applicant hereby certifies the following—
The applicant qualifies as a small entity as defined in 37 CFR 1.27.

The applicant’s employer, from which the applicant obtains the majority of the applicant’s income, is an
institution of higher education as defined in section 101(a) of the Higher Education Act of 1965 (20 U.5.C.

1001(a)).
SIGNATURE by an authorized party set forth in 37 CFR 1.33(b)
Signature
Name
Date Telephone Registration No.

There is more than one inventor and | am one of the inventors who are jointly idenfified as the applicant. The required
additional ceriification form(s) signed by the other joint inventor{s) are included with this form.

CERTIFICATION ON THE BASIS OF ASSIGNMENT OR OBLIGATION TO ASSIGN TO AN INSTITUTION OF HIGHER
EDUCATION

The applicant hereby certifies the following—
The applicant qualifies as a small entity as defined in 37 CFR 1.27.

The applicant has assigned, granted, conveyed, or is under an obligation by contract or law, to assign, grant, or
convey, a license or other ownership interest in the particular application to an institution of higher education as
defined in section 101(a) of the Higher Education Act of 1965 (20 U.S.C. 1001(a)).

SIGNATURE by an authorized party set forth in 37 CFR 1.33(b)

Signature
Name
Date Telephone Registration No.
D There is more than one inventor and | am cne of the inventors who are jointly identified as the applicant. The required

additional certification form(s) signed by the other joint inventor(s) are included with this form.

NOTE: A signed copy of this “institution of higher education basis” micro entity certification form
(PTO/SB/15B) filed together with a signed copy of the "gross income basis” micro entity certification
form (PTO/SB/15A) will be taken to be a representation that any inventor or person applying for a
patent as provided in 37 CFR 1.46 not qualifying on the “gross income basis” qualifies on the “institution
af higher education basis.”
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.5.C. 2{b){2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U 5. Patent and Trademark Office is to process andior examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.5. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.5.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a confractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.5.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of Mational Security review (35 LL.5.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 1J.5.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.5.C. 122(b) or issuance of a patent pursuant to 35 U.5.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

509.04(c) PartiesWho Can Signthe Micro  education basis, can be signed only by an authorized
Entity Certification [R-11.2013] party asset forthin 37 CFR 1.33(b), which includes:

A certification of micro entity status, on either the

(1) A patent practitioner of record;

gross income basis or the institution of higher
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(2) A patent practitioner not of record who acts
in arepresentative capacity under the provisions of
37 CFR 1.34; or

() The applicant (37 CFR 1.42). Unless
otherwise specified, all papers submitted on behalf
of ajuristic entity must be signed by a patent
practitioner.

For joint inventor applicants, each joint inventor
should sign a separate copy of the relevant micro
entity certification form. However, if one joint
inventor is appointed to prosecute the application
on behalf of al the other joint inventors, then only
that one joint inventor need sign the micro entity
certification form. See USPTO form PTO/AIA/81,
titled “ Power Of Attorney To One Or More Of The
Joint Inventors And Change Of Correspondence
Address’, available on the USPTO forms Web page
at www.uspto.gov/patent/patent-forms.

Additionally, if any applicant isan assignee or other
party under 37 CFR 1.46, and the assignee or other
party is a corporation or organization rather than a
person, a registered practitioner must sign the
certification of micro entity status. An officer of the
assignee corporation, for example, is not authorized
to sign a certification of micro entity status.

509.04(d) Continued Obligation to
Deter mine Micro Entity Qualification
[R-11.2013]

37 CFR 1.29 Micro entity status.

*kkk*k

(9) A certification of entitlement to micro entity status need
only befiled oncein an application or patent. Micro entity status,
once established, remainsin effect until changed pursuant to
paragraph (i) of this section. However, afee may be paid in the
micro entity amount only if status as amicro entity as defined
in paragraph (@) or (d) of this section is appropriate on the date
the fee is being paid. Where an assignment of rights or an
obligation to assign rightsto other partieswho are micro entities
occurs subsequent to the filing of a certification of entitlement
to micro entity status, a second certification of entitlement to
micro entity statusis not required.

(h) Prior to submitting acertification of entitlement to micro
entity statusin an application, including arelated, continuing,
or reissue application, adetermination of such entitlement should
be made pursuant to the requirements of this section. It should
be determined that each applicant qualifies for micro entity
status under paragraph (&) or (d) of this section, and that any
other party holding rights in the invention qualifies for small
entity statusunder § 1.27. The Officewill generally not question

500-109

§ 509.04(d)

certification of entitlement to micro entity status that is made

in accordance with the requirements of this section.
*kkkk

Anapplicant isnot required to provide a certification
of micro entity status with each fee payment once
micro entity status has been established by filing a
certification in an application. While an applicant is
not required to provide such a certification with each
fee payment, the applicant must still be entitled to
micro entity status to pay a fee in the micro entity
amount at the time of all payments of fees in the
micro entity amount. Thus it must be determined
whether the requirementsfor micro entity status exist
a the time each fee payment is made. If any
reguirement for micro entity statusisno longer met,
then the applicant must notify the Office of loss of
micro entity status and pay the required fee in the
small entity or undiscounted amount, as appropriate.

For micro entity status on the gross income basis
under 37 CFR 1.29(a), the applicant must determine
that the applicant and each inventor or joint inventor
still meet the applicable conditions of 37 CFR
1.29(a) to claim micro entity status. For example,
the applicant must determine that neither the
applicant nor inventor nor joint inventor has had a
changein grossincomethat exceedsthe “ maximum
qualifying grossincome” asreported onthe USPTO
website (a hew determination must be made each
year because gross income may change from year
to year, and micro entity status is based upon gross
income in the calendar year preceding the calendar
year in which the applicable fee is being paid). In
addition, the applicant must determine that neither
the applicant nor inventor nor joint inventor has
made, or is obligated by contract or law to make, an
assignment, grant, or conveyance to an entity
exceeding the “ maximum qualifying grossincome,”
and that no new inventor or joint inventor has been
named in the application who does not meet the
conditions specified in 37 CFR 1.29(a). See MPEP
8 509.04(a), subsection |, for additional information.

For micro entity status under 35 U.S.C. 123(d), the
applicant must determine that each applicant till
complieswith 37 CFR 1.29(d) (e.g., still obtainsthe
majority of hisor her income from an institution of
higher education as defined in section 101(a) of the
Higher Education Act of 1965 (20 U.S.C. 1001(a)).
37 CFR 1.29(g) also provides that where an
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assignment of rights or an obligation to assign rights
to other parties who are micro entities occurs
subsequent to the filing of a certification of
entittement to micro entity status, a second
certification of entitlement to micro entity statusis
not required.

509.04(e) Noatification of L ossof Entitlement
to Micro Entity Status [R-11.2013]

37 CFR 1.29 Micro entity status.

*kkkk

(i) Notification of alossof entitlement to micro entity status
must be filed in the application or patent prior to paying, or at
the time of paying, any fee after the date on which status as a
micro entity as defined in paragraph (a) or (d) of thissection is
no longer appropriate. The notification that micro entity status
isno longer appropriate must be signed by a party identified in
§ 1.33(b). Payment of afeein other than the micro entity amount
is not sufficient notification that micro entity statusisno longer
appropriate. A notification that micro entity statusis no longer
appropriate will not be treated as a notification that small entity
statusis also no longer appropriate unlessit also contains a
notification of loss of entitlement to small entity status under §
1.27(f)(2) [8 1.27(g)(2)]. Once a natification of aloss of
entitlement to micro entity statusis filed in the application or
patent, a new certification of entitlement to micro entity status
isrequired to again obtain micro entity status.

*kkkk

37 CFR 1.29(i) contains provisionsfor amicro entity
that correspond to the provisions of 37 CFR
1.27(g)(2) for asmall entity. 37 CFR 1.29(i) provides
that notification of a loss of entitlement to micro
entity status must befiled in the application or patent
prior to paying, or at thetime of paying, any fee after
the date on which status as amicro entity as defined
in 37 CFR _1.29(a) or 1.29(d) is no longer
appropriate. The natification that micro entity status
is no longer appropriate must be signed by a party
identified in 37 CFR 1.33(b). Payment of afeein
other than the micro entity amount is not sufficient
notification that micro entity status is no longer
appropriate. An applicant can make a smple
statement that the applicant is no longer eligible for
micro entity status without identifying the particular
reason(s) for loss of entitlement to micro entity
status.

37 CFR 1.29(i) further provides that a notification
that micro entity statusis no longer appropriate will
not be treated as anotification that small entity status
isalso no longer appropriate unlessit also provides
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notification of loss of entitlement to small entity
status under 37 CFR 1.27(g)(2). Thus, an applicant
or patentee who files a notification that micro entity
status is no longer appropriate will be treated as a
small entity by default. For applications under micro
entity status, regular unreduced fee status will result
from: (1) a notification of loss of entitlement to
micro entity status accompanied by regular
unreduced fees or some other indication of loss of
entitlement to small entity status; or (2) anotification
of loss of entitlement to small entity status by itself.

37 CFR 1.29(i) finally provides that once a
notification of aloss of entitlement to micro entity
status is filed in the application or patent, a new
certification of entitlement to micro entity statusis
required to again obtain micro entity status. It is
strongly recommended that the following document
descriptions in EFS-Web be used as appropriate:

« Notification of loss of entitlement to small
entity status

 Notification of loss of entitlement to micro
entity status

509.04(f) Correcting Errorsin Micro Entity
Status [R-07.2015]

37 CFR 1.29 Micro entity status.

*kkk*k

(k) If status asamicro entity is established in good faith
in an application or patent, and fees as amicro entity are paid
in good faith in the application or patent, and it is later
discovered that such micro entity status either was established
in error, or that the Office was not notified of aloss of
entitlement to micro entity status as required by paragraph (i)
of this section through error, the error will be excused upon
compliance with the separate submission and itemization
requirements of paragraph (k)(1) of this section and the
deficiency payment requirement of paragraph (k)(2) of this
section.

(I Any paper submitted under this paragraph must be
limited to the deficiency payment (all feespaidin error) required
for asingle application or patent. Where more than one
application or patent is involved, separate submissions of
deficiency payments are required for each application or patent
(see § 1.4(b)). The paper must contain an itemization of the total
deficiency payment for the single application or patent and
include the following information:

(i) Each particular type of feethat was erroneously
paid asamicro entity, (e.g., basic statutory filing fee, two-month
extension of time fee) along with the current fee amount for a
small or nonsmall entity, as applicable;
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(if) Themicro entity feeactually paid, and the date
on which it was paid;

(iif) The deficiency owed amount (for each fee
erroneously paid); and

(iv) Thetota deficiency payment owed, whichis
the sum or total of the individual deficiency owed amounts as
set forth in paragraph (k)(2) of this section.

(2) The deficiency owed, resulting from the previous
erroneous payment of micro entity fees, must be paid. The
deficiency owed for each previous fee erroneously paid as a
micro entity is the difference between the current fee amount
for asmall entity or non-small entity, as applicable, on the date
the deficiency is paid in full and the amount of the previous
erroneous micro entity fee payment. The total deficiency
payment owed is the sum of the individual deficiency owed
amounts for each fee amount previously and erroneously paid
as amicro entity.

(3) If the requirements of paragraphs (k)(1) and (2) of
this section are not complied with, such failure will either be
treated at the option of the Office as an authorization for the
Office to process the deficiency payment and charge the
processing fee set forth in § 1.17(i), or result in a requirement
for compliance within a one-month time period that is not
extendable under § 1.136(a) to avoid the return of the fee
deficiency payment.

(4) Any deficiency payment (based on a previous
erroneous payment of amicro entity fee) submitted under this
paragraph will betreated asanatification of aloss of entitlement
to micro entity status under paragraph (i) of this section.

37 CFR 1.29(k) contains provisions for a micro
entity that correspond to the provisions of 37 CFR
1.28(c) for a small entity. 37 CFR 1.28(c) permits
an applicant or patentee to correct the erroneous
payment of a patent fee in the small entity amount
if status as a small entity was established in good
faith, and fees as a small entity were paid in good
faith. See DH Tech. Inc. v. Synergystex Int’l Inc.,

154 F.3d 1333 (Fed. Cir. 1998). 37 CFR 1.29(k)
provides that if: (i) an applicant or patentee
establishes micro entity status in an application or
patent in good faith; (ii) the applicant or patentee
pays fees as a micro entity in the application or
patent in good faith; and (iii) applicant or patentee
later discovers that such micro entity status either
was established in error, or that the Office was not
notified of alossof entitlement to micro entity status
as required by 37 CFR 1.29(i) through error, the
error will be excused upon compliance with the
separate submission and itemization requirements
of 37 CFR 1.29(k)(1) and the deficiency payment
requirement of 37 CFR 1.29(k)(2).
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37 CFR 1.29(k)(1) providesthat any paper submitted
under 37 CFR 1.29(k) must be limited to the
deficiency payment (all fees paid in error) required
for asingle application or patent. 37 CFR 1.29(k)(1)
provides that where more than one application or
patent is involved, separate submissions of
deficiency payments (e.g., checks) and itemizations
are required for each application or patent. 37 CFR
1.29(k)(1) also providesthat the paper must contain
an itemization of the total deficiency payment and
include thefollowing information: (1) each particular
type of fee that was erroneously paid as a micro
entity, (e.g., basic statutory filing fee, two-month
extension of time fee) along with the current fee
amount for asmall or non-small entity; (2) themicro
entity fee actually paid, and the date on which it was
paid; (3) the deficiency owed amount (for each fee
erroneously paid); and (4) the total deficiency
payment owed, which is the sum or total of the
individual deficiency owed amounts as set forth in
37 CFR 1.29(k)(2).

37 CFR 1.29(k)(2) providesthat the deficiency owed,
resulting from the previous erroneous payment of
micro entity fees, must be paid. The deficiency owed
for each previous fee erroneoudly paid as a micro
entity is the difference between the current fee
amount for a small entity or non-small entity, as
applicable, on the date the deficiency is paid in full
and the amount of the previous erroneous micro
entity fee payment. The total deficiency payment
owed is the sum of the individual deficiency owed
amounts for each fee amount previously and
erroneously paid asamicro entity. This corresponds
to the procedure for fee deficiency payments based
upon the previous erroneous payment of patent fees
in the small entity amount. See 37 CFR 1.28(c)(2)(i)
("[t]he deficiency owed for each previous fee
erroneously paid as a small entity is the difference
between the current full fee amount (for non-small
entity) on the date the deficiency is paid in full and
the amount of the previous erroneous (small entity)
fee payment").

37 CFR 1.29(k)(3) providesthat if the requirements
of 37 CFR 1.29(k)(1) and (k)(2) are not complied
with, such failure will either be treated at the option
of the Office as an authorization for the Office to
process the deficiency payment and charge the
processing fee set forth in 37 CFR 1.17(i), or result
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inarequirement for compliance within aone-month
nonextendable time period under 37 CFR 1.136(a)
to avoid the return of the fee deficiency payment.

37 CFR 1.29(k)(4) provides that any deficiency
payment (based on a previous erroneous payment
of a micro entity fee) submitted under 37 CFR
1.29(k) will be treated as a notification of aloss of
entitlement to micro entity status under 37 CFR

1.29(i).

510 U.S. Patent and Trademark Office
Business Hours [R-07.2015]

The U.S. Patent and Trademark Office (USPTO or
Office) working hours are 8:30 am. to 5:00 p.m.,
Monday through Friday, excluding federal holidays
in the District of Columbia. Outside these hours,
only USPTO employeesare authorized to bein areas
of the USPTO other than the Public Search Facilities.

The hours for the Public Search Facility in
Alexandria are 8:00 am. to 8:00 p.m., Monday
through Friday, excluding federal holidays in the
District of Columbia.

See subsections Il and Il below for information
regarding public accessto, and conduct on, USPTO
premises.

I. FILING OF PAPERSDURING UNSCHEDULED
CLOSINGSOF THE U.S. PATENT AND
TRADEMARK OFFICE

37 _CFR 1.9(h) provides that the definition of
“Federal holiday within the District of Columbia”
includes an official closing of the Office. When the
entire USPTO is officially closed for business for
an entire day, for reasons due to adverse weather or
other causes, the Office will consider each such day
a“Federa holiday within the District of Columbia”
under 35 U.S.C. 21. Any action or fee due on such
a day may be taken, or fee paid, on the next
succeeding business day the Office is open. In
addition, 37 CFR 1.6(a)(1) provides “[t]he Patent
and Trademark Office is not open for the filing of
correspondence on any day that is a Saturday,
Sunday or Federa holiday within the District of
Columbia’ to clarify that any day that isa Saturday,
Sunday or Federa holiday within the District of
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Columbiais a day that the USPTO is not open for
the filing of applications within the meaning of
Article 4(C)(3) of the Paris Convention. Note further
that in accordance with 37 CFR 1.6(a)(2), even when
the Office is not open for the filing of
correspondence on any day that is a Saturday,
Sunday or federal holiday within the District of
Columbia, correspondence deposited as Priority Mail

Expr&ss® with the United States Postal Servicein

accordance with 37 CFR 1.10 will be considered
filed onthe date of its deposit, regardless of whether
that date is a Saturday, Sunday or federal holiday
within the District of Columbia (under 35 U.S.C.
21(b) or 37 CFR 1.7).

When the USPTO is open for business during any
part of a business day between 8:30 am. and 5:00
p.m., papers are due on that day even though the
Office may be officially closed for some period of
time during the business day because of an
unscheduled event. The procedures of 37 CFR 1.10
may be used for filing applications.

Information regarding whether or not the Office is
officially closed on any particular day may be
obtained by calling 1-800-PTO(786)-9199 or (571)
272-1000.

New patent applications filed in accordance with
37 CFR 1.10 will be stamped by the Office with the

date of deposit as Priority Mail Expreﬂs® with the

United States Postal Service. For example, if anew
patent application is deposited in Priority Mail

Express® in accordance with 37 CFR 1.10 on a

Saturday and the United States Postal Service gives
it a date of deposit of Saturday, the Office will
accord and stamp the correspondence with the
Saturday date. 37 CFR 1.6(a)(2).

1. CONDUCT IN PUBLIC INFORMATION
FACILITIES

The USPTO has established procedures and
regulations governing public conduct on all Office
premises, and additional regulations specific to the
use of public information facilities, including the
Lutrelle F. Parker Sr. Public Search Facility, the
Scientific and Technical Information Center, and
the File Information Unit. The USPTO ingtituted

500-112



RECEIPT AND HANDLING OF MAIL AND PAPERS

new access control procedures that may affect
visitors to the USPTO campus effective Monday,
August 4, 2014. See www.uspto.gov/page/new-
rulesmay-adjud-hon-somevistarscan-enter-ugptobuildings
for more information.

A valid Public User or Visitor’'s badge is required
to enter USPTO facilities. This badge can be
obtained from the Office of Security next door to
the Public Search Facility located on the first floor
of the Madison East Building, 600 Dulany Street,
Alexandria, VA 22314. User badges will be issued
to persons not under prohibition from using the
search facilities who sign an application form and
acknowledge receipt of a copy of the noted
regulations. User badges are nontransferable and are
valid until reissue or revocation for cause. Office
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employees must show their Building badgesin order
to enter the Patent Search Room. An On-line Service
Card is required for access to all Public Search
Facilitiesand on-line systems. On-line Service Cards
are obtained a the Public Search Facility
Receptionist Desk on a user’sfirst visit.

Persons violating the regulations governing public
conduct on Office premises (reproduced below) may
be denied the use of Officefacilities, and may further
be subjected to prosecution under the Criminal Code.
Additionally, the name of any person violating these
regulations who is registered to practice before the
Office may beforwarded to the Office of Enrollment
and Discipline for appropriate action under 37 CFR
Part 11.
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CONDUCT IN PUBLIC INFORMATION FACILITIES
United States Patent and Trademark Office (05-11)

1. Applicability
These rules apply to all premises under the charge and control of the U.S. Patent and Trademark Office (PTO) through
the General Services Administration and to all persons entering such premises. See Rules and Regulations Governing
Conduct on Federal Property Federal Management Regulation Title 41, Code of Federal Regulations. Part 102-74,
Subpart C. For purposes of these rules, Public Information Facilities include: the Public Search Facility, the Scientific
and Technical Information Center, the Lutrelle F. Parker. Sr. Law Library. and the File Information Unit.

2.  Admission to Property
Patent and Trademark Office facilities are closed to the public outside of specific hours of operation. During hours of

operation, a valid Public user or visitor’s badge is required to enter PTO premises. The individual's Public User or
Visitor badge issued by PTO Security must be displayed at all times while on PTO premises. Visitor badges will not be
issued after 5:00 p.m.

3. Preservation of Property
The following activities are prohibited on PTO premises:

+  Willfully destroying or damaging property.

+  (Creating a hazard to persons or things

+  Willfully concealing any record. book. document. microfilm electronic product, equipment, or other property.
*  Removing papers, materials, equipment or other Government property from designated areas.

Within a designated area, microfilm, books. bound velumes, paper or other Government property must be returned to
their proper location after use, unless otherwise posted.

4. Inspection
All employees. visitors and other personnel, and the packages. briefcases, and other containers in their immediate
possession, arriving on. working at, visiting. or departing from the USPTO are subject to inspection. See 41 CFR §
102-74.370.

5. Conduct on PTO premises
Persons on the PTO prenuses shall at all times comply with the official signs of a prolbitory. regulatory or directory

nature and with the lawful direction of PTO emplovees or security personnel.
Persons on PTO premises shall only use PTO telephones and office equipment specifically designated for public use.

The following activities are prohibited on PTO premises:

+ Using PTO premises and facilities as a place of business. For example. it is prohibited to reserve work areas. use
PTO as a mailing address. use PTO stationery or use a PTO telephone number as a personal or business telephone
number.

+ Disorderly conduct which disrupts the performance of official duties by Government employees or other public
USErs.

+ Rude or abusive conduct to PTO employees or other public users. Offensive language or actions towards or
impacting PTO employees and other public users.

+ Improperly disposing of rubbish.

+ Consuming food or beverages.

The following personal electronic devices may be used only if the use of the device does not disrupt PTO
employees or other public users:

+ Laptop and notebook computers.

* Personal entertamment devices such as MP3 and CD players when connected to headphones.

+ Handheld personal communication service devices (e.g. cellular and wireless phones. pagers)

The taking of photographs and the use of mechanical or electronic equipment such as radios, voice or sound
recording devices or televisions require prior permission by the Office of Public Affairs.
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6. Penalties and Other Laws
Nothing in these rules shall be construed to abrogate any other Federal laws or regulations or any State and local laws
and regulations applicable to any area in which property under the charge and control of the PTO through the U.S.
General Services Administration is situated. (See 40 U.5.C. §§ 1315 and 121).

Wheoever is found guilty of willfully concealing. destroying. or damagzing Government property may be subjectto a
fine of not more than $2.000 or Imprisonment of not more than 3 years. or both. See §18 U.5.C. Section 2071. 41 CFR.
§ 102-74.450 provides that whoever is found guilty of violating the rules of conduct on Federal property contained in
41 CFR. Part 102-74. Subpart C while on any property under the charge and control of the U.S. General Services
Administration is subject to a fine of not more that $50. imprisonment of not more than 30 days. or both. See 40
U.S.C.§131=.

FAILURE TO FOLLOW THESE RULES MAY RESULT IN IMMEDIATE REMOVAL FROM THE
PREMISES, SUSPENSION OF USER PRIVILEGES, AND/OR ENFORCEMENT OF ANY CRIMINAL
SANCTIONS THAT MAY APPLY.

7. Public User Badges
Members of the public may obtain a badge to enter the Public Search Facility either from the USPTO Office of
Security and Safety located in room 1c51, Madison East or at the Security Desk located at the entrance of the Public
Search Facility. The Security Desk only issues one-day badges (visitor badge). Visitor badges will not be issued after
500 pm. Members of the public will be asked to provide picture identification prior to being issued an annual Public
User badge or visitor badge. Public user badges and visitor badges are valid for access to the Public Search Facility
only and convey no other privileges. These badges are the property of the U.S. Government and may be recalled upon
demand For further information about how to obtain a Public user badge. contact the USPTO Office of Security and
Safety at 571.272.8000.

8. Hours of Operation
PTO facilities are open Monday through Friday. excluding federal holidays. Current hours of operation are:

Public Search Facility Madison East Atrium 8:00 AM - 8:00 PM
Lutrelle F. Parker. St. Law Library Madison West Atrium 8:00 AM - 5:00 PM
Scientific and Technical Information Cenfer Remsen Building, Lobby Level  8:00 AM - 5:00 PM
File Information Unit Randolph Square Building, 7-:00 AM - 6:00 PM

Shirlington, 3™ floor

Clearing of all areas will begin prior to closing times to ensure all public users and visitors are out of the building by
the times designated.

9. Rules Specific to Search Facilities

Public Search Facility

+ A user account is required for access to the automated systems in the Public Search Facility. Use of automated
systems must be in compliance with this account and with applicable guidelines for proper use of government
equipment.

+ Trademark Bound Volumes and Historical Patent Indexes are not to be copied.

* Book trucks are not to be removed from facility, used for sitting. cr used as storage racks.

Scientific and Technical Information Center:

Main Facilitv and the Lutrelle F. Parker, Sr. Law Library

+ Non-patent literature (books and periodicals) and foreign patent documents should not be re-shelved. These
materials should be left on the patron tables in the information center

+ Documents housed off-campus will be copied upon request after payvment of the appropriate fee.

* Book trucks are not to be removed or used as storage racks.

File Information Unit
+ When others are waiting. no more than two persons from a company may occupy photocopiers.

+ Photocopiers are assigned from a sign up sheet on first come basis and may not be retained during breaks or other
temporary absences.
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1. USEOF TECHNOLOGY CENTER FACILITIES

In addition to the rules set forth above with regard
to public conduct on USPTO premises, authorized
members of the public using the facilities of the
Technology Centers (TCs) are required to follow
the rules set forth below.

(A) TCfacilitiesare defined asthose areasin
Carlyle (Alexandria, VA) wherethe TCs arelocated.

(B) Theuseof theTCfacilitiesisstrictly limited
to the regular business hours of the USPTO, i.e.,
between the hours of 8:30 am. and 5:00 p.m. on
regular business days (see subsection | above).

(C) Authorized Officials, under these
regulations, include Supervisory Patent Examiners
and TC Directors.

(D) Under applicable statutes and regulations,
including Title 41, Code of Federal Regulations, Part
102-74, Subpart C:

(1) No records, or other documents of the
USPTO shall be removed from the TC facilities
except by express written authorization by an
authorized official in the TC where the material
resides.

(2) The presence or use of equipment such
as dictation equipment, reproducing machines,
typewriters, and photographic equipment is
prohibited without prior permission from an
authorized official in the TC wherethe useis
intended.

(3) All packages, briefcases, or other
personal effects brought into the TC Facilities are
subject to search by authorized officialsupon request
and must be removed when leaving the TC facilities.

(4) All verbal requests for compliance with
these regulations or other posted USPTO Notices
pertaining to activity inthe TC facilities, when made
by authorized officials, must be promptly complied
with.

(E) Persons violating these regulations may be
denied the use of the facilitiesin the TC and Office
public information facilities, and may further be
subject to prosecution under the Criminal Code.
Additionally, the name of any person violating these
regulations who is registered to practice before the
USPTO may be forwarded to the Office of
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Enrollment and Discipline for appropriate action
under 37 CFR Part 11.

If any individual is observed in violation of any of
the regulations, immediate compliance should be
courteously requested. If a verba request is not
complied with, a note should be made of the
individual’s name and Visitor or User badge number,
if possible (the badge is required to be prominently
displayed) and a report of the incident should be
made to the Supervisory Patent Examiner,
Supervisory Applications Examiner, or other
appropriate supervisor who will take further action.

Inaddition, if any individual in TC Facilities appears
to be a stranger and is not wearing a Visitor badge
or User badge, some identification, such asaVisitor,
User, or Building badge (issued to Office employees
and contractors), should be requested. If the
individual refuses, notify asupervisor. Consequently,
all Office employees are expected to carry their
Building badge with them at all times.

Supervisors, when aware of violations of the posted
regulations, should prepare amemorandum detailing
the facts of the incident and forward this
memorandum to the Deputy Commissioner for
Patent Operationsviatheir TC Director. Supervisory
Patent Examiners and TC Directors are authorized
to demand surrender of a User or Visitor badge
on-the-spot. If the Supervisory Patent Examiner
exercises this function, the TC Director should be
immediately notified, followed up by amemorandum
as previously set forth.

511 Postal Service Interruptionsand
Emergencies[R-07.2015]

In the event of a postal interruption or emergency,
an announcement will be placed on the USPTO
website at www.uspto.gov and a notice will be
published in the Official Gazette, providing
instructions about the filing of patent applications,
and other papers related to patent applications and
patents.

35U.S.C. 21 Filing date and day for taking action.

(@) The Director may by rule prescribe that any paper or
feerequired to be filed in the Patent and Trademark Office will
be considered filed in the Office on the date on which it was
deposited with the United States Postal Service or would have
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been deposited with the United States Postal Service but for
postal service interruptions or emergencies designated by the
Director.

*kkkk

37 CFR 1.10 Filing of correspondence by Priority Mail
Express®.

*kkk*k

(9) Any personwho mails correspondence addressed as set
outin § 1.1(a) to the Office with sufficient postage utilizing the

Priority Mail Express® Post Office to Addressee service of the

USPS, but has the correspondence returned by the USPS due

to an interruption or emergency in Priority Mail Expreﬁs®

service, may petition the Director to consider such
correspondence as filed on a particular date in the Office,
provided that:

(1) The petition isfiled promptly after the person
becomes aware of the return of the correspondence;

(2) The number of the Priority Mail Expras® mailing

label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by Priority Mail

Express®;

(3) The petition includes the original correspondence
or acopy of the original correspondence showing the number

of the Priority Mail Express® mailing label thereon and a copy

of the Priority Mail Express® mailing label showing the “date

accepted”; and

(4) The petition includes astatement which establishes,
to the satisfaction of the Director, the original deposit of the
correspondence and that the correspondence or copy of the
correspondenceisthe original correspondence or atrue copy of
the correspondence originally deposited with the USPS on the
requested filing date. The Office may require additional evidence
to determine if the correspondence was returned by the USPS

due to an interruption or emergency in Priority Mail Expr&ss®

service.

(h) Any person who attempts to mail correspondence
addressed as set out in § 1.1(a) to the Office with sufficient

postage utilizing the Priority Mail Expreﬂs® Post Officeto

Addressee service of the USPS, but has the correspondence
refused by an employee of the USPS due to an interruption or

emergency in Priority Mail Expr&ss® service, may petition the

Director to consider such correspondence asfiled on aparticular
date in the Office, provided that:

(1) The petition isfiled promptly after the person
becomes aware of the refusal of the correspondence;

(2) The number of the Priority Mail Express® mailing
label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the attempted mailing by Priority Mail

Express®:;
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(3) The petition includes the original correspondence
or acopy of the origina correspondence showing the number

of the Priority Mail Expreﬁs® mailing label thereon; and

(4) Thepetitionincludesastatement by the person who
originally attempted to deposit the correspondence with the
USPS which establishes, to the satisfaction of the Director, the
original attempt to deposit the correspondence and that the
correspondence or copy of the correspondence is the origina
correspondence or atrue copy of the correspondence originally
attempted to be deposited with the USPS on the requested filing
date. The Office may require additional evidence to determine
if the correspondence was refused by an employee of the USPS

due to an interruption or emergency in Priority Mail Expr&ss®

service.

(i) Any person attempting to file correspondence
under this section that was unabl e to be deposited with the USPS

due to an interruption or emergency in Priority Mail Expr&s®

service which has been so designated by the Director, may
petition the Director to consider such correspondence as filed
on aparticular date in the Office, provided that:

(1) Thepetitionisfiled in amanner designated by the
Director promptly after the person becomes aware of the

designated interruption or emergency in Priority Mail Express®

service;

(2) The petition includes the original correspondence
or a copy of the original correspondence; and

(3) Thepetitionincludesastatement which establishes,
to the satisfaction of the Director, that the correspondence would
have been deposited with the USPS but for the designated

interruption or emergency in Priority Mail Express® service,

and that the correspondence or copy of the correspondence is
theoriginal correspondence or atrue copy of the correspondence
originally attempted to be deposited with the USPS on the
requested filing date.

I. “EXPRESSMAIL” RENAMED “PRIORITY
MAIL EXPRESS’

Effective July 28, 2013, the United States Postal
Service (USPS) changed the name of “ ExpressMail”
to “Priority Mail Express.” All characteristics of the
“Priority Mail Express’ service arethe same asthose
of the former " Express Mail” service (although the
mailing labels differ).

The addresses that should be used for Priority Mail

Express® sent to the U.S. Patent and Trademark

Officeareset forthin 37 CFR 1.1 (see MPEP § 501).
The Office does not have resources for picking up
any mail. Therefore mail should NOT be sent using
the “Hold for Pickup” service option (whereby the
mail is retained at the destination postal facility for
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retrieval by the addressee). Mail sent using the“Hold
for pickup” service will not reach the Office.

See MPEP 8§ 513 for the use of the Priority Mail
Express® Mailing procedure of 37 CFR 1.10.

I[I. PETITION DUE TO A POSTAL SERVICE
INTERRUPTION OR EMERGENCY

37 CFR 1.10(i) provides a procedure under which
applicant may petition the Director to have
correspondence (papers and fees) which was unable
to be deposited with the United States Postal Service
(USPS) because of an interruption or emergency in
Priority Mail Express® service which is so
designated by the Director considered as having been
filed on aparticular date in the Office. Authority for
such a practice is found in 35 U.S.C. 21(a). In
addition, the Director has designated certain events
asapostal serviceinterruption or emergency by rule
(37 CFR 1.10(g) and (h)). 37 CFR 1.10(qg) provides
aprocedure under which applicant may petition the
Director to have correspondence that was returned
by the USPS due to an interruption or emergency in

Priority Mail Express® service considered as filed

on a particular date in the Office. 37 CFR 1.10(h)
provides a procedure under which applicant may
petition the Director to have correspondence that
was refused by an employee of the USPS dueto an

interruption or emergency in Priority Mail Expreﬁs®

service considered asfiled on aparticular dateinthe
Office. For more information on filing a petition

under 37 CFR 1.10(q), (h), or (i), see MPEP § 513,
especially subsections | X-XI.

Applicants are cautioned that the provisions of
35U.S.C. 21(a) and 37 CFR 1.10(q) to (i) only apply
to postal interruptions and emergencies. The
provisions of 35 U.S.C. 21(a) and 37 CFR 1.10(q)
to (i) do not provide for granting of afiling date to
correspondence as of the date on which it would
have been filed but for other exigencies, such asthe
unavailability of a computer or word processing
equipment, or the inaccessibility of an office or
building other than a USPSfacility. 35 U.S.C. 21(a)
requires, in part, that “any paper or fee required to
befiled in the Patent and Trademark Office...would
have been deposited with the United States Postal
Service but for postal service interruptions or
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emergencies designated by the Director.” The statute
requires that the correspondence was complete and
ready to be deposited with the USPS on the filing
date requested (e.g., complete application papers
have been prepared and printed) and that the
correspondence could not have been deposited with
the USPS on the requested filing date for the sole
reason that the postal service was not available due
to the interruption or emergency designated by the
Office.

I11. ALTERNATIVESTO FILING
CORRESPONDENCE VIA PRIORITY MAIL

EXPRESS®

The Office strongly recommends that applicantsfile

new applications by Priority Mail Expre$® in

accordance with 37 CFR 1.10 (if such applications
are not filed via EFSWeb) because such
correspondence will be accorded the date of deposit

in Priority Mail Expr%s® with the USPS as the
filing date. See 37 CFR 1.6(a) and MPEP § 513.
Applications that are not filed by Priority Mail

Expre£s® can only be accorded the date of receipt

in the Office as the filing date (unless there is a
postal interruption or emergency designated by the
Office and applicants are instructed to file their
applicationsin amanner other than by Priority Mail

Express®), thus any applicant who files an
application by first class mail bears the risk of any
delay inthe delivery of the application to the Office,
evenif thedelay isunusually significant dueto some
unforeseen event.

In general, applicants should consider filing new
patent applications (as well as patent-related
correspondence) via the Office electronic filing
system (EFS-Web) whenever permitted. See the
Lega Framework for EFS-Web posted on the
USPTO website (www.uspto.gov/patents-
application-process/applying-online/legal-
framewor k-efs-web-06april11l) for information
pertaining to the types of patent applications and
documents that are permitted to be filed via
EFSWeb. See adso MPEP _§ 502.05. New
applications cannot be transmitted by facsimile and
are not entitled to the benefit of a Certificate of
Transmission under 37 CFR 1.8. A request for a
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continued prosecution application (CPA) filed under
37 CFR 1.53(d) (available only for design
applications) may be transmitted to the Office by
facsimile (37_CFR 1.6(d)(3)); however, it is not
entitted to the benefit of a Certificate of
Transmission (see 37 CFR 1.8(a)(2)(i)(A)). See 37
CFR 1.6(d) and MPEP_§ 502.01. New patent
applications may also be hand-delivered to the
Office. See MPEP § 501.

Correspondence in a patent application can be filed
via the USPS, hand-delivery, or, when permitted,
via EFS-Web or facsimile. Applicants should file
correspondence with a Certificate of Mailing or a
Certificate of Transmission under 37 CFR 1.8 when
permitted. See MPEP 88 502.01 and 512. Even if
the post office is closed due to an emergency,
applicants should ordinarily be able to deposit
correspondence in amailbox for first class mail.

512 Certificate of Mailing or Transmission
[R-07.2015]

37 CFR 1.8 Certificate of mailing or transmission.

(a) Exceptinthe situationsenumerated in paragraph (a)(2)
of this section or as otherwise expressly excluded in this chapter,
correspondence required to be filed in the U.S. Patent and
Trademark Officewithin aset period of timewill be considered
as being timely filed if the procedure described in this section
isfollowed. The actual date of receipt will be used for all other
purposes.

(1) Correspondencewill be considered asbeing timely
filed if:

(i) The correspondence is mailed or transmitted
prior to expiration of the set period of time by being:

(A) Addressed asset out in 8 1.1(a) and
deposited with the U.S. Postal Service with sufficient postage
asfirst class mail; or

(B) Transmitted by facsimileto the Patent and
Trademark Office in accordance with § 1.6(d); or

(C) Transmitted viathe Office electronicfiling
system in accordance with § 1.6(a)(4); and

(if) The correspondence includes a certificate for
each piece of correspondence stating the date of deposit or
transmission. The person signing the certificate should have
reasonable basis to expect that the correspondence would be
mailed or transmitted on or before the date indicated.

(2) The procedure described in paragraph (a)(1) of this
section does not apply to, and no benefit will be givento a
Certificate of Mailing or Transmission on, the following:
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(i) Relativeto Patents and Patent Applications—

(A) Thefiling of anational patent application
specification and drawing or other correspondence for the
purpose of obtaining an application filing date, including a
request for acontinued prosecution application under § 1.53(d);

(B) Papersfiledintrialsbeforethe Patent Trial
and Appeal Board, which are governed by § 42.6(b) of thistitle;

(C) Papersfiled in contested cases before the
Patent Trial and Appeal Board, which are governed by

8§41.106(f) of thistitle;

(D) Thefiling of an international application
for patent;

(E) Thefiling of correspondencein an
international application before the U.S. Receiving Office, the
U.S. International Searching Authority, or the U.S. International
Preliminary Examining Authority;

(F) Thefiling of acopy of the international
application and the basic national fee necessary to enter the
national stage, as specified in § 1.495(b).

(G) Thefiling of awritten declaration of
abandonment under § 1.138;

(H) Thefiling of asubmission under § 1.217
for publication of aredacted copy of an application;

(I) Thefiling of athird-party submission under
§1.290;

(J) Thecalculation of any period of
adjustment, as specified in § 1.703(f);

(K) Thefiling of an international design
application.

(ii) [Reserved]
(iii) Relativeto Disciplinary Proceedings—

(A) Correspondence filed in connection with
adisciplinary proceeding under part 11 of this chapter.

(B) [Reserved]

(b) Inthe event that correspondence is considered timely
filed by being mailed or transmitted in accordance with
paragraph (@) of this section, but not received in the U.S. Patent
and Trademark Office after areasonable amount of time has
elapsed from the time of mailing or transmitting of the
correspondence, or after the application isheld to be abandoned,
or after the proceeding is dismissed or decided with prejudice,
or the prosecution of areexamination proceeding is terminated
pursuant to § 1.550(d) or § 1.957(b) or limited pursuant to §
1.957(c), or arequester paper isrefused consideration pursuant
to § 1.957(a), the correspondence will be considered timely if
the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or
transmission of the correspondence promptly after becoming
aware that the Office has no evidence of receipt of the
correspondence;
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(2) Suppliesan additional copy of the previously mailed
or transmitted correspondence and certificate; and

(3) Includes a statement that attests on a personal
knowledge basis or to the satisfaction of the Director to the
previous timely mailing, transmission or submission. If the
correspondence was sent by facsimile transmission, a copy of
the sending unit’s report confirming transmission may be used
to support this statement. If the correspondence wastransmitted
viathe Office electronic filing system, a copy of an
acknowledgment receipt generated by the Office electronicfiling
system confirming submission may be used to support this
Statement.

(c) TheOfficemay require additional evidenceto determine
if the correspondence was timely filed.

A suggested format for a Certificate of Mailing and
a Certificate of Transmission for facsimile
transmissions and for transmissions via the Office
electronic filing system (EFS-Web) under 37 CFR
1.8 to be included with the correspondence is
reproduced below.

Certificate of Mailing

| hereby certify that this correspondenceis being deposited with
the United States Postal Service with sufficient postage asfirst
class mail in an envelope addressed to:

Commissioner for Patents

PO. Box 1450

Alexandria, Virginia 22313-1450
on .

(Date)

Typed or printed name of person signing this certificate

Signature

Certificate of Facsimile Transmission

| hereby certify that this correspondence is being facsimile
transmitted to the U.S. Patent and Trademark Office (Fax No.

(- )
on
(Date)

Typed or printed name of person signing this certificate

Signature

Certificate of EFS-Web Transmission

| hereby certify that this correspondence is being transmitted
viathe U.S. Patent and Trademark Office electronicfiling system
(EFS-Web) to the USPTO.

on
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(Date)

Typed or printed name of person signing this certificate

Signature
1 5.02 Format of Certificate of Mailing or Transmission

The following are suggested formats for either a Certificate of
Mailing or Certificate of Transmission under 37 CFR 1.8(a).
The certification may be included with all correspondence
concerning this application or proceeding to establish a date of
mailing or transmission under 37 CFR 1.8(a). Proper use of this
procedure will result in such communication being considered
astimely if the established dateiswithin the required period for
reply. The Certificate should be signed by theindividual actually
depositing or transmitting the correspondence or by an individua
who, upon information and belief, expects the correspondence
to be mailed or transmitted in the normal course of business by
another no later than the date indicated.

Certificate of Mailing

| hereby certify that this correspondenceis being deposited with
the United States Postal Service with sufficient postage as first
class mail in an envelope addressed to:

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

on

(Date)

Typed or printed name of person signing this certificate:

Signature:
Registration Number:

Certificate of Transmission

| hereby certify that this correspondence is being facsimile
transmitted to the United States Patent and Trademark Office,
Fax No. (__) - on . (Date)

Typed or printed name of person signing this certificate:

Signature:
Registration Number:

Certificate of EFS-Web Transmission

| hereby certify that this correspondence is being transmitted
viathe U.S. Patent and Trademark Office (USPTO) electronic
filing system (EFS-Web) to the USPTO on

(Date)

Typed or printed name of person signing this certificate:

Signature:
Registration Number:

Please refer to 37 CFR 1.6(a)(4), 1.6(d) and 1.8(a)(2) for filing
limitations concerning transmissions via EFS-Web, facsimile
transmissions and mailing, respectively.
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Under 37 CFR 1.8, a person may state on certain
papers directed to the Office (some exceptions are
stated in 37 CFR 1.8), the date on which the paper
will be deposited in the United States Postal Service,
transmitted by facsimile or transmitted via the
USPTO €lectronic filing system (EFS-Web). If the
date stated is within the period for reply, the reply
in most instances will be considered to be timely.
Thisistrue evenif the paper does not actually reach
the Office until after the end of the period for reply.
The Certificate of Mailing procedure does not apply
to papers mailed in aforeign country.

The Certificate of Transmission procedure for both
facsimile transmissions and transmissions via
EFS-Web, however, also applies to papers
transmitted to the Office from a foreign country
provided that the correspondence being transmitted
isnot prohibited from being transmitted by facsimile
or viaEFS-Web and is not otherwise precluded from
receiving the benefits under 37 CFR 1.8.

It should be noted, however, that the Office will
continueits normal practice of stamping the date of
receipt (“ Office Date” Stamp; see MPEP § 505) on
all papersreceived through the mail, by facsimile or
via EFS-Web except those filed under 37 CFR 1.10
(See MPEP § 513). The receipt date stamped on all
papers will also be the date which is entered on
Office records and from which any subsequent
periods are calculated. For example, 37 CFR 41.37
gives an appellant 2 months from the receipt date of
the notice of appeal to file an appeal brief. If thelast
day to reply to afinal Office action was November
10, 2014, and applicant deposited aNotice of Appeal
with fee in the U.S. mail on November 10, 2014,
and so certified, that appeal istimely even if it was
not received inthe U.S. Patent and Trademark Office
until November 12, 2014. Since the date of receipt
of the notice of appeal will be used to calculate the
time at which the brief is due, the brief was due on
January 12, 2015. Thisis 2 months after the date of
receipt of the notice of appeal.

37 CFR 1.8(a)(2)(i)(A) specifically refers to a
request for a continued prosecution application
(CPA) filed under 37 CFR 1.53(d) (available only
for design applications) as a correspondence filed
for the purposes of obtaining an application filing
date and the procedures and benefit set forth in 37

500-121

§512

CFR 1.8(a)(1) are not applicable to a request for a
CPA. The date on a certificate of mailing or
transmission (37_CFR 1.8(a)) of a CPA is not
controlling or even relevant. A CPA filed by
facsimile transmission or via EFS-Web will not be
accorded afiling date as of the date on the certificate
of transmission unless Office records indicate, or
applicant otherwise establishes pursuant to 37 CFR
1.6(f), receipt in the Office of the complete CPA on
the date on the certificate of transmission and that
date is not a Saturday, Sunday, or federa holiday
within the District of Columbia (for EFS-Web
transmission, that date can be a Saturday, Sunday,
or federal holiday within the District of Columbia).

I. PROCEDURE BY APPLICANT

(A) The certification requires a signature.
Specifically, if the certification appears on a paper
that requires asignature, two signatures are required,
one for the paper and one for the certification.
Although not specifically required by 37 CFR 1.8,
it is preferred that the certificate be signed by the
applicant or registered practitioner.

(B) When possible, the certification should
appear on a portion of the paper being submitted.
However, if there isinsufficient space to make the
certification on the same paper, the certification
should be on a separate sheet securely attached to
the paper.

(C) When the certification is presented on a
separate sheet, that sheet must (1) be signed and (2)
fully identify and be securely attached to the paper
it accompanies. The required identification should
include the application number and filing date of the
application as well as the type of paper being filed,
e.g., reply to rejection or refusal, Notice of Appeal,
etc. An unsigned certification will not be considered
acceptable.

Moreover, without the proper identifying
data, a certification presented on a separate sheet
will not be considered acceptable if thereis any
question or doubt concerning the connection between
the sheet and the paper filed.

For submissions by the U.S. Postal Service
or facsimile transmissions, if the sheet should
become detached from the paper and thereafter not
associated with the appropriate file, evidence that
this sheet was received in the Office can be
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supported by submitting acopy of apostcard receipt
specifically identifying this sheet and the paper and
by submitting a copy of the sheet as originaly
mailed. Attention isdirected to MPEP § 503 rel ative
to the use of postcards as receipts. For submissions
via EFS-Web, evidence that this sheet was received
in the Office can be supported by submitting a copy
of an electronic acknowledgement receipt
specifically identifying this sheet and the paper and
by submitting a copy of the sheet as originaly
submitted. See MPEP 88 502.05 and 503.

(D) In situations wherein the correspondence
includes papers for more than one application (e.g.,
asingle envelope containing separate papers
responding to Office actionsin different
applications) or papersfor various parts of the Office
(e.g., apatent issue fee transmittal form PTOL-85B
and an assignment), each paper must have its own
certification as a part thereof or attached thereto.

Although Part B of Form PTOL-85, Notice
of Allowance and Feg(s) Due, may contain a
Certificate of Mailing thereon, aseparate Certificate
of Mailing isrequired for all papers included with
this form, including replacement drawings. Checks
submitted with the papers do hot require
certification.

(E) In situations wherein the correspondence
includes several papers directed to the same area of
the Office for the same application (for example, a
proposed reply under 37 CFR 1.116 and a Notice of
Appeal), each paper should haveitsown certification
as a part thereof or attached thereto.

(F) For the purposes of 37 CFR 1.8(a)(1)(i)(A),
first class mail isinterpreted asincluding Priority

Mail Express® and “ Priority Mail” deposited with

the U.S. Postal Service.

Alternatively, the correspondence may be submitted
with a cover or transmittal letter that itemizes and
properly identifiesthe papersand on whichisplaced
the certificate under 37 CFR 1.8.

I. USE OF STAMPED CERTIFICATION
Some practitioners place the certification language

on the first page of a paper with an inked stamp.
Such a practice is encouraged because the
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certification isnot only readily visible but also forms
an integral part of the paper.

I11. OFFICE PROCEDURE

A. Mail Center of the Office of Patent Application
Processing

The Mail Center of the Office of Patent Application
Processing (OPAP) will continue to date stamp the
actual date of receipt of all papers received by mail
in the Office. No attempt will be made to retain the
envelopes in which the papers are received or to
indicate on the papers the postal cancellation date
(postmark).

However, the benefitsof 37 CFR 1.8 or 37 CFR 1.10
apply only to documents delivered to the Office by
the U.S. Postal Service. A number of instances have
been uncovered whereindividual s are certifying that
documents were deposited with the U.S. Postal
Service when, in fact, the documents were
hand-carried or delivered to the Office via
commercia couriers, eg., “Federal Express’
“DHL,” “Purolator,” “Air Borne,” or “UPS.” In those
instances where documents include a Certificate of

Mailing under 37 CFR 1.8 or Priority Mail Express®
mailing label (commonly used to comply with 37
CFR 1.10) but were delivered to the Office by other
than the U.S. Postal Service, (OPAP) personnel are
placing a notice indicating that fact on the
correspondence involved to aert Office personnel
that the benefits of 37 CFR 1.8 or 37 CFR 1.10 do

not apply.

B. Processing Areas

When papers are received in a specific location of
the Office (e.g., Pre-Grant Publication Division,
Office of Data Management, Office of Petitions -
see MPEP 88 502 and 502.01), the date of receipt
in the Office is stamped on the papersin accordance

with 37 CFR 1.6(a).

The date indicated on the Certificate of Mailing or
of Transmission will be used by the Office only to
determine if the paper was deposited in the United
States Postal Service, transmitted by facsimile or
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transmitted via EFS-Web within the period for reply.
If the paper was actualy received in the Office
within the period for reply, thereis no need to refer
to the Certificate. Note however, that 37 CFR
1.6(a)(3) providesthat “[c]orrespondence transmitted
by facsimileto the Patent and Trademark Office will
be stamped with the date on which the complete
transmission isreceived in the Patent and Trademark
Office unless that date is a Saturday, Sunday, or
Federal holiday within the District of Columbia, in
which case the date stamped will be the next
succeeding day which is not a Saturday, Sunday, or
Federal holiday within the District of Columbia.”
Note further that 37 CFR 1.6(a)(4) provides that
“[c]orrespondence submitted to the Office by way
of the Office electronic filing system will be
accorded a receipt date, which is the date the
correspondence is received at the correspondence
address for the Office set forth in § 1.1 when it was
officially submitted.” This date can be a Saturday,
Sunday, or federal holiday within the District of
Columbia.

If, however, the paper was received in the U.S.
Patent and Trademark Office after the end of the
period for reply, the paper should be inspected to
determine if a Certificate of Mailing or of
Transmission has been included. Where no such
Certificate is found, the paper is untimely since
applicant did not reply within the period for reply.
This may result in abandonment of the application
or other loss of rights.

In those instances where a Certificate of Mailing or
of Transmission does appear in the paper or a cover
letter thereto, a check should be made to determine
whether theindicated date of deposit or transmission
is within the period for reply. If the date indicated
in the Certificate is after the end of the period for
reply, the paper is untimely and no notation of the
date need be made. Where the date indicated on the
Certificate is within the period for reply, the paper
should be considered to be timely filed. A notation
should be made adjacent to the Office stamp
indicating the date of receipt (“ Office Date” Stamp)
which notes the date stated on the Certificate. This
notation should be “C of Mail” , “C of Fax” >or “C
of EFS-Web” followed by the date. A paper with a
certificate dated November 10, 1997, would be noted
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next to the “Office Date” Stamp “(C of Mail.
11/10/97)”

If the period set for taking an action in the U.S.
Patent and Trademark Office ends on a Saturday,
Sunday, or federal holiday within the District of
Columbia (37 _CFR 1.7), the action will be
considered to be timely if deposited in the United
States mail, transmitted by facsimile or transmitted
by EFS-Web and certified under 37 CFR 1.8(a) on
the next succeeding day which is not a Saturday,
Sunday, or afederal holiday.

It should be noted that the filing of a paper for the
purpose of obtaining a continuation or division
application under 37 CFR 1.53(d) (available only
for design applications) is excluded from the
Certificate practice under 37 CFR 1.8(a)(2)(i)(A)
since it is considered to be the filing of a national
patent application.

Pursuant to 35 U.S.C. 119(e)(3), the period of
pendency of a provisiona application is extended
to the next succeeding business day if the day that
is 12 months after the filing date of a provisional
application falls on a Saturday, Sunday, or federal
holiday within the District of Columbia. Seealso 37

CER 1.7(b).

No benefit will be given to a Certificate of Mailing
or Certificate of Facsimile Transmission relative to
the filing of a national patent application
specification and drawing or other correspondence
for the purpose of obtaining an application filing
date. A national patent application specification and
drawing or other correspondence for the purpose of
obtaining a filing date may be filed via EFS-Web.
New patent applicationsfiled in accordance with 37
CFR 1.10 will be stamped by the Office with the

date of deposit as Priority Mail Expr&ss® with the

United States Postal Service. For example, if anew
patent application is deposited as Priority Mail

Express® in accordance with 37 CFR 1.10 on a
Saturday and the United States Postal Service gives
it a date of deposit of Saturday, the Office will
accord and stamp the correspondence with the

Saturday date. 37 CFR 1.6(a)(2).
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All Certificates of Mailing or Transmission filed in
applications should be placed in the image file
wrappers.

Office personnel receiving a hand-delivered paper
from other than U.S. Postal Service personnel
should inspect the paper to ensure that the benefits

of 37 CFR 1.8 or Priority Mail Expr&es® benefits
under 37 CFR 1.10 are not accorded in error. If the
paper contains acertificate of mailing under 37 CFR

1.8 or Priority Mail Expr%s® mailing label

(commonly used to comply with 37 CFR 1.10), the
words “HAND DELIVERED” should be written
adjacent to the date stamp.

Applicant should be notified in the next Office action
when apaper containing a Certificate of Mailing has
been denied the benefits under 37 CFR 1.8 or apaper

containing an Priority Mail Expr&ss® mailing label

(commonly used to comply with 37 CFR 1.10) is
denied benefitsunder 37 CFR 1.10 by including, for
example, form paragraph 5.04.

1 5.04 Benefit of Certificate of Mailing Denied

The[1] filed [2] is not entitled to the benefits of 37 CFR 1.[3]
since it was not deposited with the U. S. Postal Service for
delivery to the U.S. Patent and Trademark Office. Therefore,
the date of receipt inthe U.S. Patent and Trademark Office has
been used to determine the timeliness of the paper.

Examiner Note:
1. Thisform paragraphisto be used in those situations where
correspondence contains a Certificate of Mailing under 37 CFR

1.8 or requests the benefit of Priority Mail Express® under 37
CFR 1.10, but the correspondence was not actually deposited
with the U. S. Postal Service.

2. Inbracket 3, insert --8-- or --10--, as appropriate.

Misuse of aCertificate of Mailing under 37 CFR 1.8
or improperly claiming the benefit of 37 CFR 1.10
which appears to be more than a one-time,
inadvertent error should be brought to the attention
of the Office of Enrollment and Discipline.

IV. ORIGINAL MAILED PAPER NOT DELIVERED
Paragraphs (b) and (c) of 37 CFR 1.8 concern the
situation where a paper containing a Certificate was

timely deposited in the U.S. Postal Service,
transmitted by facsimile or transmitted viaEFS-Web,

Rev. 07.2015, October 2015

but never received by the U.S. Patent and Trademark
Office. In the TCs, al submissions under these
paragraphs should be considered and the sufficiency
thereof determined by the TC Director.

37 CFER 1.8(b) permits a party to notify the Office
of a previous mailing through the U.S. Postal
Service, or transmission by facsimile or EFS-Web,
of correspondence when a reasonable amount of
time has elapsed from the time of mailing or
transmission of the correspondence. In the event that
correspondence may be considered timely filed
because it was mailed or transmitted in accordance
with 37 CFR 1.8(a), but was not received in the
Office after areasonable amount of time has el apsed,
(e.g., more than one month from the time the
correspondence was mailed), applicant is not
required to wait until the end of the maximum
extendable period for reply set in a prior Office
action (for the Office to hold the application
abandoned) before informing the Office of the
previously submitted correspondence. Applicant
may notify the Office of the previous mailing or
transmission and supply a duplicate copy of the
previously mailed or transmitted correspondence
and a statement attesting on a personal knowledge
basis or to the satisfaction of the Director to the
previous timely mailing or transmission. If the
person signing the statement did not sign the
certificate of mailing or the certificate of
transmission, then the person signing the statement
should explain how they have firsthand knowledge
of the previoustimely mailing or transmission. Such
astatement should befiled promptly after the person
becomes aware that the Office has not received the
correspondence.

Before notifying the Office of apreviously submitted
correspondence that appears not to have been
received by the Office, applicants are encouraged to
check the private Patent Application Information
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Retrieval (PAIR) Systemto seeif the correspondence
has been entered into the application file.

513 Deposit asPriority Mail Expreﬁs® with
U.S. Postal Service [R-07.2015]

“EXPRESS MAIL” RENAMED PRIORITY MAIL
EXPRESS®

Effective July 28, 2013, the United States Postal
Service (USPS) changed the name of “ ExpressMail”

to Priority Mail Express®. All characteristics of the

Priority Mail Expr%s® service arethe same asthose

of the former “Express Mail” service (although the
mailing labels differ).

35U.S.C. 21 Filing date and day for taking action.

(@) The Director may by rule prescribe that any paper or
fee required to be filed in the Patent and Trademark Office will
be considered filed in the Office on the date on which it was
deposited with the United States Postal Service or would have
been deposited with the United States Postal Service but for
postal service interruptions or emergencies designated by the
Director.

*kkk*k

37 CFR 1.6 Receipt of correspondence.

(a) Date of receipt and Priority Mail Express® date of
deposit. Correspondence received in the Patent and Trademark
Office is stamped with the date of receipt except as follows:

(1) The Patent and Trademark Officeis not open for
the filing of correspondence on any day that is a Saturday,
Sunday, or Federal holiday within the District of Columbia.
Except for correspondence transmitted by facsimile under
paragraph (a)(3) of this section, or filed electronically under
paragraph (a)(4) of this section, no correspondence is received
in the Office on Saturdays, Sundays, or Federal holidayswithin
the District of Columbia.

(2) Correspondence filed in accordance with § 1.10
will be stamped with the date of deposit as Priority Mail

Expr&ss® with the United States Postal Service.

(3) Correspondence transmitted by facsimile to the
Patent and Trademark Office will be stamped with the date on
which the complete transmission is received in the Patent and
Trademark Office unless that date is a Saturday, Sunday, or
Federal holiday within the District of Columbia, in which case
the date stamped will be the next succeeding day which is not
a Saturday, Sunday, or Federal holiday within the District of
Columbia.

(4) Correspondence may be submitted using the Office
electronic filing system only in accordance with the Office
electronic filing system requirements. Correspondence submitted
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to the Office by way of the Office electronic filing system will
be accorded areceipt date, which isthe date the correspondence
isreceived at the correspondence address for the Office set forth
in 8 1.1 when it was officially submitted.

*kkk*k

37 CFR 1.10 Filing of correspondence by Priority Mail
EXxpress®.

(a)(1) Any correspondence received by the U.S. Patent
and Trademark Office (USPTO) that was delivered by the

Priority Mail Express® Post Office to Addressee service of the
United States Postal Service (USPS) will be considered filed
with the USPTO on the date of deposit with the USPS.

(2) The date of deposit with USPS is shown by the

“date accepted” on the Priority Mail Expre&® label or other
official USPS notation. If the USPS deposit date cannot be
determined, the correspondence will be accorded the USPTO
receipt date as the filing date. See § 1.6(a).

(b) Correspondence should be deposited directly with an
employee of the USPS to ensure that the person depositing the
correspondence receives alegible copy of the Priority Mail

Expreﬁ® mailing label with the“date accepted” clearly marked.
Persons dealing indirectly with the employees of the USPS (such

asby depositin aPriority Mail Expr&ss® drop box) do so at the

risk of not receiving a copy of the Priority Mail Express®

mailing label with the desired “date accepted” clearly marked.
The paper(s) or fee(s) that constitute the correspondence should

also include the Priority Mail Expr&ss® mailing label number
thereon. See paragraphs (c), (d) and (€) of this section.

(c) Any person filing correspondence under this section
that was received by the Office and delivered by the Priority

Mail Express® Post Office to Addressee service of the USPS,

who can show that thereisadiscrepancy between thefiling date
accorded by the Office to the correspondence and the date of
deposit as shown by the “ date accepted” on the Priority Mail

Express® mailing label or other official USPS notation, may
petition the Director to accord the correspondence afiling date

asof the“ date accepted” on the Priority Mail Express® mailing
label or other official USPS notation, provided that:

(1) The petition isfiled promptly after the person
becomes aware that the Office has accorded, or will accord, a
filing date other than the USPS deposit date;

(2) Thenumber of the Priority Mail Express® mailing
label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by Priority Mail

Expre&®; and
(3) The petition includes a true copy of the Priority

Mail Express® mailing label showing the “date accepted,” and
of any other official notation by the USPS relied upon to show
the date of deposit.

(d) Any person filing correspondence under this section
that was received by the Office and delivered by the Priority
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Mail Express® Post Office to Addressee service of the USPS,

who can show that the “ date accepted” on the Priority Mail

Express® mailing label or other official notation entered by the
USPS was incorrectly entered or omitted by the USPS, may
petition the Director to accord the correspondence afiling date
as of the date the correspondence is shown to have been
deposited with the USPS, provided that:

(1) The petition isfiled promptly after the person
becomes aware that the Office has accorded, or will accord, a
filing date based upon an incorrect entry by the USPS;

(2) The number of the Priority Mail Express® mailing

label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by Priority Mail

Express®; and

(3) The petition includes a showing which establishes,
to the satisfaction of the Director, that the requested filing date
was the date the correspondence was deposited in the Priority

Mail Express® Post Office to Addressee service prior to the

last scheduled pickup for that day. Any showing pursuant to
this paragraph must be corroborated by evidence from the USPS
or that came into being after deposit and within one business
day of the deposit of the correspondence in the Priority Mail

Expr&%® Post Office to Addressee service of the USPS.

(e) Any person mailing correspondence addressed as set
outin § 1.1(a) to the Office with sufficient postage utilizing the

Priority Mail Express® Post Office to Addressee service of the
USPS but not received by the Office, may petition the Director
to consider such correspondencefiled in the Office on the USPS
deposit date, provided that:

(1) The petition isfiled promptly after the person
becomes aware that the Office has no evidence of receipt of the
correspondence;

(2) The number of the Priority Mail Expra@® mailing
label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by Priority Mail
Expre&®;

(3) The petition includes a copy of the originally
deposited paper(s) or feg(s) that constitute the correspondence

showing the number of the Priority Mail Expreas® mailing label

thereon, a copy of any returned postcard receipt, a copy of the
Priority Mail Express® mailing label showing the “date
accepted,” acopy of any other official notation by the USPS
relied upon to show the date of deposit, and, if the requested
filing date is adate other than the “ date accepted” on the Priority

Mail Express® mailing label or other official notation entered
by the USPS, a showing pursuant to paragraph (d)(3) of this
section that the requested filing date was the date the

®

correspondence was deposited in the Priority Mail Express
Post Office to Addressee service prior to the last scheduled
pickup for that day; and

(4) The petition includes astatement which establishes,
to the satisfaction of the Director, the original deposit of the
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correspondence and that the copies of the correspondence, the

copy of the Priority Mail Expr&ss® mailing label, the copy of
any returned postcard receipt, and any official notation entered
by the USPS are true copies of the originally mailed

correspondence, origina Priority Mail Express® mailing label,
returned postcard receipt, and official notation entered by the
USPS.

(f) The Officemay require additional evidenceto determine

if the correspondence was deposited as Priority Mail Express®

with the USPS on the date in question.

(g9) Any person who mails correspondence addressed as set
out in § 1.1(a) to the Office with sufficient postage utilizing

the Priority Mail Expr&ss® Post Office to Addressee service of
the USPS, but has the correspondence returned by the USPS
®

due to an interruption or emergency in Priority Mail Express
service, may petition the Director to consider such
correspondence as filed on a particular date in the Office,
provided that:

(1) The petition isfiled promptly after the person
becomes aware of the return of the correspondence;

(2) Thenumber of the Priority Mail Express® mailing
label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by Priority Mail
Expre&®;

(3) The petition includes the original correspondence
or a copy of the original correspondence showing the number

of the Priority Mail Expras® mailing label thereon and a copy

of the Priority Mail Expreﬁs® mailing label showing the “date
accepted”; and

(4) The petition includes a statement which establishes,
to the satisfaction of the Director, the original deposit of the
correspondence and that the correspondence or copy of the
correspondenceisthe original correspondence or atrue copy of
the correspondence originally deposited with the USPS on the
requested filing date. The Office may require additional evidence
to determine if the correspondence was returned by the USPS

due to an interruption or emergency in Priority Mail Expr&ss®

service.

(h) Any person who attempts to mail correspondence
addressed as set out in § 1.1(a) to the Office with sufficient

postage utilizing the Priority Mail Express® Post Officeto
Addressee service of the USPS, but has the correspondence
refused by an employee of the USPS due to an interruption or

emergency in Priority Mail Express® service, may petition the

Director to consider such correspondence asfiled on aparticular
date in the Office, provided that:

(1) The petition isfiled promptly after the person
becomes aware of the refusal of the correspondence;

(2) Thenumber of the Priority Mail Express® mailing
label was placed on the paper(s) or fee(s) that constitute the
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correspondence prior to the attempted mailing by Priority Mail
Express®;

(3) The petition includes the original correspondence
or acopy of the original correspondence showing the number

of the Priority Mail Express® mailing label thereon: and

(4) The petition includesastatement by the person who
originally attempted to deposit the correspondence with the
USPS which establishes, to the satisfaction of the Director, the
original attempt to deposit the correspondence and that the
correspondence or copy of the correspondenceis the original
correspondence or atrue copy of the correspondence originally
attempted to be deposited with the USPS on the requested filing
date. The Office may require additional evidence to determine
if the correspondence was refused by an employee of the USPS

dueto an interruption or emergency in Priority Mail Express®

service.

(i) Any person attempting to file correspondence under this
sect ion that was unabl e to be deposited with the USPS due to

an interruption or emergency in Priority Mail Expre's:s® service

which has been so designated by the Director, may petition the
Director to consider such correspondence asfiled on aparticular
date in the Office, provided that:

(1) The petition isfiled in amanner designated by the
Director promptly after the person becomes aware of the

designated interruption or emergency in Priority Mail Express®

service,

(2) The petition includes the original correspondence
or acopy of the original correspondence; and

(3) The petition includes astatement which establishes,
to the satisfaction of the Director, that the correspondence would
have been deposited with the USPS but for the designated

interruption or emergency in Priority Mail Expr&ss® service,

and that the correspondence or copy of the correspondenceis
theoriginal correspondence or atrue copy of the correspondence
originally attempted to be deposited with the USPS on the
requested filing date.

The statutory authority for the granting of a filing
date based on the date of deposit for correspondence

sent by Priority Mail Expr%s® and received by the
Office is found in section 21(a) of Title 35 of the
United States Code.

The specific rule for obtaining afiling date as of the

date of deposit in Priority Mail Expr%s® (rather
than the date of receipt at the Office) is37 CFR 1.10.

35 U.S.C. 21(a) is limited to correspondence
deposited with the United States Postal Service
(USPS). The procedurein 37 CFR 1.10 islimited to
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correspondence deposited in the Priority Mail

Expr&ss® Post Office to Addressee service of the

USPS. Thereareno similar provisionsand no similar
benefit can be obtained for correspondence deposited
in International Express Mail.

Effective July 28, 2013, the USPS changed the name
of Express Mail®. In addition, the USPS updated

the Priority Mail Express® mailing label. The
mailing label now hasa* date accepted” field rather
than a “‘date-in” field, which was previously used

on the Express Mail® Iabel.
|. EFFECTIVE DATE, WEEKENDS & HOLIDAYS

37 _CFR 1.6(a)(2) provides that correspondence

deposited as Priority Mail Express® in accordance

with 37 CFR 1.10 will be stamped, and, therefore,
considered as filed on the date of its deposit,
regardless of whether that dateisa Saturday, Sunday
or federal holiday within the District of Columbia.
37 CFR 1.10 provides a procedure for assigning the
date on which any paper or fee is deposited as

Priority Mail Express® with the USPS as the filing

date of the paper or fee in the U.S. Patent and
Trademark Office (Office). The date of deposit with
the USPS is shown by the “date accepted” on the

Priority Mail Express® mailing label or other officia

USPS notation. This holds true for any day that the
correspondence may be accepted as Priority Mail

Express® by the USPS, even when the paper or fee
is deposited and accepted on a Saturday, Sunday or
federal holiday within the District of Columbia. For
example, if a person files a patent application by

Priority Mail Express® with the USPS on a Saturday

in compliance with 37 CFR 1.10, he or she will
receive the benefit of the Saturday date, even though
the Officeis closed on Saturdays and, therefore, the
person could not have filed the application by
depositing it directly at the Office on that Saturday.
See 37 CFR 1.6(a)(1). In those cases where the
procedure of 37 CFR 1.10(a) has not been properly
followed, e.g., the “date accepted” is illegible, the
filing date of the correspondence will be the date of
actual receipt in the Office. An applicant may file a
petition under the conditions specified in 37 CFR
1.10(c), (d) or (e) (discussed below) presenting
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whatever arguments and evidence that the paper or
feeis entitled to a filing date other than the filing
date accorded by the Office.

[I. DATE ACCEPTED, DIRECT DEPOSIT,

PRIORITY MAIL EXPRESS® BOX RECEPTACLES
& LOG BOOKS

The procedure in 37 CFR 1.10(a) requires the use

of the Priority Mail Expre&® Post Office to

Addressee service of the USPS. This service
provides for the use of amailing label on which the
USPS clearly indicates the date on which it was
deposited. Correspondence sent by the Priority Mail

Expr%s® Post Office to Addressee service is

considered filed in the Office on the “ date accepted”
entered by the USPS. The “date accepted” on the

Priority Mail Expr&s® mailing label must be

completed by the USPS, not by the applicant. For
correspondence filed in accordance with 37 CFR
1.10, Office personnel will routinely look to the

Priority Mail Express® mailing label, and stamp the

“date accepted” or other official USPS notation as
the filing date of the correspondence. Accordingly,
if the USPS enters the deposit date as its “date
accepted,” the correspondence will receive the
deposit date as its filing date. If the USPS deposit
date cannot be determined, the correspondence will
be accorded the date of receipt in the Office as the
filing date. An applicant may file a petition under
the conditions specified in 37 CFR 1.10(c), (d), (e),
(), (h), or (i) (discussed below) presenting whatever
arguments and evidence that the paper or fee is
entitled to a filing date other than the filing date
accorded by the Office.

37 CFR 1.10(b) further providesthat correspondence
should be deposited directly with an employee of
the USPS to ensure that the person depositing the
correspondence receives a legible copy of the

Priority Mail Express® mailing label with the “date
accepted” clearly marked, and that persons dealing
indirectly with the employees of the USPS (such as
by depositing correspondence in a Priority Mail

Exprem® drop box) do so at therisk of not receiving

acopy of the Priority Mail Express® mailing label

with thedesired “ date accepted” clearly marked. On

Rev. 07.2015, October 2015

petition, the failure to obtain a Priority Mail

Expr&ss® receipt with the “date accepted” clearly

marked may be considered an omission that could
have been avoided by the exercise of due care, as
discussed below. While the Office strongly urges
direct deposit of Priority Mail Express®
correspondence in order to obtain alegible copy of

thePriority Mail Express® mailing label, partiesare

not precluded from using Priority Mail Expr&ss®

drop boxes, but do so at their own risk.

A paper or fee placed in a Priority Mail Expre£s®

box receptacl e after the box has been cleared for the
last time on a given day will be considered to be
deposited as of the date of receipt (“ date accepted”)

indicated on the Priority Mail Express® mailing

label by the Postal Service Priority Mail Express®
acceptance clerk. 37 CFR 1.10(d) permitsthe Office
to correct a USPS “date-in” error when the
correspondence is deposited in an Priority Mail

Expreﬁ® drop box prior to last scheduled pick up
of the day, that is, the time clearly marked on the

Priority Mail Express® drop box indicating when

the box will be cleared for the last time on the date
of deposit. 37 CFR 1.10(d) setsforth the procedures
to be followed to be entitled to such a correction.

Parties who do use drop boxes can protect
themselves from uncertainty dueto illegible mailing
labelsby routinely maintaining alog of Priority Mail

Expreﬂs® deposits in which notations are entered
by the person who deposited the correspondence as

Priority Mail Expres® within one businessday after

deposit with the USPS. Such evidence could be
useful to later support apetition filed under 37 CER
1.10(c), (d), (e), or (g). Evidence that came into
being after deposit and within one day after the
deposit of the correspondence as Priority Mail

Express® may be in the form of alog book which

contains information such as the Priority Mail

Expre£s® number; the application number, attorney

docket number or other such file identification
number; the place, date and time of deposit; thetime
of the last scheduled pick-up for that date and place
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of deposit; the depositor’sinitials or signature; and
the date and time of entry in the log.

1. PRIORITY MAIL EXPRESS® MAILING
LABEL NUMBER

While 37 CFR 1.10(b) does not require placement

of the Priority Mail Express® mailing label number

on the correspondence prior to mailing, it is
advisableto do so. If the number of the mailing label
did not appear on the correspondence as originally
filed, relief will not be granted on petition under 37
CFR 1.10(c), (d), (e), (), or (h), even if the party
who filed the correspondence satisfies the other
requirements of 37 CFR 1.10(c), 1.10(d), 1.10(e),
1.10(q), or 1.10(h). To be effective, the number must
be placed on each separate paper and each fee
transmittal either directly on the document or by a
separate paper firmly and securely attached thereto.
In situations wherein the correspondence includes
several papers directed to the same application (for
exampl e, the specification, drawings, and declaration
for a new application), the correspondence may be
submitted with a cover or transmittal letter which
should itemize the papers. It is not necessary that
the number be placed on each page of a particular
paper or fee transmittal. Merely placing the number
in one prominent location on each separate paper or
fee transmittal (or cover sheet or transmittal letter
which should itemize the separate papers and fees)
will be sufficient.

Since the filing of correspondence under 37 CFR
1.10 without the number of the Priority Mail

Expr%s® mailing label thereon is an oversight that

can be avoided by the exercise of reasonable care,
reguests for waiver of this requirement will not be
granted on petition. A party’s inadvertent failure to
comply with the requirements of aruleisnot deemed
to be an extraordinary situation that would warrant
waiver of arule under 37 CFR 1.183, 2.146(a)(5) or
2.148. See Honigsbaum v. Lehman, 903 F. Supp.
8, 37 USPQ2d 1799 (D.D.C. 1995) (Commissioner
did not abuse his discretion in refusing to waive
requirements of 37 CFR 1.10(c) in order to grant
filing date to patent application, where applicant
failed to produce “Express Mail” customer receipt
or any other evidence that application was actualy
deposited with USPS as “Express Mail.”), aff'd
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without opinion, 95 F.3d 1166 (Fed. Cir. 1996);
Gustafson v. Srange, 227 USPQ 174 (Comm’r Pat.
1985) (counsal’s unawareness of 37 CFR 1.8 not
extraordinary situation warranting waiver of arule);
In re Chicago Historical Antique Automobile
Museum, Inc., 197 USPQ 289 (Comm’r Pat. 1978)
(since certificate of mailing procedure under 37 CFR
1.8 was available to petitioner, lateness due to mail
delay not deemed to be extraordinary situation).

IV. PETITIONS

37 CFR 1.10(c) through 1.10(€) and 1.10(q) set forth

procedures for petitioning the Director to accord a
filing date as of the date of deposit as Priority Mail

Express® (Priority Mail Express). Briefly, 37 CFR
1.10(c) applieswherethereisadiscrepancy between
the filing date accorded by the Office and the “date
accepted” entered by the USPS on the Priority Mail

Expreﬂs® mailing label or other official USPS
notation; 37 CFR 1.10(d) applies where the “date
accepted” is incorrectly entered by the USPS; 37
CFR 1.10(e) applieswhere correspondence deposited

with the USPS as Priority Mail Expr&ss® is not
received by the Office; and 37 CFR 1.10(g) applies
where correspondence deposited with the USPS as
“ExpressMail” wasreturned by the USPS dueto an

interruption or emergency in Priority Mail Express®

service.

37 CFR 1.10(h) and 1.10(i) set forth procedures for
petitioning the Director when correspondence was

attempted to be deposited as Priority Mail Expr%s®.

37 CFR 1.10(h) applies where correspondence was
refused by an employee of the USPS due to an

interruption or emergency in Priority Mail Expreﬁ®

service; and 37 CFR 1.10(i) applies where
correspondence was unable to be deposited with the
USPSdueto aninterruption or emergency in Priority

Mail Express® service which has been so designated

by the Director.

V. PETITION TO CORRECT FILING DATE AND
DATE ACCEPTED DISCREPANCY

37 CFR 1.10(c) sets forth procedures for filing a
petition to the Director for afiling date as of the date
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of deposit with the USPS, where there is a
discrepancy between thefiling dateinitially accorded
by the Office and the “ date accepted” entered by the
USPS or other official USPS notation. Such a
petition should:

(A) befiled promptly after the person becomes
aware that the Office has accorded, or will accord,
afiling date other than the USPS deposit date;

(B) include a showing that the number of the

Priority Mail Express® mailing label was placed on
each piece of correspondence prior to the original
mailing; and

(C) include atrue copy of the Priority Mail

Expre$® mailing label showing the“date accepted”
or other officia notation by the USPS.

VI. PETITION TO CORRECT INCORRECTLY
ENTERED DATE-IN

37 CFR 1.10(d) sets forth procedures for filing a
petition to the Director to accord afiling date as of
the actual date of deposit with the USPS, where the
“date accepted” or other official notation is
incorrectly entered by the USPS. Such a petition
should:

(A) befiled promptly after the person becomes
aware that the Office has accorded, or will accord,
afiling date based upon an incorrect entry by the
USPS;

(B) include a showing that the number of the

Priority Mail Express® mailing label was placed on

each piece of correspondence prior to the original
mailing; and
(C) include a showing that the correspondence

was deposited as Priority Mail Expr&ss® prior tothe
last scheduled pickup on the requested filing date.

The showing under 37 CFR 1.10(d) must be
corroborated by (1) evidence from the USPS, or (2)
evidence that came into being after deposit and
within one business day of the deposit of the

correspondence as Priority Mail Expr%s®. Evidence

from the USPS may be the Priority Mail Express®

Corporate Account Mailing Statement. Evidence
that cameinto being within one day after the deposit
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of the correspondence as Priority Mail Expr%s®

may be in the form of alog book which contains

information such as the Priority Mail Express®

number; the application number, attorney docket
number or other such fileidentification number; the
place, date and time of deposit; the time of the last
scheduled pick-up for that date and place of deposit;
the depositor’sinitials or signature; and the date and
time of entry in the log.

The reason the Office considers correspondence to
have been filed as of the date of deposit as Priority

Mail Express® isthat this date has been verified by
adisinterested USPS employee, through theinsertion
of a“date accepted,” or other official USPS notation,

onthe Priority Mail Expreﬂs® mailing label. Dueto
the questionable reliability of evidence from aparty
other than the USPS that did not come into being
contemporaneously with the deposit of the
correspondence with the USPS, 37 CFR 1.10(d)
specifically requiresthat any petition under 37 CFR
1.10(d) be corroborated either by evidence from the
USPS, or by evidence that came into being after
deposit and within one business day after the deposit

of the correspondence as Priority Mail Expr%s®.

A petition aleging that the USPS erred in entering
the “date accepted” will be denied if it is supported
only by evidence (other than from the USPS) which
was:

(A) created prior to the deposit of the

correspondence as Priority Mail Express® with the

USPS (e.g., an application transmittal cover letter,
or aclient |etter prepared prior to the deposit of the
correspondence); or

(B) created morethan one businessday after the
deposit of the correspondence as Priority Mail

Expr%s® (e.g., an affidavit or declaration prepared
more than one business day after the correspondence
was deposited with the USPS as Priority Mail

Express®).

On the other hand, a notation in alog book, entered
after deposit by the person who deposited the

correspondence as Priority Mail Express® within

one business day of such deposit, setting forth the
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itemsindicated above, would be deemed on petition
to be an adequate showing of the date of deposit
under 37 CFR 1.10(d)(3).

37 CFR 1.10(d)(3) further providesthat a party must
show that correspondence was deposited as Priority

Mail Expr%s® before the last scheduled pickup on

the requested filing date in order to obtain afiling
date as of that date.

VII. PETITION FOR CORRESPONDENCE NEVER
RECEIVED

37 CFR 1.10(e) sets forth procedures for filing a
petition to the Director to accord afiling date as of
the date of deposit with the USPS, where

correspondence deposited as Priority Mail Express®

is never received by the Office. Such a petition
should:

(A) befiled promptly after the person becomes
aware that the Office has no evidence of receipt of
the correspondence;

(B) include a showing that the number of the

Priority Mail Expr%s® mailing label was placed on
each piece of correspondence prior to the original
mailing;

(C) include atrue copy of the originally

deposited correspondence showing the number of

the Priority Mail Express® mailing label thereon, a

copy of any returned postcard receipt, a copy of the

Priority Mail Expr%s® mailing label showing the

“date accepted” or other official notation entered by
the USPS; and

(D) include a statement, signed by the person
who deposited the documents as Priority Mail

Expre£s® with the USPS, setting forth the date and

time of deposit, and declaring that the copies of the

correspondence, Priority Mail Expr&es® mailing

label, and returned postcard receipt accompanying
the petition are true copies of the correspondence,
mailing label and returned postcard receipt originally
mailed or received.

37 CFR 1.10(e) provides for the filing of a petition
to accord correspondence afiling date as of the date

of deposit with the USPS as Priority Mail Expre&®
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only where the correspondence was mailed with
sufficient postage and addressed as set out in 37 CFR
1.1(a). There is no corresponding provision that
correspondence be properly addressed and mailed
with sufficient postage in 37 CFR 1.10(a), (c) and
(d), because these sections apply only to
correspondence that is actualy received by the
Office. Correspondence mailed by Priority Mail

Express® that is actually received by the Office will

not be denied afiling date as of the date of deposit

as Priority Mail Express® simply because the

correspondence was not mailed with sufficient
postage or not addressed asset outin 37 CFR 1.1(a).
37 CFR 1.10(e)(3) provides that if the requested
filing date is a date other than the “date accepted”

on thePriority Mail Express® mailing label, the

petition should include a showing under 37 CFR
1.10(d)(3), as discussed above, that the
correspondence was deposited as Priority Mail

Express® before the last scheduled pickup on the
requested filing date in order to obtain afiling date
as of that date. 37 CFR 1.10(e) appliesonly in those
situations in which the correspondence at issue was
lost in toto (i.e., the entire correspondence was not
delivered to the Office). Where there is a dispute as
to the contents of correspondence submitted to the
Office (e.g., an applicant assertsthat three sheets of
drawings were submitted under 37 CFR 1.10 with
an application, but the Office recordsindicate receipt
of only two sheets of drawingswith the application),
an applicant may not rely upon the provisions of 37
CFR 1.10(e) to establish what document(s) and/or
fee(s) were filed in the Office with such
correspondence. Rather, where the records of the
Office (e.g., thefile of the application) contain any
document(s) or fee(s) corresponding to the contents
of the correspondence at issue, the Office will rely
upon its official record of the contents of such
correspondence in absence of convincing evidence
(eg., a postcard receipt under MPEP § 503
containing specific itemization of the document(s)
or fee(s) purported to have been filed with the
correspondence at issue) that the Office received
and misplaced any document(s) or fee(s) that is not
among the official records of the Office.
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VIIl. ADDITIONAL EVIDENCE MAY BE
REQUIRED

37 CFR 1.10(f) providesthat the Office may require
additional evidence to determine whether the
correspondence was deposited as Priority Mail

Express® with the USPS on the date in question.

IX. PETITION FOR CORRESPONDENCE
RETURNED DUE TO POSTAL INTERRUPTION
OR EMERGENCY

37 CFR 1.10(qg) providesthat any person who mails
correspondence addressed asset out in 37 CFR 1.1(a)
to the Office with sufficient postage utilizing the

Priority Mail Express® Post Office to Addressee

service of the USPS, but has the correspondence
returned by the USPS due to an interruption or

emergency in Priority Mail Expreﬁ® service, may

petition the Director to consider the correspondence
as filed on a particular date in the Office. Such a
petition must:

(A) befiled promptly after the person becomes
aware of the return of the correspondence;

(B) include a showing that the number of the

Priority Mail Express® mailing label was placed on

the paper(s) or feg(s) that constitute the
correspondence prior to the original mailing by

Priority Mail Express®

(C) include the original correspondence or a
copy of the original correspondence showing the

number of the Priority Mail Express® mailing | abel

thereon and a copy of the Priority Mail Expr&es®

mailing label showing the “date accepted;” and

(D) include astatement which establishes, to the
satisfaction of the Director, the original deposit of
the correspondence and that the correspondence or
the copy of the correspondence is the original
correspondence or atrue copy of the correspondence
originally deposited with the USPS on the requested
filing date.

The Office may require additional evidence to
determineif the correspondence was returned by the
USPS dueto an interruption or emergency in Priority

Mail Expreﬂs® service. For example, the Office may
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require a letter from the USPS confirming that the
return was due to an interruption or emergency in

the Priority Mail Expr&ss® service.

This procedure does not apply where the USPS

returned the Priority Mail Express® for a reason

other than an interruption or emergency in Priority

Mail Expres® service such as the address was

incomplete or the correspondence included

insufficient payment for the Priority Mail Expre$s®

service.

X. PETITION FOR CORRESPONDENCE
REFUSED DUE TO POSTAL INTERRUPTION OR
EMERGENCY

37 _CFR 1.10(h) provides that any person who
attempts to mail correspondence addressed as set
out in 37 CFR 1.1(a) to the Office with sufficient

postage utilizing the Priority Mail Expr%s® Post

Office to Addressee service of the USPS, but has
the correspondence refused by an employee of the
USPSdueto aninterruption or emergency in Priority

Mail Express® service, may petition the Director to

consider the correspondence asfiled on a particular
date in the Office. Such a petition must:

(A) befiled promptly after the person becomes
aware of the refusal of the correspondence;

(B) include a showing that the number of the

Priority Mail Express® mailing label was placed on

the paper(s) or fee(s) that constitute the
correspondence prior to the attempted mailing by

Priority Mail Expr%s®

(C) include the original correspondence or a
copy of the original correspondence showing the

number of the Priority Mail Express® mailing label

thereon; and

(D) include a statement by the person who
originally attempted to deposit the correspondence
with the USPS which establishes, to the satisfaction
of the Director, the original attempt to deposit the
correspondence and that the correspondence or copy
of the correspondenceisthe origina correspondence
or atrue copy of the correspondence originally
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attempted to be deposited with the USPS on the
requested filing date.

The Office may require additional evidence to
determine if the correspondence was refused by an
employee of the USPS due to an interruption or

emergency in Priority Mail Express® service. For

example, the Office may require a letter from the
USPS confirming that the refusal was due to an
interruption or emergency in the Priority Mail

Expre£s® service.

This procedure does not apply where the USPS

refused the Priority Mail Expr&%® for areason other
than an interruption or emergency in Priority Mail

Express® service such asthe addresswasincomplete

or the correspondence included insufficient payment

for the Priority Mail Express® service. In addition,

this procedure does not apply because an Priority

Mail Expr&s® drop box is unavailable or a Post

Office facility is closed.

XI. PETITION FOR CORRESPONDENCE UNABLE
TO BE DEPOSITED DUETOA
DIRECTOR-DESIGNATED POSTAL
INTERRUPTION OR EMERGENCY

37 CFR 1.10(i) provides that any person attempting

to file correspondence by Priority Mail Express®

that was unable to be deposited with the USPS due
to an interruption or emergency in Priority Mail

Exprws® service which has been so designated by

the Director may petition the Director to consider
such correspondence as filed on a particular date in
the Office. Such a petition must:

(A) befiled in amanner designated by the
Director promptly after the person becomes aware
of the designated interruption or emergency in

Priority Mail Expreﬂs® service;

(B) include the original correspondence or a
copy of the original correspondence; and

(C) include astatement which establishes, to the
satisfaction of the Director, that the correspondence
would have been deposited with the USPS but for
the designated interruption or emergency in Priority

Mail Expr&ss® service, and that the correspondence
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or copy of the correspondence is the original
correspondence or atrue copy of the correspondence
originally attempted to be deposited with the USPS
on the requested filing date.

This procedure applies only when the Director
designates an interruption or emergency in Priority

Mail Expr&ss® service. Inthe notice designating the

interruption or emergency the Director will provide
guidance on the manner in which petitions under 37
CER 1.10(i) should be filed. The notice will be
placed on the USPTO website at www.uspto.gov
and published in the Official Gazette.
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